Morgan, Lewis 
^Bocldusup 



Margaret R. Sparks, Esquire 
Pamela G. Matthew, Esquire 
Arthur D. Gray, Esquire 
Craig B. Bailey, Esquire 
August 28, 1998 
Page 2 



Obviously, our hope is that we can reach agreement. If not, we believe it desirable to narrow 
the issues as much as possible, and to present those issues to the Court, 

Very truly yours, 




D, Michael Underbill 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



CORDIS CORPORATION and 
EXPANDABLE GRAFTS PARTNERSHIP, 



Plaintiffs, 



V. 



ADVANCED CARDIOVASCULAR SYSTEMS. 
INC.. GUIDANT CORPORATION, ARTERIAL* 
VASCULAR ENGINEERING, INC., BOSTON 
SCIENTIFIC CORPORATION, and SCIMED 
LIFE SYSTEMS. INC., 

Defendants. 



ARTERIAL VASCULAR ENGINEERING, 
INC., 

Plaintifi^" 



V. 



CORDIS CORPORATION, JOHNSON 
& JOHNSON and EXPANDABLE 
GRAFTS PARTNERSHIP, 

Defendants. 



C.A. No. 97-550-SLR 



C.A. No. 97-700-SLR 
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BOSTON SCIENTIFIC CORPORATION, 
Plaintiff, 

V. 

ETHICON, INC.; CORDIS CORPORATION; 
and JOHNSON & JOHNSON 
INTERVENTIONAL SYSTEMS CO., 

Defendants. 



CORDIS CORPORATION 



Plaintiff, 



BOSTON SCIENTinC CORPORATION 
and SCIMED LIFE SYSTEMS, INC. 

Defendants. 



Civil Action No. 98-19-SLR 



Civil Action No. 98-197-SLR 



PROTECTTVF.nwnFR 

WHEREAS, each of the parties to the above captioned action (the "Action"), Cordis 
Corporation ("Cordis"). Expandable Grafts Partnership ("EGP") (collectively Plaintiffs), and 
Advanced Cardiovascular Systems, Inc. ("ACS"), Guidant Corporation ("Guidant"), Arterial 
Vascular Engineering, Inc. ("AVE"), Boston Scientific Coiporation ("BSC"), and Scimed Life 
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Systems. Inc. ("Scimed") (collectively, "Defendants"), may seek discovery or documents. 

information or other materials which may contain or relate to confidential, proprietary or trade 

secret information of another party or of a third party; 

IT IS HEREBY ORDERED that the following Protective Order be entered in this Action: 
1 . "Confidential Information" shall mean and include any document (whether in 
hard copy or computer readable form), deposition testimony, interrogatory answers, responses to 
requests for admissions and/or production, or other information provided by or on behalf of the 
parties (or any of their attorneys or other agents) ("Discovery Material"), which contains non- 
public, confidential or proprietary information, whether personal or business-related. For certain 
limited types of "Confidential Information," the producing party may further designate, as 
defined and detailed below, such Confidential Information as "Highly Confidential." The 
"Highly Confidential" designation shall be reserved for Confidential Information that constitutes, 
reflects, or concerns trade secrets, know-how or proprietary data, business, financial or 
commercial information, the disclosure of which is likely to cause harm to the competitive 
position of the party making the confidential designations on Discovery Materials ("tiie 
Designating Party"). All such Confidential or Highly Confidential designations shall be made 
good faith by the Designating Party and made at the time of disclosure, production, or tender to 
Uie party receiving the same ("Receiving Party"), provided that the inadvertent failure to so 
designate does not constitute a waiver of such claim, and a producing party may so designat( 
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document after such document has been produced, with the effect that such document is 
thereafter subject to the protections of this Protective Order. A designation of "Highly 
Confidential" shall constitute a representation that such Discovery Material has been reviewed by 
an attorney for the Designating Party and that there is a valid basis for such designation. 

2. The designation of Discovery Materials in the form of documents, responses to 
admissions and interrogatories, or other tangible materials (including without limitation CD- 
ROM's and tapes) other than depositions or other pretrial testimony as Confidential Information 
or Highly Confidential Information shall be made by the Designatmg Party in the following 
manner: 

a. Documents designated "Confidential" shall be so marked by 
conspicuously affixing the legend "CONFIDENTIAL INFORMATION PURSUANT TO 
PROTECTIVE ORDER" or similar designation on each page containing any Confidential 
Information (or in the case of computer medium on the medium and its label and/or cover) to 
which the designation applies. Such designated Discovery Materials shall be identified by Bates 
number. To the extent practical, the Confidential legend shall be placed near the Bates number. 

b. Documents designated "Highly Confidential" shall be so marked by 
conspicuously affixing the legend "HIGHLY CONFIDElSmAL PURSUANT TO 
PROTECTIVE ORDER" or similar designation on each page containing any Highly 
Corifidential Information (or in the case of computer medium on the medium and its label and/or 
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cover) to which the designation applies. Such designated Discovery Materials shall be identified 
by Bates number. To the extent practical, the Highly Confidential legend shall be placed near the 
Bates number. 

c. If a document has more than one designation, the more restrictive or 
higher confidential designation applies. 

3. Confidential Information and Highly Confidential Information shall not include 
any Discovery Materials which: 

a. Have been or become lawfully in the possession of the Receiving Party 
through communications other than production or disclosure in this Action by the Designating 
Party, for example, as a result of legitimate business dealings between the parties, unless those 
documents are covered by a separate non-disclosure or confidentiality agreement, in which case 
the Receiving Party may continue to use such documents in the course of their business subject 
to those agreements; 

b. Have been or become part ofthe public domain by publication or 
otherwise and not due to any unauthorized act or omission on the part ofthe Receiving Party; or 

c. May not under law be treated as confidential. 

Nothing herein shall impose any restriction on the use or disclosure by a party of its own 
documents or information. 
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4. Subject to paragraphs 5 and 6 of this Protective Order, "Qualified Persons" having 
access to Discovery Material designated "Confidential Information," as set forth in paragraph 
2(a) of this Protective Order, in this Action are: 

a. Ashby & Geddes and Patterson, Belknap, Webb & Tyler, LLP, attorneys 
of record for Cordis, and their stenographic, clerical and paralegal employees whose duties and 
responsibilities require access to such materials; 

b. Ashby & Geddes and Akin, Gump, Strauss, Hauer & Feld LLP, attorneys 
of record for EGP, and their stenographic, clerical and paralegal employees whose duties and 
responsibilities require access to such materials; 

c. Dewey Ballantine, LLP; Richards, Layton & Finger; Fulwider Patton Lee 
& Utecht, LLP; Morgan, Lewis & Bockius, LLP; Connolly, Bove, Lodge & Hutz; Kenyon & 
Kenyon; and Young, Conaway,'Stargatt & Taylor, each of which is attorneys of record for one or 
more of the Defendants, and their stenographic, clerical and paralegal employees whose duties 
and responsibilities require access to such materials; 

d. Julio C. Palmaz, M.D., Richard A. Schatz, M.D., Philip J. Romano, and 
Amalia Palmaz; 

e. For each party manufacturing stents or stent delivery systems, a total of 
four in-house employees, including in-house attorneys if desired, whose names are listed below 
and who have responsibility for maintaining, defending or evaluating this litigation. For 
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puiposes of this paragraph, ACS and Guidant wiU be considered to be a single party; and BSC 
and Scimed will be considered to be a single party. The approved in-house employees are as 
follows: 





ACS/Guidant 


BSaScimed 


Cordis 


AVE 


Name 










Title 










Name 










TiUc 










Name 










Title 










Name 










Title 











f Retamed independent consultants, vendors or experts for Cordis or EGP 
(as well as their staff, stenographic, and clerical employees) whose duties and responsibilities 
require access to such materials who are not cunent employees of any party to this litigation, or 
any direct competitor of any party to this litigation; 

g. Retained independent consultants, vendors or experts for one or more of 
the Defendants (as well as tiieir staff, stenographic, and clerical employees whose duties and 
responsibilities require access to such materials) who are not current employees of any party to 
this negation, or any direct competitor of any party to tiiis litigation; and 
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h. The Court, Court personnel and stenographic and video reporters engaged 
in proceedings incident to this Action. 

i Outside document copying services (e.g., Ikon, Xerox), and/or document 
coding or computerization services (e.g., Quorum/Lanier). Notvwthstanding any other provision 
of this protective order, access to Confidential and Highly Confidential documents shall be 
permitted to such vendors, without need for the completion of Exhibit A or the execution of 
Exhibit B. For puiposes of this paragraph 4(i), "document" refers to paper documents, video 
tapes, CD-ROMs, computer discs, and other similar media, but excludes models or similar 
physical renderings of stents, balloon catheters, or other products of the parties. The outside 
counsel providing Confidential or Highly Confidential documents to outside document copying 
services or document coding or.computerization services shall be responsible for that service's 
compliance with the provisions of this Protective Order. 

j . Attorneys of record for one or more of the parties in other litigation 
involving the patents-in-suit in these actions, foreign counterparts to the patents-in-suit, and any 
other patent based in whole or in part on the disclosures of the patents-in-suit or their foreign 
counterparts; and their stenographic, clerical and paralegal employees whose duties and 
responsibilities require access to such materials, including the following: 
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Law Finn 


Represented Party 


Case 


Goodman Phillips & 
Vineberg 


AVE 


No. T-808-98 (Canada) 


Smith Lyons 


Johnson & Johnson, Inc. and 
EGP 


No. T-808-98 (Canada) 




BSC 






ACS 





5. Any Highly Confidential Information, as set forth in paragraph 2(b) of this 
Protective Order, shall be treated the same as Confidential Information, with the following 



exceptions: 

a. There shall be no access by Qualified Persons pursuant to paragraphs 4(d) 
and 4(e) to Highly Confidential Information, except that, for each party manufacturing stents or 
stent delivery systems, two in-house attorneys employed in the patent or legal department of the 
parties whose names are listed below and who are also listed in paragraph 4(e), and who have 
complied with the provisions of paragraph 6, may have access to material designated as Highly 
Confidential: 





ACS/Guidant 


BSC 


Cordis 


AVE 


Name 






Theodore Van Itallie 


Richard Klein 


Name 






Eric I. Harris 





b. Access by Qualified Persons pursuant to paragraphs 4(f) and (g) of this 
Protective Order shall be restricted to tiie retained independent consultants, vendors, or experts 
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for each party and the staff, stenographic, and clerical employees of each such consultant, vendor 
or expert, whose duties and responsibilities require access to material designated as Highly 
Confidential, arid who have complied with the provisions of paragraph 6. 

6. Qualified Persons defined in paragraphs 4(d), 4(e), 4(f), 4(g) and 40) shall be 
allowed access to ConfidenUal Information or Highly Confidential Infoimation, as limited by 
paragraph 5 of this Protective Order, only after complying with the following procedure: 

a. Each party shall prepare a written list, in a form similar to Exhibit A 
hereto, setting forth the name of the person, his or her occupation, and business address, for each 
person described in paragraphs 4(d). 4(e), 4(f). 4(g) and 40) who reviews Confidential 
Information or Highly Confidential Information. The parties to this litigation shall be allowed to 
disclose Confidential Information or Highly Confidential Infonnation to such persons unless, 
within seven (7) business days after the identity of the retained person (and, for paragraphs 4(d), 
4(e), 4(f) and 4(g), a curriculum vitae of the retained person) has been provided to the opposing 
party, the opposing party objects to the disclosure of Confidential InformaUon or Highly 
Confidential Information to the particular person. If objection to disclosure is made within the 
seven (7) business days, the objecting party shall, no later than five (5) business days after 
objection, petition the Court for an order prohibiting the disclosure at issue. The objecting party 
shall have the burden of persuasion that disclosure should not be made. If an objection is made. 
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no Confidential Infonnation or Highly Confidential Infomation shall be made available to the 
particular person until after the Court rules that disclosure can be made. 

b. Before receiving any Confidentiallnfortnation or Highly Confidential 
Information, the person shall be fiimished with a copy of this Protective Order and shall 
acknowledge, by executing the acknowledgmem form attached hereto as Exhibit B. that he or she 
has read this Protective Order, understands it, and agrees to be bound by it, and also expressly 
consents to the jurisdiction of this Court in connection with any proceeding or hearing relating to 
such Confidential Information or Highly Confidential Information or to this Protective Order, 
including any proceeding relating to the enforcement of the Order. 

c. Outside counsel for the Receiving Party shall retain a copy of each such 
written list (Exhibit A) and acknowledgment form (Exhibit B), and shall serve opposing counsel 
with a copy of such upon request. 

7. Notwithstanding anything to the contrary. Confidential and Highly Confidential 
materials produced by a Defendant shall not be made available to representatives of another 
Defendant pursuant to paragraphs 4(c), 4(e), 4(g) or 40). without the consem of the producing 
Defendant or order of the Court, which shall be given where justice so requires. 

8. Confidential Information and Highly Confidential Information, and the substance 
or context thereof, including any notes, memoranda or otiier similar documents relating thereto, 
shall be used solely for tiie purpose of this Action, any appeals therefiom, and any other litigation 
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involving the patents-in-suit in these actions, foreign counterparts to the patents-in-suit, and any 
other patent based in whole or in part ono the disclosures of the patents-in-suit or their foreign 
counterparts; and shall not be made available, or disclosed, or summarized to any persons, 
including the parties, other than as permitted by paragraphs 4-7 of this Protective Order. 
Confidential Information and Highly Confidential Information shall be maintained by the 
Receiving Party under the overall supervision of outside counsel. 

9. Any person in possession of Confidential Information or Highly Confidential 
Information shall exercise reasonably appropriate care with regard to the storage, custody or use 
of such Confidential Information or Highly Confidential Information in order to ensure that the 
confidential or highly confidential nature of the same is maintained. 

10. If Confidential Information or Highly Confidential Information is disclosed to 
anyone other than in a manner authorized by this Protective Order, die party responsible for such 
disclosure must immediately bring all pertinent facts relating to such disclosure to the attention 
of the Designating Party of the Confidential Information or Highly Confidential Information, and 
make eveiy reasonable effort to retrieve such Confidential Information or Highly Confidential 
Information and to prevent further disclosure, 

rl 1 . When Confidential Information or Highly Confidential Information is discussed, 
quoted or referred to in any deposition, the disclosing party shall ensure that only persons 
permitted by paragraphs 4-7 of this Protective Order to have access to such Information are 
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present TT^e use of any such Confidential Infonnation or Highly Confidential Information for 
the purpose of any hearing or trial which is open to the public is not addressed at this time, but 
will be the subject of future agreement or order as the need may arise. 

12. During the course of preparing for a deposition or testimony, the 
deponent/wimess may be sho^^^ Confidential Information or Highly Confidential Information 
fi-om the opposing parties' documents strictly limited to those documents which on tiieir face 
reveal tiiat tfiey were authored or received in the nomial course of business by the 
deponent/witness. Use of Confidential Infomaation or Highly Confidential Information during a 
deposition shall be subject to compliance witii tiiis Order. " 

1 3. Any deposition transcript containing Confidential Information or Highly 
Confidential Information shall be marked on the cover as "CONFIDENTIAL PURSUANT TO 
PROTECTIVE ORDER" or "HIGHLY CONFIDENHAL PURSUANT TO PROACTIVE 
ORDER," as appropriate, and shall indicate as appropriate within tiie ti^cript what information 
has been so designated. TT.e stenographic reporter shall be requested prior to ti.e deposition 
(where the attorneys have reason to believe the testimony will contain Confidential Information 
or Highly Confidential Infonnation) or when the Confidential Information or Highly 
Confidential Information is disclosed (when not previously anticipated) to separate ti;ose 
portions of ti.e transcript containing confidential infomaation and separately bind it from ti.e non- 
confidential portions. A party may designate any portion or all (if appropriate) of the transcript 
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as containing Confidential Infonnation or Highly Confidential Information by so advising, with 
reasonable precision as to the affected testimony, the deposition reporter, who shall accordingly 
indicate in the deposition transcript what portion(s) of die testimony (or exhibits thereto) were so 
designated, or by so advising all other parties in writing, and witii page and line designations, 
within twenty (20) business days after receipt of tiie transcript. Until twenty (20) business days 
have passed after Uie receipt of any transcript, that entire transcript shall be deemed to be Highly 
Confidential. In the event of disagreement about tiie Confidential status of a deposition 
transcript, it shall continue to be treated as "Highly Confidential" or "Confidential." whichever 
protection is being sought, until this Court rules otherwise. 

1 4. Any pleading, paper or otiier document filed in Uiis action which contains or 
discloses Confidential Information or Highly Confidential Information shall be filed under seal 
and shall be maintained under seal according to tiie terms of tiiis Protective Order or as otiierwise 
determined by tiie Court When filing pleadings which contain Confidential Information or 
Highly Confidential Information, tiie party so filing shall designate tiie following on tiie first 
page of filed documents: "UNDER SEAL - SUBJECT TO PROTECTIVE ORDER - 
CONTAINS CONFIDENTIAL OR HIGHLY CONFIDENTIAL MATERIAL". 

1 5. Entering into, agreeing to and/or producing or receiving Confidential Information 
or Highly Confidential Information or otiierwise complying witii tiie terms of tiiis Protective 
Order shall not: 
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a. Operate as an admission by any party that any Discovery Material 
designated as Confidential Information or Highly Confidential Information contains or reflects 
trade secrets or any other type of confidential or proprietaiy information entitled to protection 
under applicable law; 

b. Prejudice in any way the rights of any party to object to the production of 
documents it considers not subject to discovery, or operate as an admission by any party that the 
restricUons and procedures set forth herein constitute adequate protection from any particular 
information deemed by any party to be Confidential Information or Highly Confidential 
Information. 

c. Prejudice in any way the rights of any party to object to the authenticity or 
admissibility into evidence of any document, testimony or the evidence subject to this Protective 
Order; 

d. Prejudice in any way the rights ofany party to seek a determination by the 
Court whether any Discovery Material or Confidential Information or Highly Confidential 
Information should be subject to the terms of this Protective Order; 

e. Prejudice in any way the rights of any party to petition the Court for a 
further protective order relating to any purportedly Confidential Information or Highly 
Confidential Information; 
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f. Prejudice in any way the rights of any party to petition the Court for 
pennission to disclose particular Confidential Information or Highly Confidential Information 
more broadly than would otherwise be permitted by the terms of this Protective Order; or 

g. Prevent any party from agreeing to alter or waive the provisions or 
protections provided for herein with respect to any particular Discovery Material. 



1 6. The signing of this Protective Order or failure of a party, at the time it 



receives 



Discovery Materials designated as Confidential Information or Highly Confidential Information, 
to challenge or object to the Confidential or Highly Confidential Information designations shall 
not be deemed a waiver of its right to challenge or object to the Confidential or Highly 
Confidential Information designations at any later time. Any party may at any time challenge the 
designation of any Discovery Materials as Confidential or Highly Confidential Information and 
may request permission to disclose information with Confidential or Highly Confidential 
designations otiier than as permitted, pursuant to this paragraph by serving (by facsimile 
transmission) a written request upon counsel for the producing party at least ten (1 0) business 
days before the date of the proposed disclosure and by providing telephonic notice of such 
request on the same date as the facsimile is transmitted. Such request shall specifically identify 
the ConiSdential Information or Highly Confidential Information, including bates label, sought to 
be disclosed and the name, titie and fiinction of the person to whom disclosure is desired to be 
made. The producing party shall thereafter respond to the request in writing within six (6) 
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business days after receipt of same. Absent good cause shown, a failure to respond within such 
time shall constitute consent to the request. If, where consent has been withheld, the parties are 
subsequently unable to agree on the terms and conditions of disclosure, the matter may be 
submitted to the Court for resolution by the party seeking disclosure. Disclosure shall be 
postponed until a ruling has been obtained from the Court. 

1 7. Notwithstanding any default provisions of this Protective Order providing for 
confidential treatment, in the event of disagreement, the party asserting confidentiality shall have 
the burden of proving that the information at issue is entitled to the protection of this Protective 
Order. 

18. All provisions of this Protective Order restricting the use of infonnation obtained 
during discovery shall continue to be binding on the parties and all persons who have executed 
acknowledgment fonns pursuant to paragraph 6 of this Protective Order, after the conclusion of 
this action, including all appeals, until further Order of the Court, unless the parties agree 
otherwise in writing. Any and all originals and copies of Discovery Materials designated 
Confidential or Highly Confidential shall, at the request of the producing party, be returned to the 
party within sixty (60) days after a final judgment herein or settlement of this Action, or. at the 
option of the producing party, destroyed in that time frame, except that outside counsel for each 
party may maintain in its files one copy of each pleading filed with the Court, each deposition 
together with the exhibits marked at the deposition and documents constituting work product 
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which were internally generated based upon Confidential Information or Highly Confidential 
Information. In the event that outside counsel maintains such documents, it shall not disclose 
material containing any type of Confidential Information or Highly Confidential Information to 
any third parties absent subpoena or court order. Upon receipt of any subpoena for such 
information, the party receiving the subpoena shall immediately notify outside counsel for the 
other party of the subpoena so that the latter may protect its interests. In the event that 
documents are returned to or destroyed at the request of the producing party, the other party or its 
outside counsel shall certify in writing that all such documents have been returned or destroyed, 
as the case may be. 

1 9. The inadvertent production of any privileged or otherwise protected or exempted 
information, as well as the inadvertent production of information without an appropriate 
designation of confidentiality, shall not be deemed a waiver or impairment of any claim or 
privilege or protection including but not limited to the attorney-client privilege, the protection 
afforded to work-product materials or the subject matter thereof, or die confidential nature of any 
such information. The producing party shall immediately notify the opposing party in writing 
when inadvertent production is discovered. Upon receiving written notice from the producing 
party that privileged information or work-product material has been inadvertently produced, all 
such information, and all copies thereof, shall be kept by counsel for the Receiving Party and 
counsel shall not use such information for any purpose until fiirther Order of the Court The 
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party producing such material may then move the court for an Order compelling return of the 
material. Any analyses, memoranda or notes which were internally generated based upon such 
inadvertenUy-produced information shall immediately be treated in conformance with the 
protected nature of the information. 

20. Any violation of the terms of this Protective Order shall be punishable by money 
damages, interim or final injunctive or other equitable relief, sanctions, contempt of court 
citation, or such other or additional relief as deemed appropriate by the Court. 

21. Until such time as this ProtecUve Order has been entered by the Court, the parties 
agree that upon execution by the parties, it will be treated as though it had been "So Ordered." 

22. Third parties who produce information in this Action may avail themselves of the 
provisions of this Protective Order and Discovery Material produced by third parties shall be 
treated by the parties in conformance with this Protective Order. 

23. The references to "Plaintiffs" and "Defendants" in this Protective Order are for 
convenience and are of no significance for other purposes, including, for example, determining 
trial presentation order. 

24. The Court retains jurisdiction subsequent to setUement or entry of judgment to 
enforce the terms of this Protective Order. 

AGREED: 
OF COUNSEL: 
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Gregory L. Diskant 
William F. Cavanaugh, Jr. 
John M. DiMatteo 
Michael J. Timmons 
Margaret R. Sparks 

Patterson, Belknap, Webb & Tyler, LLP 
1 133 Avenue of the Americas 
New York, NY 10036 
(212) 336-2000 

Theodore B. Van Itallie, Jr. 

Eric L Harris 

Paul A. Coletti 

Johnson & Johnson 

One Johnson & Johnson Plaza 

New Brunswick, NJ 08933 

Dated: September , 1998 

OF COUNSEL: 

Bany A. Chasnoff 

Akin, Gump, Strauss, Hauer & Feld LLP 

1500 NationsBank Plaza 

300 Convent Street 

San Antonio, Texas 78205 

(210)270-0800 



Dated: September , 1998 

OF COUNSEL: 

Richard: A. Bardin 
Craig B. Bailey 
John S. Nagy 
Paul Y.Feng 

Fulwitier Patton Lee & Utecht, LLP 



Steven J. Balick (I.D.#2114) 
John S. Grimm (I.D. #3229) 
Ashby & Geddes 
One Rodney Square 
P.O. Box 1150 
Wilmington, DE 19899 
(302)654-1888 

Attorneys for Plaintiff 
Cordis Corporation 



Steven J. Balick (I.D. #2114) 
John S. Grimm (I.D. #3229) 
Ashby & Geddes 
One Rodney Square 
P.O. Box 1150 
Wilmington, DE 19899 
(302) 654-1888 

Attomeys for Expandable Grafts Partnership 



Frederick L. Cottrell, III (#2555) 
Jeffrey L. Moyer (#3309) 
Richards, Layton & Finger ' 
One Rodney Square 
P.O. Box 551 
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10877 Wilshire Boulevard, Tenth Floor 
Los Angeles, CA 90024 
(310)824-5555 

Aldo A. Badini 
Dewey Ballantine LLP 
1301 Avenue of the Americas 
New York, NY 10019-6092 
(212)259-8000 

Dated: September __, 1998 

OF COUNSEL: 



Wilmington, DE 19899 
(302) 658-6541 

Attorneys for Defendants 

Advanced Cardiovascular Systems, Inc. 

and Guidant Corporation 



Arthur D. Gray 
Kenyon & Kenyon 
One Broadway 
New York, NY 10019 
(212)425-7200 



Dated: 



September , 1998 



Josy W. Ingersoll 

Young, Conaway, Stargatt & Taylor 
Rodney Square North 
P.O. Box 391 

Wilmington, DE 19899-0391 
(302)571-6600 

Attorneys for Boston Scientific Corporation 
and SCIMED Life Systems, Inc. 
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OF COUNSEL: 



William E.Wallace, IH 

D. Michael Underhill 

Richard S. Meyer 

Morgan, Lewis & Bockius LLP 

1 800 M Street, N.W. 

Washington, D.C. 20036 

(202) 467-7000 

September , 1998 



Patricia Smink Rogowski (#2632) 
Connolly, Bove, Lodge & Hutz 
1220 Market Street 
P.O. Box 2207 
Wilmington, DE 19899 
(302) 658-9141 

Attorneys for Arterial Vascular Engineering, Inc. 



SO ORDERED: 



Judge 
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EXHIBIT A 

LIST OF QUALIFIED PERSONS, paragraphs 4(d), 4(e), 4(f), 4(g) and 40) 
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EXHIBIT R 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 



CORDIS CORPORATION and 
EXPANDABLE GRAFTS PARTNERSHIP. 

Plaintiffs, 



ADVANCED CARDIOVASCULAR SYSTEMS. 
INC.. GUIDANT CORPORATION. ARTERIAL 
VASCULAR ENGINEERING. INC., BOSTON 
SCIENTIFIC CORPORATION, and SCIMED 
LIFE SYSTEMS, INC., 

Defendants. 



ARTERIAL VASCULAR ENGINEERING, 
INC.. 

Plaintiff. 



CORDIS CORPORATION, JOHNSON 
& JOHNSON and EXPANDABLE 
GRAFTS PARTNERSHIP, 

Defendants. 



C.A. No. 97-550-SLR 



C.A. No. 97-700-SLR 
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BOSTON SCIENTIFIC CORPORATION, 
PlaintiflF, 



ETMCON, INC.; CORDIS CORPORATION; 
and JOHNSON & JOHNSON 
INTERVENTIONAL SYSTEMS CO., 

Defendants. 



CORDIS CORPORATION. 



Plaintiff, 



BOSTON SCIENTIFIC CORPORATION 
and SCIMED LIFE SYSTEMS, INC. 

Defendants. 



Civil Action No. 98-19-SLR 



C.A.N0.97-197-SLR 



I hereby certify (i) my understanding that Discovery Material and/or Confidential and/or 
Highly Confidential Information are being provided to me pursuant to the terms and restrictions 
of the Protective Order (the "Order") entered by the United States District Court for the District 
of Delaware (the "District Court") in these Actions, and (ii) that I have read the Order. I 
understand the terms of the Order, I agree to be fully bound by the Order, and I hereby submit to 
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the jurisdiction of the District Court for purposes of enforcement of the Order. I understand that 
violation of the Order may be punishable by contempt of Court. 

^ated: Signature: 

Name: 

Address: 
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A.I. CREDIT CORP., Plaintiff, 

V. 

PROVIDENCE WASHINGTON 
INSURANCE CO.. INC., et al.. 
Defendants. 

No. 96 Civ 7955 (AGSXAJP). 

United States District Court, 
S.D. New York. 

May 7, 1997. 

OPINION AND ORDER 

PECK, United States Magistrate Judge: 

♦1 A.I Credit Coip. ("AICCO"), a commercial 
credit company, delivered over $400,000 in 
loan proceeds to defendant Drao Insrarance 
Agency, earmarked for insurance policies with 
defendant Providence Washington Insurance 
Company. Defendant William H. Martoccia, 
Inc. is an insurance agent that acted for 
Providence Washington. The complaint 
alleges that Drao converted the funds. Neither 
Drao nor its principal, defendant Charles 
Drao, have appeared in this action. 
Providence Washington and Martoccia 
originally appeared with separate counsel. 
They thereafter entered into a joint defense 
agreement, and moved to "change" attorneys 
so that one counsel (Martoccia's original 
counsel) would represent both Martoccia and 
Providence Washington. Judge Schwartz "so 
ordered" the request, and AICCO has moved 
for reconsideration. The Court finds that 
there is no conflict between Providence 
Washington and Martoccia, and denies 
AICCO's motion to reconsider the Court's 
consent for one counsel to represent both 
Martoccia and Providence Washington. 

ANALYSIS 

The Code of Professional Responsibility 
prohibits dual representation of clients with 
"conflicting" interests: 

DR 5-105 Refusing to Accept or Continue 
Employment if the Interests of Another 
Client ' May Impair the Independent 
Professional Judgment of the Lawyer. 
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A. A lawyer shall decline proffered 
employment if the exercise of independent 
professional judgment in behalf of a client 
will be or is likely to be adversely affected by 
the acceptance of the proffered employment, 
or if it would be likely to involve the lawyer 
in representing differing interests, except to 
the extent permitted under DR 5-105(C). 

B. A lawyer shall not continue multiple 
employment if the exercise of independent 
professional judgment in behalf of a client 
will be or is likely to be adversely affected by 
the lawyer's representation of another client, 
or if it would be likely to involve the lawyer 
in representing differing interests, except to 
the extent permitted under DR 5-105(C). 

C. In the situations covered by DR 5-105(A) 
and (B), a lawyer may represent multiple 
clients if it is obvioiis that the lawyer can 
adequately represent the interest of each and 
if each consents to the representation after 
full disclosure of the possible effect of such 
representation on the exercise of the lawyer's 
independent professional judgment on behalf 
of each. 

DR 5-105(AMC). 22 N.Y.C.R.R. § 1200.24. 

Motions to disqualify opposing coimsel are 
viewed with disfavor. E.g., Herman v. Parco 
96 Civ. 0375, 1996 WL 465749 at *5 (S.D.N y' 
Aug. 15, 1996) (Peck, M.J.); Paramount 
Communications, Inc. v. Donaghy, 858 
F.Supp. 391, 394 (S.D.N.Y.1994); Clark v. 
Bank of New York, 801 F.Supp. 1182, 1196 
(S.D.N.Y.1992); 1 M. Silberberg, Civil 
Practice in the Southern District of New York 
§ 4.18 at p. 4-20 (1996). The principal reason 
for this is that disqualification of counsel 
impinges on a party's right to employ counsel 
of choice. E.g., Evans v. Artek Sys. Corp., 715 
F.2d 788, 791 (2d Cir.1983); Government of 
India v. Cook Indus., Inc., 569 F.2d 737, 739 
(2d Cir.1978); Berman v. Parco, 1996 WL 
465749 at *5; Stratavest Ltd. v. Rogers, 903 
F.Supp. 663, 666 (S.D.N. Y.1995); 1 M. 
Silberberg, Civil Practice in the Southern 
District of New York § 4,18 at p. 4-20. 
Moreover, the courts recognize that motions to 
disqualify are "often inteiposed for tactical 
reasons." E.g., Berman v. Parco, 1996 WL 
465749 at *5; Clark v. Bank of New York, 
801 F.Supp. at 1196; Kubin v. Miller. 801 
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F.Supp. 1101, 1112 (S.D.N.Y.1992). 

•2 CoxjTts require the party seeking 
disqualification of opposing counsel to meet a 
high standard of proof before disqxialification 
may be granted. E.g.. Evans v. Artek Sys. 
Corp., 715 F.2d 791; Glovemment of India v. 
Cook, 569 F.2d at 739; Herman v. Parco, 1996 
WL 465749 at *5; Stratavest Ltd. v. Rogers. 
903 F.Supp. at 666; Paramount v. Donaghy, 
858 F.Supp. at 394; Kubin v. Miller, 801 
F.Supp. at 1113. 1 M. SUberberg, Civil 
Practice in the Southern District of New York 
§ 4.18 at p. 4-20. "Mere speculations will not 
suffice." Paretti v. Cavalier Label Co., 722 
F.Supp. 985. 987 (S.D.N. Y. 1989); see also, 
e.g., Berman v. Parco, 1996 WL 465749 at *5; 
Paramount v. Donaghy, 868 F.Supp. at 394. 

Here, the facts do not show any conflict 
between Providence Washington and 
Martoccia. Martoccia "acted as an agent for 
its principal," Providence Washington. (See 4/ 
8/97 Letter to Court from Peter Cotehdis, 
counsel for Martoccia.) Martoccia 
acknowledges that "[alpplying traditional 
rules of agency law, a principal is generally 
charged with and boimd by the knowledge 
acquired or notice received by the agent while 
acting within the scope of his authority.... As 
a consequence, the interests of [Martoccia] and 
[Providence Washington], when considered 
within the context of the allegations and 
issues raised by this litigation, are 
inextricably tied together." (Id,) 

The principal-agent relationship would not 
mean a complete identity of interest if the 
principal could have a claim for 
indemnification against the agent (e.g., for the 
agent's negligence). That potential conflict is 
obviated here because the Agency Agreement 
between Martoccia and Providence 
Washington reqtiires Martoccia to indemnify 
Providence Washington if AICCO prevails at 
all here: "In the event that AICCO should 
prevail in any aspect of this litigation, 
[Martoccia] is obligated pursuant to the terms 
contained in the Agency Agreement to 
indemnify and hold [Providence Washington] 
harmless therefrom." (4/8/97 Cotehdis Letter 
to Court.) 



Plaintiff claims that Martoccia and 
Providence Washington have "differing" and 
"deeply divergent" interests. (4/1/97 Letter to 
Court from Arthur H. Aufses HI. plaintiffs 
counsel.) But the only "difference" identified 
by plaintiff is that "Martoccia concedes it had 
a written agreement with Drao" while 
Providence Washington "denies that it had 
any agreement" or indeed any communication 
with Drao. (Id.) Since Martoccia is Providence 
Washington's agent, however, that distinction 
is of no legal significance. 

Martoccia*s counsel states: 
Contrary to what may be asserted by the 
plaintiff, it is quite apparent that there is no 
real, or even potential conflict of interest 
between WHM [Martoccia] and PW 
[Providence Washington]. By applying the 
general rules of agency stated hereinabove, 
the ultimate outcome of this litigation will be 
that either 1) WHM and PW are not liable or 
2) WHM and PW are liable, in which case, 
under scenario 2), WHM will be required to 
indemnify PW. 

*3 (4/8/97 Cotelidis Letter to Court.) The 
Court agrees. 

Plaintiff AICCO principally relies on Jerry 
Vogel Music Co. v. Edward B. Marks Music 
Corp.. 82 Civ. 6511, 1985 WL 3392 (S.D.N.Y. 
Oct.23. 1985). Li that case, although Marks 
had agreed to indemnify Readers Digest, the 
conflict between them was not hypothetical 
but apparent. Marks* counsel had written to 
Readers Digest demanding certain files, and 
Marks filed a cross-claim against Readers 
Digest claiming that it had no duty to 
indemnify Readers Digest because of the 
latter's failure to cooperate. The Court found 
that the file dispute alone justified Readers 
Digest in retaining separate counsel. 
Moreover, the Court also found that the 
"defendants are unlikely to present a united 
front in defending this action" because of 
claims for willful copyright infringement 
against Marks but not against Readers Digest. 
1985 WL 3392 at *6. Finally. Readers Digest 
did not consent to joint representation. 1985 
WL3392 at *6. 

The present case is more like Agee v. 
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Paramoiint Communications, Inc., 853 F.Supp. 
778 (S.D.N.y.l994), afiTd in part on other 
grounds, rev'd in part on other groxinds, 59 
F.3d 317 (2d Cir.1995). Agee sued Paramount 
and 108 television stations for copyright 
infringement in connection with an episode of 
the program "Hard Copy" produced by 
Paramount. The same law firm represented 
all the defendants, and plaintiff Agee moved 
to disqualify defense coimsel. Becaxise 
Paramoimt was contractually obligated to 
defend and indemnify the stations, the Coiirt 
denied the disqualification motion, stating: 
Moreover, while plaintiff wo\ild have us 
believe that some fatxire conflict might arise 
as a result of this representation, the court 
views his contentions as a mere smokescreen 
to cloud the common interest of the 
defendants in this case. Clearly, if the 
defendants were found liable under the 
Copyright Act, Paramount must indemnify 
each of the television station owners in 
addition to paying its own allocated share of 
. the costs. Moreover, regardless of the 
outcome of the case, Paramount would be 
required under the license agreement to 
reimburse the TV defendants for reasonable 
attorney's fees. There are no adverse 
interests in this case and there is no 
confidential information that wo\ild imfairly 
impair defense co\msers representation of 
any party. Paramount is ultimately liable 
regardless of whether the TV stations are 
represented by Paul, Weiss or their own 
attorneys and it is precisely because of this 
mutual interest that defendants have selected 
one law firm to represent them. 
853 F.Supp. at 784. Since plaintiff Agee 
"presented no evidence that an actual conflict 
of interest exists," the Court denied the 
disqualification motion. Id. 

Here, unlike Jerry Vogel Music, there is no 
conflict between I^vidence Washington and 
Martoccia. Rather, like Agee. because of the 
indemnification agreement, plaintiff has not 
demonstrated that a conflict between 
Providence Washington and Martoccia exists. 
Moreover, both Providence Washington and 
Martoccia have consented to joint 
representation. As Martoccia's counsel 
informed the Court, the "joint defense 



agreement [between Providence Washington 
and Martoccia] was entered into after both 
parties had the benefit of their own 
independent legal counsel and following full 
disclosure, and with due consideration having 
been given to the concept of a joint defense." 
(4/8/97 Cotelidis Letter to Court.) While client 
consent may not be enough where a conflict is 
apparent, here, where plaintiff has not shown 
that there is or even may be a conflict, the 
consent of the defendants to joint 
representation is significant. See, e.g., 
Fischer v. Deitsch, 198 A.D.2d 327, 328. 605 
N.Y.S.2d 703. 704 (2d Dep't 1993) ("Moreover, 
[coimsel] has represented to this court that all 
of the parties which he represents ... have 
been made aware of his representation of 
multiple parties and have consented to it. 
Under such circiunstances, disqualification is 
not necessaiy."), appeal dismissed, 83 N.Y.2d 
1001, 616 N.Y.S.2d 481, 640 N.E.2d 149 
(1994); see also, e.g., Conigliaro v. Horace 
Mann School, 95 Civ. 3555, 1997 WL 189058 
at *6 (S.D.N. Y. April 17, 1997) ("Nevertheless, 
so long as Hess remains a defendant in this 
litigation, his representation of the other 
defendants raises the potential for a conflict of 
interest.... I need not., preclude the parties 
from employing the attorney of their choice. 
Rather, I must determine if the other 
defendants give their informed consent to the 
present arrangement."); Bonner v. Guccione, 
94 Civ. 7735, 1997 WL 91070 at *2 (S.D.N.Y. 
March 3. 1997) ("Sometimes a conflict is so 
severe that a com^ will refuse to accept a 
waiver. The conflict in our case is not so 
severe.") (citations omitted); Smith v. City of 
New York. 611 F.Supp. 1080, 1091 
(S.D.N.Y. 1985) ("No case cited by the plaintiff 
or imcovered by my own research condemns 
multiple representation in circumstances 
resembling those at bar. On the contrary: 
there is substantial authority for the 
proposition that ... potential conflicts of 
interest are adequately dealt with by the 
clients' informed consent, thereby precluding 
di squalification. ..."). 

*4 AICCO further contends that "we continue 
to believe that the defendants' application 
shoiUd be denied, but at a minimum, we virge 
that the Court enter an order that wotild 
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ensure that Martoccia and Providence 
Washington will take identical positions 
throughout the action." (4/15/97 Letter to 
Covirt from Arthur H. Aufses HI.) It is not 
necessary for the Court to enter such an order. 
The statements in counsers letters to the 
Court are admissible as party admissions. 
Moreover, if defendants change their position- 
and particularly if an actual conflict arises- 
the disqualification issue can be re-visited. 

Finally, AICCO contends that the Court 
should defer decision until AICCO receives 
and "explores" the joint defense agreement. 
Waiting would only leave defendants in 
representational limbo. Moreover, it is 
unlikely that AICCO will be provided any 
discovery of or about the joint defense 
agreement, since joint defense agreements are 
generally considered privileged. See, e.g., 
United States v. Bicoastal Corp., 92-CR-26l| 
1992 WL 693384 at *6 (N.D.N.Y. Sept.28i 
1992) ("This court does find that the disclosure 
of the existence of such an [joint defense] 
agreement wo\ild be an improper intrusion 
into the preparation of the defendants' case. 
Thus, this court wiU deny any motion by the 
(jovemment to be provided with any joint 
defense agreement should one exist."). 

CONCLUSION 

For the reasons set forth above, Providence 
Washington and Martoccia may be 
represented by the same counsel (Peter 
Cotelidis), and plaintiffs motion for 
reconsideration is denied. 

SO ORDERED. 

END OF DOCUMENT 
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O.S. deBRAAK, LTD., deBRAAK 
Enterprises, Inc., Sub-Sal, Inc., and L. 
John 

Davidson, Plaintiffs, 

V. 

WEYMOUTH EQUIPMENT CORP., Sea 
Hunt Corp., and James M. Cashman. 
Defendants. 

Civ. A. No. 86-404-CMW. 

United States District Court, D. Delaware. 

September 30, 1987. 

Bayard J. Snyder, of Phillips & Snyder, 
Wilmington, Delaware, for plaintiffs. 

Robert A\ilgur, Jr., of Whittington & Aulgur, 
Smyrna, Delaware, for defendants; Timothy r! 
McHugh, of Hoch, McHugh & Murphy, 
Boston, Massachusetts, of counsel. 

OPINION 

CALAB M. WRIGHT, Senior District Judge. 
BACKGROUND 

•1 This Motion to Disqualify Defendants' 
Coimsel is part of the pretrial proceedings in a 
contract dispute constituting one of several 
consohdated cases centering on a treasure- 
laden sunken ship, H.M.S. deBRAAK. 
Plaintiff, 0. S. deBraak. Ltd. ('OSD'). and 
defendant, Sea Hunt Coip. (*Sea Hunt'), 
entered into a Salvage Agreement under 
which Sea Hunt was to provide manpower and 
equipment for OSD's efforts to salvage the 
deBRAAK. OSD filed a complaint on August 
28, 1986, alleging that Sea Hunt had breached 
the Salvage Agreement. 

At the heart of OSD's breach-of-contract claim 
is its contention that the equipment supplied 
by Sea Runt did not perform as Sea Hxint had 
represented that it would. As OSD would 
have it. Sea Himt warranted, as a part of its 
contract with OSD, that the large dredge, 
barges, and tug boat it supplied could lift 
2,500 culic yards of dredge material to the 
surface in less than 168 hours of dredging 
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operation, the amount of time for which the 
equipment was to be supplied. This 
representation of the equipment's capacity 
concedely does not appear in the written 
Salvage Agreement. OSD asserts, however, 
that the entire agreement between the parties 
includes oral representations made in the 
coiu^ of the negotiating sessions, most 
notably. Sea HxmVs alleged representation as 
to the equipment's capacity. Sea Hunt's 
counsel, Timothy R. McHugh, was present at 
one or more of these sessions, and he drafted 
the Salvage Agreement. OSD urges the Co\irt 
to consider McHugh a necessary witness and 
disqualify him under The Delaware Lawyers' 
Rules of Professional Conduct, Rule 3.7, which 
specifies, subject to exceptions, that a lawyer 
shall not act as both advocate and witness 
[FNl] The Court declines to do so. 

DISCUSSION 

Disqualifying McHugh as a necessary witness 
would require several leaps in analysis. If 
McHugh were truly a necessary witness, it 
would be because the Court had determined 
that the Salvage Agreement was not a 
complete integrated agreement, [FN21 but 
rather, was one that required augmentation 
by reference to the parties' oral exchange. See 
Restatement (Second) of Contracts § 216 
(1981); cf. id. § 202. In addition to considering 
the Salvage Agreement to be non-integrated, 
the Coiut would have determined that the 
testimony of the several parties besides 
McHugh who were present at the negotiating 
sessions would not be sufficient to establish 
what representations were made and whether 
there was reliance on these representations 

[Fm] 

However, the Court has made no such 
determinations. The Court begins by noting 
that the Salvage Agreement contained a 
merger or integration clause stating: 
This instnmient contains the entire and only 
agreement between the parties and no oral 
statement or representations or prior written 
material not contained in this instrument 
shall have any force and [sic] effect. 
Salvage Agreement 116. The effect of this 
integration clause must be determined 
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according to Massachusetts law, since the 
contract was entered into in Massachusetts. 
Scott Douglas Corp. v. Greyhound Corp., 304 
A.2d 309. 315 (Del 1973). Under 
Massachusetts law, the question is one of fact 
to be decided by the judge. Wang Laboratories 
V. Docktor Pet Centers, 422 N.E.2d 805. 809 
(Mass.App. 1981). See also Restatement 
(Second) of Contracts § 209 comment c (1981). 
Factors to be weighed in determining whether 
or not the merger cla\ise is to be enforced may 
include the nature of exploratory contracts 
between the parties, the formal negotiations, 
the presence of counsel, and the business 
experience and acumen of the parties. See 
Scott Douglas Corp., 304 A.2d at 316 (applying 
Michigan Law). 

*2 Here, the Court notes that the Salvage 
Agreement was entered into after careful 
negotiation by the parties, each of whom was 
dealing within its own area of expertise, and 
each of whom was represented by counsel at 
the negotiations. [FN4] It does not appear to 
the Court at this point that a specification of 
the capacity of the dredging equipment is a 
term that would, if critical to the agreement 
and fully negotiated by the parties, normally 
be omitted from the contract. Even if parol 
evidence becomes necessary or permissible at 
a later point to explain or clarify terms of the 
contract, [FN5] no special need appears for 
McHugh, rather than the other individuals 
present at the negotiating sessions, to testify. 
Disqualifying McHugh at this point because 
his testimony may prove useful in explaining 
or clarifying the Salvage Agreement at some 
xmdetermined juncture would be imprudent, 
at the least. Such a step would be contrary to 
the principle that disqualification is a 
measure to be taken only after a cautious 
examination of the circumstances has shovm it 
to be necessary. [FN6] Brotherhood Ry. 
Carmen. 549 F.Supp. at 786. 

For the above reasons, Plaintiffs* Motion to 
Disqualify is denied without prejudice. An 
Order will issue in conformity with this 
Opinion. 

FN 1 Rule 3.7 provides: 

(a) A lawyer shall not act as advocate at a trial in 

Copr. « West 1998 No Claim to 



which the lawyer is likely to be a necessary witness 
except where: 

(1) the testimony relates to an uncontested issue; 

(2) the testimony relates to the nature and value of 
legal services rendered in the case; or 

(3) disqualification of the lawyer would work 
substantial hardship on the client. 

(b) A lawyer may act as advocate in a trial in which 
another lawyer in the lawyer's firm is likely to be 
called as a witness unless precluded fix)m doing so 
by Rule 1.7 or Rule 1.9. 

The Delaware Lawyers' Rules of Professional 
Conduct, Rule 3.7 (effective October 1, 1985). 

f^2 Altfiough McHugh*s testimony would certainly 
be admissible to aid in determining whether the 
contract was integrated. Restatement (Second) of 
Contracts § 214(a) and (b) (1981), the Court does 
not find his testimony to be indispensable, or even 
necessary, to this determination, so as to disqualify 
him. See discussion infra. 

FN3 OSD claims that McHugh's legal training 
makes him especially able to discern the likelihood 
of reliance by OSD on Sea Hunt's alleged 
representations. The Court doubts that a legal 
background imbues one widi any special ability in 
this regard, given that reasonable reliance constitutes 
a question of fact. Brodier-hood Ry. Carmen v. 
Delpro Co., 549 F.Supp. 780 p.Del. 1982), which 
OSD cites for its proposition that McHugh would be 
particularly well suited to testify on this issue, is 
distinguishable. In that case, the Court noted that 
the lawyer present at negotiations in which legal 
issues were being discussed would be an *astute 
observer.* Id. at 788, 

Even if McHugh, as a lawyer, would make a 
significantly more able witness than the other parties 
present at the negotiations, the Court notes in any 
case that OSD was represented in some of the 
negotiations by another attorney, Bob Steuk, who is 
not currently involved in this case, and who could be 
called upon to make any desired lawyerly 
observations. 

FN4 The Court rejects plaintiffs* suggestion that 
McHugh acted unethically by not preventing 
plaintiffs from signing a written agreement that did 
not contain a capacity term. 

FN5 For example, parol evidence might be needed 
to elucidate the Salvage Agreement's terms by 
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reference to course of performance, course of 
dealing, or usage of trade. See Restatement 
(Second) of Contracts §§ 220. 221. 222 (1981). 

FN6 Neither should a motion to disqualiiy 
opponents* counsel be made as a part of litigation 
strategy. Sec The Delaware Lawyers* Rules of 
Professional Conduct Preamble: Scope 3 (effective 
October 1. 1985); J. P. Foley & Co., Inc. v. 
Vanderbilt, 523 F.2d 1357. 1360 (2d Cir. 1975) 
(Gurfein, J., concurring). 

END OF DOCUMENT 
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1994 US. Dist. LEXIS 20714 printed in FULL fonnat 
MOTOROLA. INC, PlainUff, vs. INTERDIGHAL TECHNOLCKjY CORPORATION. Defendant. 

Civil Action No. 93-488-LON 
UNTHED STATES DISTRICT COURT FOR THE DISTRICT OF DELAWARE 
1994 US. Dist. LEXIS 20714 



December 19, 1994, Decided 

CORE TERMS; patent, confidential information, protective order, in-housc. prosecute, prosecuting 
confidential, inadvertent, disclosure, outside counsel, hardship, protective, pendency, gained, dual ' 
scientific research, present litigation, subject matter, ethical, competitive, involvement, prosecuted civil 
action, disqualified, designated, distil, attorney of record, compartmentalize, continuation, concealment 



COUNSEL: [*1] Jeffrey B. Bove, Esquire of Connolly, 
Hove, Lodge & Hutz, Wilmington, Delaware; Of 
Counsel: Gary M. Hoffman. Esquire and Howard 
N. Feldman, Esquire of Dickslein, Shapiro & Morin, 
Washington. D.C; Attorneys for Plaintiff. 

Richard K. Herrmann. Esquire of Bayard, Handelman & 
Murdoch, Wilmington, Delaware; Of Counsel: Robert 
G. Krupka, Esquire and Linda S. Resh, Esquir« of 
Kirkland & Ellis, Chicago, Illinois; Attorneys for 
Defendant. 

JUDGES: Joseph J. Longobardi, D.J. 

OPINIONBY: Joseph J, Longobardi 

OPINION: MEMORANDUM OPINION 

December 19, 1994 
Wilmington, Delaware 

Joseph J. Longobardi 

I. NATURE AND STAGE OF THE PROCEEDINGS 

This suit involves patent claims relating to the mobile 
telephone industry. On October 8, 1993, Motorola filed 
a civil action seeking declaratory relief. Motorola, Inc., 
V. Interdigital Technology Corporation, Civil Action 
CCA.-) No. 93-488-LOAr, J994 US, Dist, LEXIS 
20714, On October 12, 1993 Interdigital Technology 
Coiporation, ("ITC"), filed a patent mfringement claim 
arising out of the same patents, Interdigital Technology 
Corporation v. Motorola. Inc., CA. No. 93-5430, 
in the Eastern District of Pennsylvania. On February 
17, 1994, the Eastern District case was [*2] transferred 
to this Court and designated CA. No. 94-73. On 
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September 22, 1994. the two actions were consolidated, 
with 93-488 designated as the lead case. 

Presently before the court is Motorola's letter of 
September 21. 1994, ("Motorola letter") and ITC's re- 
sponse letter of September 23, 1994. regarding the dual 
roles performed by the firm Dickstein, Shapiro & Morin 
("DS&M"). DS&M is lead trial counsel for ITC in this 
action, and as such is entitled by the protective order 
to receive Motorola's confidential information. DS&M 
also prosecutes patents for ITC in the FID. Motorola 
sedcs to amend the protective order in this case to en- 
sure that no DS&M attorneys who prosecute patent ap- 
plications for ITC in the patents in suit have access to 
Motorola's confidential information. On September 28, 
1994, both parties argued this issue before the Court. 

n. FACTS 

On October 8, 1993, Motorola filed its claim in this 
present action. Docket Item ("DL") 1. One we^ 
later, on October 15, 1993, DS&M became attorneys 
of record for several ITC patent applications, "includ- 
ing four United States contmuation or divisional appli- 
cations which take their parentage from the patents in 
suit." [rS] D'Amico Affidavit, at 2-3. Prior to October 
15, 1993, Kenyon&Kenyon bad been attorney of record 
for these patent applications. 

On March 4, 1994, a protective order was entered 
in this case. D.I. 35. The protective order provided 
that DS&M was to have access to Motorola's confi- 
dential information, nl The protective order did not 
specifically deny access to DS&M attorneys who prose- 
cuted patent applications for ITC The Court accepts as 
true Mr. D' Amico's representation that to date, none of 
the DS&M attorneys who have drafted claim revisions 
to any of the four continuation/divisional applications 
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had access to Motorola's confidential information whDe 
preparing those revisions. D' Amico Affidavit P 6. 

nl "Confidential Information shall be given, 
shown, disclosed, made available or communicated 
only to: . . . (a), . . (i) Partners and associates 
of Dickstem, Shapiro & Morin, and stenographic, 
clerical, and/or paralegal employees of those attor- 
neys whose functions require access to Confidential 
Information. " 

[*4] 

Motorola claims that, at the time the protective or- 
der was entered. Motorola "reasonably believed" that 
Kcnyon <& Kenyon was the law firm responsible for pros- 
ecuting any patent applications in this case. Motorola 
letter at 3. Moreover, Motorola alleges that on at 
least two occasions, DS&M concealed the fact that 
they were prosecutmg patents for ITC. On February 
9, 1994, both parlies argued the issue of whether Mr. 
Bramson. in-house counsel for ITC, should have access 
to Motorola's confidential information under the protec- 
tive order. Motorola implies that DS&M should have 
disclosed its patent prosecution representation at that 
time. Later, on August 10, 1994, ITC and Motorola en- 
tered into a stipulation which enabled two lawyers from 
Cushman, Darby & Cushman ("CD&C") (co-counsel 
for ITC) to obtain access to confidential information un- 
der the protective order. As a condition for this access, 
the two CD&C attorneys agreed "to refrain from pros- 
ecution of patent applications directed to mobile digital 
telephone communication equipment and processes dur- 
ing the pendency of this case and until one year after the 
conclusion of this litigation. " D.I. 69. Again. Motorola 
implies that ITC should [*5] have disclosed its patent 
prosecution representation at this time. 

ITC denies these allegations of improper concealment. 
Mr. Hofftnan of DS&M states, "during the course of the 
parties* negotiations over Robert Bramson's access to 
certain Motorola documenta, I believe I told counsel for 
Motorola that DS&M was prosecuting patents for ITC " 
Hofftnan Afftdavit at 4, P7. With respect to the CDC 
stipulation, Mr, Hofftnan states that ITC consented to 
the stipulation b order to save time and expense, not 
because it agreed with Motorola's position. Hoffman 
Affidavit at 4-5, P8. n2 Moreover, counsel for ITC 
seem to have been guided at all times by their belief that 
no restriction exists on an outside counsel's ability to 
prosecutejwtent applications involving the technology 
related to the patcnte at issue. D' Amico Affidavit P9; 
Hofftnan Affidavit P3; D.I. 86, at 109 (Mr. Bove stat- 
ing that in his mind, there was always a clear distinction 
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between inside and outside counsel). 

n2 Mr. Hofftnan 's statement is supported by Mr. 
Bove's letter of August 8, 1994 to Mr. Hermann of 
Bayard, Handelman & Murdoch (local counsel for 
Motorola); "So the record is clear, we arc provid- 
ing this [CD&q Stipulation at Motorola's request 
in order to avoid burdening the Court with what we 
perceive is a improper position taken by Motorola. " 
ITC letter. Exhibit G. 

[*6] 

For purposes of this opinion, the Court accepta as true 
the representations by ITC's various attorneys that there 
was no intentional concealment of DS&M*s dual role. 
Nevertheless, an important issue is now before the Court 
which the Court is conqjcUed to resolve, 

m. Discussion 

In a patent case, maintaining the integrity of the pro- 
tective order is an especially serious concern. "Courts 
dress teclmical information with a heavy cloak of judi- 
cial protection because of the threat of serious economic 
injury to the discloser of scientific information." Safe 
Flight Instrument Corp. v. Simdstrand Data Control, 
Inc, 682 E Supp, 20 (D, Del, 1988), Motorola 
argues that its confidential information will be inade- 
quately protected if DS&M attorneys who have access to 
the confidential information also prosecute ITC patmta. 
Motorola fears that it is impossible for DS&M attorneys 
to con^jartmentalize the knowledge gained from review- 
ing Motorola's confidential documents and that the con- 
fidential knowledge gained will inevitably be used in 
prosecutmg ITC*s patent applications. Such use would 
violate the protective order's prohibition against use of 
the confidential information for [*7] any use other than 
the present litigation. 

To supports its contention that there is no prohibi- 
tion against outside counsel performing these dual roles, 
ITC relies upon In re Certain Amorphous Metal Alloys, 
No. 337-TA-143 (U.S.I.T.C 1983)., and its progeny,' 
In re Certain Magnetic Switdies, 1993 ITC LEXIS 143 
fU^S.LTC, 1993). Amorphous Metal is factually sim- 
ilar to the present case. T\vo firms were acting as trial 
counsel for respondcnta and each firm had access to com- 
plainant's confidential information. Ibe first firm as- 
sisted their client's in-house patent agents in preparing 
patent applications. The second firm did not prosecute 
their client's patent applications, but prosecuted patents 
for other clienta in the same subject matter. Amorphous 
Metal at 1 n.2. Complainant argued that these firms 
could not possibly respect the protective order and still 
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zealously prosecute the patent applications. 

The International Trade Commission allowed both 
firms to gain access to the coniidentia] infonnation. The 
Commission based its decision upon the following fac- 
tors; an in-housc/outside counsel distinction, faith in 
the attorneys ability to respect the protective order while 
[*8] pursuing future patent prosecutions, the lack of a 
present conflict, and the burden to the clients if the at- 
torney's were disqualified from the litigation. While 
Amorphous Metal formulates and addresses the impor- 
tant issues present in this dispute, the Court declines 
to reach the Conmiission's result. To some extent this 
is due to factual differences between Amorphous Metals 
and the present case, but to some extent the Court simply 
disagrees with and declines to follow the Commission's 
reasoning. 

"The goals of full disclosure of relevant information 
and reasonable protection against economic injury 'are 
in tension and each must be fairly balanced against the 
other.*" Safe Flight, 682 E Supp. at 23 (quoting E.L 
Du Pant de Nemours & Company v. Phillips Petroleum 
Company, 219 US.RQ, 37 (D. Del. 1982) (Latchum, 
J.)). After carefully weighing the relevant factors, which 
are discussed below, the Court holds that the DS&M at- 
torneys who have received confidential information from 
Motorola under the protective order shall not prosecute 
any ITC patent applications relating to the broad subject 
matter of the patents m suit during the pendency of this 
case and until one year [*9] after the conclusion of the 
present litigation, including appeals. 

A. The In-house/Outside Counsel Distinction 

In their letter and at argument, Counsel for ITC present 
the Court with a general rule: courts split on whether in- 
side counsel may receive confidential infonnation while 
at the same time continue to prosecute patente, but out- 
side counsel are always able to do both. In Amorphous 
Metal, the Commission gave its reasons for viewing in- 
house counsel differently from outside coimscl: 

Traditionally and in the instant investigation, in-house 
counsel have been excluded from protective orders not 
because of an inherent untrustworthiness, but because 
of their close ties with the corporate client. Although 
in-house counsel serve as legal advisors, their enq)loy- 
ment often intimately involves them in the management 
and operation of which they are a part. The two roles 
of legal advisor and corporate official will often merge; 
when ihty do, the efficacy of the protective order is 
greatly diminished. Furthermore, because they are in 
regular contact with technical personnel, in-house coun- 
sel are in a significantly different position with regard 



to opportunities for inadvertent [*10] transmission of 
confidential information than are outside counsel. 

Amorphous Metal at 5. 

The Court declines to rest its decision upon a bright- 
Ime distinction between "in-house" and "outside" coun- 
sel. Access to confidential information "should be de- 
nied or granted on the basis of each individual coun- 
sel's actual activity and relationship with the party r^ 
resented, without regard to whether a particular coimsel 
is in-house or retained." US, Steel Corp, v. United 
States, 730 E2d 1465, 1469 (Fed, Cir, 1984), U.S. 
Steel was decided eight months after the Commission's 
opinion in Amorphous Metal, and involved a CTT deci- 
sion which had relied upon a bright-line distinction to 
deny in-house counsel access to confidential informa- 
tion. The Federal Circuit held that "status as in-house 
counsel caimot alone create that probability of serious 
risk to confidentiality and cannot therefore serve as the 
sole basis for denial of access." US, Steel, 730 E 2d at 
1469, 

The critical inquiry is whether the attorney in ques- 
tion is in a position that creates a high risk of inadver- 
tent disclosure. In discussing access for in-hoiise coun- 
sel, courts look for involvement in competitive [*11] 
decision making or scientific research in determining 
whether an individual would have a difficult time com- 
partmentalizing his knowledge. Carpenter Tedmology 
Corp, V, Armco, Inc, 132 F,R,D, 24, 27-28 (E,D, 
Pa, 1990) (granting access to one individual and deny- 
ing access to another individual based upon involvement 
in competitive decision making and scientific research); 
IJ,S, Steel Corp, v. United Stales, 730F,2d 1465, 1468 
(Fed, Cir, 1984) (discussing the need to retam out- 
side counsel to gain access to confidential infonnation 
if in-house counsel is involved in competitive decision 
making). These are activities which define the scope and 
emphasis of a client's research and development efforts. 
The process of prosecutmg patent applications also in- 
volves decisions of scope and emphasis, as was argued 
by Mr, Krupka at the September 28 hearing: "Hieycan 
make the claims read on new products and new direc- 
tions where we project sales to be most critical. And 
they can forget about the ones that relate to prxxiucts 
that are going to die." D.I. 86, at 126. n3 

n3 Amorphous Metal did not address this aspect 
of the patent prosecution process. The Commission 
was satisfied that no danger existed because the out- 
side counsel had no direct contact with the client's 
technical personnel. Amorphous Metal at 6. 
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[♦12] 

Moreover, this court has inched in the past that pros- 
ecution of patents could be grounds for denying access. 
In Safe Flight Instrument Corp. v. Sundstrand Data 
Control Inc, 682 E Supp, 20 (D. Del 1988) (Roth. 
I), the Court denied plaintiffs request that defendant's 
in-house counsel be denied access: "The defendant has 
represented to this Court that iu in-house counsel nei- 
ther conduct scientific research nor prosecute patents. 
These attorneys simply do not face [plaintifTs presi- 
dent's] prospect of havmg to distil one's own thoughts 
from a competitor's thou^ts during the course of future 
. . . work." n4 Id. The court also relied upon the fact 
that defendant's in-house counsel would be segregated to 
avoid 'the possibility of conscious or unconscious abuse 
of confidential information." Id, at 23. 

n4 The Court had previously denied Plaintiffs re- 
quest that Plaintiffs President be granted access be- 
cause of the President's heavy involvement in re- 
search and decision making. Safe Flight, 682 R 
Supp. at 22. 

[*13] 

There can be no question that DS&M attorneys who 
receive confidential information and then later prosecute 
patents will have to distil and compartmentalize the con- 
fidential knowledge they have gained. The inquiry must 
shift, therefore, to the dangers of inadvertent disclosure 
and the possible protections that may exist against such 
disclosure. 

B. Inadvertent Disclosure 

DS&M attorneys are prosecuting patents that are di- 
rectly at issue in the present litigation. DS&M docs not 
deny that it is theoretically possible for them to abuse 
the confidential information received, but argue that they 
understand their ethical duty and will act in conformance 
with it. The Conunission adopted this position in In re 
Certain Amorphous Metal Alloys. No. 337-TA-143, at 3 
(U.S.I.T.C. 1983): "In the event that a conflict is posed 
as a result of knowledge gained under a protective order, 
we would expect that counsel would refer the matter to 
other counsel. We therefore believe that it is appropri- 
ate to presume that respondents' counsel will respect the 
integrity of the confidential information released under 
a protective order. " 

The Court does not question the ethics of the DS&M 
attorneys, [♦M] nor docs it doubt that DS&M attorneys 
would respond appropriately if a conflict were "posed" 
to them. The issue is not deliberate disclosure, how- 



ever, but inadvertent disclosure. In Safe Flight, the 
Court denied Plaintiffs President access to defendant's 
confidential information because of the dangers posed 
by inadvertent disclosure. "Acceptmg that [plaintiffs 
president] is a man of great moral fiber, we nonethe- 
less question his human ability during future years of 
research to separate the applications he has extrapolated 
from [defendant's] documents from those he develops 
from his own ideas. " S<fe Flight, 682 F Supp. at 22, 

"Inadvertence, like the thief-in-the-night, is no re- 
specter of its victims. Inadvertent or accidental disclo- 
sure may or may not be predictable. To the extent that it 
may be predicted, and cannot be adequately forestalled 
in the design of a protective order, it may be a factor in 
the access decision." US. Steel Corp., 730F.2dat 1468. 
DS&M is currently prosecuting applications relating to 
the veiy patents at issue in this litigation. Attorneys who 
were to view Motorola's voluminous confidential infor- 
mation and then later prosecute the [*15] patents would 
have to constantly challenge the origin of every idea, 
eveiy spark of genius. This would be a sisyphean task, 
for as soon as one idea would be stamped "untainted", 
another would come to mind. The level of introspection 
that would be required is simply too much to expect, no 
matter how intelligent, dedicated, or ethical the DS&M 
attorneys may be. 

C Hardship to Client 

Courts have also considered the hardship to the client if 
coimsel is disqualified or restricted in some maimer. Sec 
U.S. Steel Corp. v. United States, 730 F. 2d 1465, 1469 
(Fed. Cir. 1984) ("forcing USS to rely on newly re- 
tained counsel would create an extreme and imnecessaiy 
Safe Flight Instrument Corp. v. Sundstrand 
Data Control, 682 F Supp. 20, 22 (D. Del. 1988) 
(denying access to Plaintiffs president would not un- 
duly hamper plaintiH* ability to assess litigation); In re 
Certain Amorphous Metal Alloys, No. 337-TA-143, at 
3 (U.S.I.T.C 1983) ("disqualification imposes too great 
a burden on respondents in this case"). ITC has urged 
the Court to consider the cost it will incur if DS&M's 
representation is limited in any way. See Dil. 86, at 
110 (representations by Mr. [♦ 1 6] Bove regarding ITC's 
concern regarding costs), FTC's hardship is certainly a 
factor to be balanced against Motorola's need to protect 
its confidential information, but it is just one factor. 

It is important to note that DS&M has not been prose- 
cuting these particular FTC patent applications for a long 
period of lime. This is not a situation where a client de- 
cided that it would be efficient to retain trial counsel 
who had prosecuted the particular patent in the past. In 
fact, DS&M did not become attorney of recoid for these 



o 



O 
Oh 



^ LEXIS-NEXIS" 

-^^A member cf »he Reed Ehcvicr pk group 




LEXIS-NEXIS* 

-^^A rncmtKr ci ibc Reed Elicvin pk poup 




LEXIS-NEXIS" 



1994 U.S. Dist. LEXIS 20714. *16 



Page? 
LEXSEE 



particular patent applications until one week after the 
filing of Motorola's suit. This creates the appearance 
of a situation where a client felt it would be efficient to 
have trial counsel prosecute the patent application in the 
ftiture. This creates far too great a risk that any effi- 
ciency will be to some extent the result of inadvertent 
use of confidential information. 

This conflict was created by FTC after the initiation 
of litigation, and could have been avoided altogether 
by rrc Under these circumstances, the Court will take 
hardship into account in fashioning its remedy, but does 
not consider the hardship severe enough to deny relief 
altogether. 

[*17] D. Timing of the Remedy 

In Amorphous Metal, the Commission recognized 
that a danger existed, but decided that there was not 
a present conflict, only a mere possibility of future con- 
flict. Amorphous Metals at 8. As a result of this con- 
clusion, the Commission chose not to deny access, but 
rather indicated that it would investigate in the ftiture if 
the complainant could "show that subject matter directly 
related to the confidential information appeared in a 
patent application after release under a protective order. * 
Amorphous Metal at 6 n. 13. In effect, the Commission 
promised to remedy the injuiy after it occurred, while 
complainant was asking the Conunission to prevent the 
injuiy from occurring. Given the voluminous informa- 
tion supplied to date by Motorola under the protective 
order, the ongoing dual role of the DS&M attorneys, 
and the need to closely guard confidential information 
in the patent area, this Court believes a conflict exists at 
the present time and will act to prevent the possibility 
of injuiy to Motorola. 

E. Scope of the Remedy 

All DS&M attorneys or employees who have received 
confidential information from Motorola under the pro- 
tective order [* 18] in this case shall not prosecute any 
patent application for ITC relating to the broad subject 
matter of the patents in suit during the pendency of this 
case and for one year after the conclusion of this litiga- 
tion, including appeals. 

This remedy is broad enough to protect Motorola's 
confidential information, yet seeks to minimize the hard- 
ship to both rrc and DS&M. The prohibition applies 
only to rrc patent applications that are the subject mat- 



ter of this litigation, not all rrc patent applications. The 
prohibition applies only to patent prosecutions for nC, 
not for all other clients. n5 Finally, there is a time 
limit on the prohibition similar to the limit requested by 
Motorola for the CDC attorneys. See D.I. 69. 



n5 The Court presumes that DS&M's ethical duty 
to its client, nC, would prevent DS&M ftt)m prxjse- 
cuting patent applications for other clients that are 
of similar subject matter as TTC's patents in this 
case. TTierefore, Motorola's confidential informa- 
tion should not be threatened by any representation 
of a third party which DS&M may undertake. 

[*19] 

DS&M has represented that to date, only Mr. 
D*Amico has worked on patent application matters and 
then subsequently reviewed confidential information. 
See D'Amico Affidavit. Because he has had access 
to Motorola's confidential information, he is subject to 
the Court's prohibition. Going forward, DS&M shall 
set up a Chinese ^1 to separate the JTC patent appli- 
cation attorneys from the Motorola litigation attorneys 
who have received confidential information. This shall 
ensure that, with the exception of Mr. D'Amico, JTC 
shall continue to receive the same services from the same 
DS&M attorneys that ITC has received in the past. 

ORDER 

NOW, THEREFORE, for all the reasons stated by 
the Court in its Memorandum Opinion of December 19 
1994, rr IS ORDERED that: 

1. The protective order, Docket Item 35, shall be 
amended to provide that any Dickstein, Shapiro & Morin 
("DS&M") attorneys who have received confidratial in- 
formation from Motorola under the protective order shall 
not prosecute any IntcrDigital Technology Corporation 
patent applications relating to the broad subject matter 
of the patents in suit during the pendency of this case and 
until one year after the conclusion [*20] of the prtssent 
litigation, including appeals. 

2. DS&M shall set up a Chinese wall to ensure that 
the Court's order is effectively enforced. 

Joseph J. Longobardi, D J, 

12/19/94 
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Not Reported in F.Supp. 

(Cite as: 1996 WL 269495 (E.D.Pa.)) 

Jack A. ROUNICK and Noreen A. 
Rounick, Plaintiffs 

V. 

FIREMAN'S FUND INSURANCE CO. OF 
WISCONSIN, Defendant 

No. CIV. A. 95-7086. 

United States District Court, E.D. 
Pennsylvania. 

May 20, 1996. 

MEMORANDUM AND ORDER 

KELLY 

*1 Presently before the Court is Defendant's 
Motion for Admission of Counsel Pro Hac Vice 
and Plaintiffs' Response. For the reasons set 
forth below, the Motion will be granted. 

Plaintiffs seek to recover for property losses 
under an insurance policy. Plaintiffs claim, 
among other things, that Defendant acted in 
bad faith by wrongftilly failing to provide 
coverage. Defendant coxinters that Plaintiffs 
are not entitled to coverage under the policy 
because, by failing to cooperate with the 
investigation of the claims, Plaintiffs have not 
complied with the conditions of the policy. 

In the instant Motion, Defendant moves for 
the admission pro hac vice of Franklin Tell, 
Esquire, a partner in the law firm retained by 
Defendant to represent it in the investigation 
of these claims. Plaintiffs oppose the 
admission of Mr. Tell. Plaintiffs argue that 
Mr. Tell was actively involved in the 
investigation of Plaintiffs' claims, in that he 
deposed Plaintiff Jack A. Rounick and 
reviewed financial records of Mr. Rounick. 
Based on this involvement, Plaintiffs assert 
that Mr. Tell is an important witness to both 
Plaintiffs and Defendant and, therefore, that 
he should not be permitted to represent 
Defendant. 

Rule 3.7(a) of the Rules of Professional 
Conduct; adopted in this Coxirt pursuant to 
Local Rule of Civil Procedure 83,6(IVXB), 
provides that "[a] lawyer shall not act as 
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advocate at a trial in which the lawyer is 
likely to be a necessary witness." The Rule 
does not preclude a lawyer from representing 
a client when the lawyer will likely be a 
necessary witness; it only prevents the lawyer 
from serving as an "advocate at a trial" in 
such a case. Caplan v. Braverman, 876 
F.Supp. 710. 711 (E.D.Pa. 1995). Thus, 
nothing in Rule 3.7 prohibits Mr. Tell from 
representing Defendant during the pre-trial 
and post- trial phases of this litigation. 

To be precluded from acting as trial counsel 
for Defendant, Mr. Tell must be "likely to be 
a necessary witness." A witness is necessary 
if he "has crucial information in his possession 
which must be divulged," Commercial Credit 
Loans, Inc. v. Martin, 590 F.Supp. 328, 335 
(E.D.Pa. 1984); Electronic Lab. Supply Co. v. 
Motorola, No. Civ. A. 88-4494, 1990 WL 
96202, at *2 (E.D.Pa. July 3, 1990). and 
necessity requires more than mere speculation 
that counsel will be req\iired to testify, id. 
The disqualification of a lawyer is generally 
disfavored because it deprives the party of his 
choice of counsel. Hamilton v, Merrill Lynch, 
645 F.Supp. 60, 61 (E.D.Pa. 1986). In the 
instant case, the Court cannot determine at 
this early stage, before discovery is complete, 
whether Mr. Tell is likely to be a necessary 
witness at trial. Therefore, the Court will 
grant Defendant's Motion for the admission of 
Mr. Tell pro hac vice. If Mr. TeU becomes a 
necessary witness, however, he will be barred 
from participating at trial. 

Accordingly, it is hereby ORDERED that 
Defendant's Motion for Admission of Franklin 
Tell, Esquire Pro Hac Vice is GRANTED. 

END OF DOCUMENT 
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Not Reported in F.Supp. 
(Cite as: 1997 WL 330366 (E.D.Pa.)) 

Joseph L. SCHWARTZ 

V, 

INDUSTRIAL VALLEY TITLE 
INSURANCE CO., National Abstract 
Agency, Inc., Richard 
B. Moore, Joseph N. Reilly, and Jerald 
Gardiner 

No. CIV. A. 96-5677. 

United States District Court, E.D. 
Pennsylvania. 

June 5, 1997. 

MEMORANDUM AND ORDER 

SHAPIRO, J 

*1 Joseph L. Schwartz ("Schwartz") filed this 
action in August, 1996, to collect from Richard 
B. Moore ("Moore") on a purchase money 
mortgage, or, in the alternative, to collect the 
value of the mortgage from National Abstract 
Agency, Inc. ("National Abstract") or 
Industrial Valley Title Insiirance Co. ("IVT"), 
National Abstract, in moving to dismiss 
Schwartz's complaint, alleged in part that 
Schwartz had failed to implead his former 
partner, Joseph N. ReUly ("ReiUy"), and 
Jerald Gardiner ("Gardiner"), a notary public. 
The court, granting National Abstract's 
motion to dismiss in part, gave Schwartz leave 
to amend the complaint and join Reilly and 
Gardiner. Schwartz joined Reilly and 
Gardiner as indispensable parties. Before the 
court now are Reilly's motions to disqualify 
Schwartz's counsel, William G. Blasdel, Jr.. 
Esq. ("Blasdel"). and for sanctions under 
F.R.Civ.P. Rule 11 and 28 U.S.C. § 1297. 

I. FACTS 

In June, 1988, Moore and Nicholas Lorimer 
("Lorimer") bought 1434-36 Kater Street 
("Kater Street property") from Schwartz and 
Reilly. Moore and Lorimer agreed to borrow 
$66,000 from Schwartz and Reilly. and to pay 
ten percent (10%) interest in monthly 
installments of 5550; the debt was recorded in 
a note and a purchase money mortgage. 
Moore and Lorimer paid the monthly interest 
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through April, 1990. but not since then. 
Moore and Lorimer have paid none of the 
principal. 

Schwartz and Reilly had borrowed money 
from Meridian Bank ("Meridian") in 1986. In 
early 1990, Schwartz authorized Reilly to give 
Meridian a security interest in the mortgaged 
Kater Street property or the mortgage interest 
payments due Schwartz and Reilly from Moore 
and Lorimer. Schwartz claims Reilly, acting 
outside the scope of Schwartz's authorization, 
had the Moore/Lorimer mortgage marked 
satisfied in exchange for a new mortgage 
executed by Lorimer in favor of both Schwartz 
and Reilly but assigned to Meridian. This 
transaction took place on February 12, 1990 
without Schwartz's knowledge. 

The February 12, 1990 closing was held at 
the National Abstract office. National 
Abstract prepared the closing documents, 
including: 1) a Mortgage Satisfaction for the 
Moore/Lorimer 1988 mortgage on the Kater 
Street property; 2) a new Mortgage, Bond and 
Warrant on the Kater Street property from 
Lorimer to Schwartz and Reilly; 3) an 
assignment of the new Lorimer Mortgage, 
Bond and Warrant from Schwartz and Reilly 
to Meridian; and 4) an IVT title insurance 
policy naming Meridian as the insured. Both 
the Mortgage Satisfaction and the Assignment - ~ 
to Meridian reqxiired Schwartz's signature. 
Schwartz claims he never signed those 
documents. He did not attend the closing; 
National Abstract did not notify him of the 
closing, or communicate with him in any way. 
He did not receive money for satisfaction of 
the mortgage. 

At the closing, Reilly told the notary pubHc. 
Gardiner, that Schwartz had verbally 
authorized the Mortgage Satisfaction. 
Gardiner did not confirm this authorization 
with Schwartz. Instead, Gardiner witnessed 
and notarized all the documents prepared by 
National Abstract and attested to the 
identities of parties executing the documents, 
including Schwartz. 

•2 Schwartz retained Blasdel on July 16, 
1993, to represent him in Meridian Bank v.' 
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Schwartz; the bank had confessed jud^ent 
against &hwart2 on the 1986 joint loan signed 
by Schwartz and Reilly. A week later, 
Schwartz and Reilly met with Blasdel to 
discuss a possible counterclaim against 
Meridian. Based on that discussion, Reilly 
also retained Blasdel and signed a "Power of 
Attorney/Contingency Fee Agreement" which 
read, in part, 

I ... appoint William G. Blasdel, Jr.. Esquire 
as my true and lawful attorney to act for me, 
and in my name in the matter of my claims 
• arising from the loan documents signed on 
November 13, 1986, the litigation known as 
Meridian Bank v. Joseph L. Schwartz, and 
matters arising subsequently or ancillary 
thereto. I acknowledge the potential conflict 
of interest with the representation of my 
interests and the interests of Joseph L. 
Schwartz, and I waive such conflict of 
interest. 

PI. Answer to Motion to Disqualify Counsel, 
Ex. C (emphasis added). The strategy Blasdel 
devised to defend Meridian Bank v. Schwartz 
included joining ReiDy and "Reilly and 
Schwartz" as third-party defendants. Reilly 
authori2ed Blasdel to accept service and 
appear for him in Meridian Bank v. Schwartz; 
Reilly never paid any fees to Blasdel. The 
Meridian litigation settled May 3, 1994. 

On February 14, 1996, as part of the 
settlement in Meridian Bank v. Schwartz, 
Meridian assigned Schwartz its interest in the 
Kater Street property, subject to the Lorimer 
mortgage. Meridian advised Schwartz that 
the bank never received any payments on the 
Kater Street mortgage. 

Schwartz claims he did not learn of the 
Lorimer mortgage on the Kater Street 
property, and its assignment to Meridian on 
February 12, 1990. until he received a copy of 
the assignment in 1996, even though Lorimer 
listed Schwartz and Reilly as creditors when 
he filed for bankruptcy on August 22, 1990. 
[FNl] In August, 1996, Schwartz filed this 
action against Moore, IVT and National 
Abstract; he claims he is still owed the 
principal and interest on the original Moore/ 
Lorimer^ mortgage because he did not 
authorize its satisfaction. At a January 6, 



1997, hearing on all outstanding motions, the 
court granted in part National Abstract's 
motion to dismiss Schwartzes complaint 
because Schwartz had failed to name two 
indispensable parties. Reilly and Gardiner. 
On January 20, 1997. Schwartz filed an 
amended complaint joining Reilly and 
Gardiner. 

FNl. Lorimer's debts were discharged on March 21, 
1991. 

Reilly then moved to disqualify Blasdel as 
Schwartz's counsel because Reilly, a current or 
former client of Blasders, had not consented to 
Blasdel's representation of Schwartz in 
litigation adverse to his interests. Following 
an evidentiary hearing on Reilly's motion to 
disqualify Blasdel, Schwartz was permitted to 
file a supplemental brief on Blasdel's 
disqualification as a potential witness. On 
April 10, 1997, Reilly also moved for sanctions 
against Blasdel, under F.R.Civ.P. Rule 11 or 
28 U.S.C. § 1927. 

n. DISCUSSION 

1. Disqualification of Plaintiff's Counsel 

*3 Reilly moves to disqualify Blasdel as 
counsel for Schwartz because Blasdel's 
representation violates Pennsylvania's Rules 
of Professional Conduct 1.7 and 1.9. Ah 
attorney's responsibihty to a current client is 
governed by Rxile 1.7: 

(a) A lawyer shall not represent a client if the 
representation of that client will be directly 
adverse to another client, \mless: 

(1) the lav^ryer reasonably believes the 
representation will not adversely affect the 
relationship with the other client; and 

(2) each client consents after consviltation. 

(b) A lawyer shall not represent a client if the 
representation of that client may be 
materially limited by the lawyer's 
responsibilities to another cHent or to a third 
person, or by the lawyer's own interests, 
unless: 

(1) the lawyer reasonably believes the 
representation will not be adversely affected; 
and 

(2) the client consents after full disclosure and 
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consultation. When representation of 
multiple clients in a single matter is 
undertaken, the consultation shall include 
explanation of the implications of the 
common representation and the advantages 
and risks involved. 

Blasdel argues that he never represented 
Reilly, but even if he did, Reilly is a former 
client who consented to Blasdel's adverse 
representation of Schwartz. An attorney's 
responsibility to a former client is governed by 
Rule 1.9: 

A lawyer who has formerly represented a 
client in a matter shall not thereafter 

(a) represent another person in the same or a 
substantially related matter in which that 
person's interests are materially adverse to 
the interests of the former client unless the 
former client consents after full disclosure of 
the circumstances and consultation; or 

(b) use information relating to the 
representation to the disadvantage of the 
former client except as Rule 1.6 would permit 
with respect to a client or when the 
information has become generally known. 
Blasdel argues that Reilly waived any conflict 
of interest when he signed the "Power of 
Attorney/Contingency Fee Agreement" in 
1986 in connection with the Meridian 
litigation. 

The evidentiary hearing on the motion to 
disqualify suggested Blasdel might be called 
as a witness because settlement of the 1993 
Meridian action involved the Kater Street 
property. Rule 3.7(a) of the Rules of 
Professional Conduct provides: 

A lawyer shall not act as advocate at a trial 

in which the lawyer is likely to be a 

necessary witness except where: 

(1) the testimony relates to an uncontested 
issue; 

(2) the testimony relates to the nature and 
value of legal services rendered in the case; 
or *- 

(3) disqualification of the lawyer would work 
substantial hardship on the client. 

ReiUy's' motion to disqualify Blasdel raises 
four questions: a) Did or does Blasdel 
represent ReiDy; b) Is this action 
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substantially related to the Meridian 
litigation; c) Did Reilly consent to Blasdel's 
representation of Schwartz in this matter, and 
d) Is Blasdel likely to be a witness in this 
action. 

a. Blasdel's representation of Reilly 

•4 An attorney-client relationship is formed 
when the client consents to an attorney's 
providing legal services. Committee on Prof. 
Ethics and Grievances of the Virgin Islands 
Bar Ass'n v. Johnson, 447 F.2d 169, 174 (3d 
Cir.1971) Oawyer's suspension from the bar for 
professional misconduct reversed for 
procedural error). An attorney-client 
relationship can be inferred from conduct if 
the client requested legal services and the 
attorney accepted. Stainton v. Tarantino 637 
F.Supp. 1051, 1066 (E.D.Pa.l986) ' (no 
attorney-client relationship where attorney 
performed legal services principally for his 
own benefit although his business partners 
benefitted from his legal work). 
Absent an express contract, an implied 
attorney /client relationship will be found if 1) 
the purported client sought advice or 
assistance from the attorney; 2) the advice 
sought was within the attorney's professional 
competence; 3) the attorney expressly or 
impliedly agreed to render such assistance; 
and 4) it is reasonable for the putative client 
to believe the attorney was representing him. 

Atkinson v. Haug, 424 Pa.Super. 406, 622 
A.2d 983, 986 (Pa.Superl993) (citing 
Sheinkopf v. Stone, 927 F.2d 1259 (1st 
Cir.1991) (attorney acting as an investor had 
not formed an attorney/client relationship 
with a fellow investor). 

Blasdel represented Reilly in the Meridian 
action. He met with Reilly to discuss strategy. 
He entered an appearance on behalf of Reilly, 
and accepted service for Reilly. Reilly agreed 
to and signed a Power of Attorney/ 
Contingency Fee Agreement that expressly 
stated Blasdel was his attorney. Within the 
last year, and as recently as January, 1997, 
Reilly gave Blasdel information pertaining to 
Reilly's business with Schwartz, including 
copies of mortgages and the title report for the 
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Kater Street property. ReiUy considered 
Blasdel his attorney untU Schwartz joined 
ReiUy as a defendant in this action; Reilly 
then secured new counsel. 

It is not necessary to determine Reilly 's 
statxis as a former or current client if BlasdeFs 
representation of Schwartz would violate both 
Rules 1.7 and 1.9. See. e.g., Vanderveer 
Group V, Petruny. In Vanderveer Group, 
TVG's counsel filed an action against MMg! 
TELERx, MMG^s 51% owned subsidiary, was 
^ not a party to the action, but had been 
represented by TVG's counsel until a month 
after the action was filed. When discovery in 
the TVG-MMG action revealed that material 
TVG considered proprietary was being used by 
TELERx, TVG then filed a related action 
against TELERx. TVG's counsel argued its 
prior representation of TELERx did not 
provide it with TELERx confidences material 
to the litigation. The court held that TVG's 
counsel had "gained a greater understanding 
of the general operating procedures of 
TELERx"; this caused a "serious potential for 
conflict of interestf.J" Id. at *6. 
•5 Moreover, even if there is little or no 
danger of a breach of client confidences which 
directly and specifically implicated the issues 
m this litigation, there is still a conflict of 
interest problem inherent in the continued 
representation of TVG in a matter in which 
the interests of TVG and TELERx are 
directly and materially adverse, and such 
conflict exists no matter whether the 
standards of Rule 1.7 or of Rule 1.9 are 
applied. Both Rule 1.7 and Rule 1.9 give 
effect to the overarching principle that an 
attorney owes a duty of loyalty to clients and 
should not be involved in litigation in which 
loyalties to two current clients or to a current 
and a former client are likely to be divided. 
Thus, an attorney should avoid situations in 
which the duty of loyalty to one client might 
be impaired by the equally important duty to 
vigorously represent the other client. 
Vanderveer Group v. Petruny, 1994 WL 
314257 at *7 (E.D.Pa.l994) (counsel 
disqualified as a result of conflicts of interest 
violating both rules). Blasdel Ukewise owed 
Reilly a- duty of loyalty, as a former or a 
cuirent client; there is a conflict of interest 
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under either Rule 1.7 or Rule 1.9. 

b. Relationship to the Meridian litigation 

Schwartz claims that the Meridian litigation 
is separate fi^m, and unrelated to, this action. 
The existence of a substantial relationship is 
determined by: 1) the scope of the prior 
representation; 2) the nature of the prior 
action; 3) and whether relevant confidential 
information might have been disclosed in the 
prior representation. Reading Anthracite Co. 
V. Lehigh Coal & Navigation Co.. 771 F.Supp 
113, 115 (E.D.Pa.l991); INA Underwriters 
Ins. Co. V. Nalibotsky, 594 F.Supp. 1199, 1206 
(E.D.Pa.l984); Tran v. Meyers, 1995 WL 
584374 *2 (E.D.Pa.l995); Rickards v 
CertainTeed Corp., 1995 WL 120231 
(E.D.Pa.l995). There is a substantial 
relationship where "facts pertinent to the 
problems for which the original legal services 
were sought are relevant to subsequent 
litigation." United States Football League v 
National Football League, 605 F.Supp 1448 
1459 (S.D.N.Y.1985); see also, Tran. 1995 WL 
584374 at *2. 

The Meridian litigation related to fluids owed 
the bank by Reilly and Schwartz. That debt 
was originally unrelated to the Kater Street 
property. However, Schwartz authorized 
Reilly to pledge to Meridian payments due 
them under the Moore-Lorimer purchase 
money mortgage on the Kater Street property 
as security for their bank debt. Instead on 
February 12, 1990, the Kater Street Moore- 
Lonmer mortgage was satisfied and a new 
mortgage fi-om Lorimer only was assigned to 
Meridian as collateral for the original Reilly 
and Schwartz loan. Settlement of the Meridian 
litigation involved that 1990 mortgage. Reilly 
gave Blasdel documents pertaining to the 
Kater Street property in connection with the 
settlement. The Meridian litigation, and 
Blasdel's representation of Reilly, are 
substantially related to this litigation. 

c. Reilly's consent to BlasdeFs adverse 
representation of Schwartz 

•6 Schwartz argues that Reilly has waived 
any possible conflict of interest in this action 
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when he consented to the adverse 
• representation in the Meridian action. The 
right to be fully informed about possible 
conflicts of interest cannot be easily waived. 
International Longshoremen's Ass'n., Locai 
Union 1332 v. International Longshoremen's 
Assn., 909 F.Supp. 287, 292 (E.D.Pa.l995) 
(conflict of interest not waived where 
defendant's counsel spoke only to plaintiff's 
counsel and not to plaintiff- directly). 
Attorneys must consult with their clients 
about potential conflicts of interest, and must 
disclose the facts and circumstances 
surrounding the conflicts to such an extent 
that the clients appreciate the significance of 
the conflict." Id. See also, Brennan v 
Independence Blue Cross, 949 F.Supp 305 
308 (E.D.Pa.l996) (no waiver of conflict of 
mterest although defendant could have 
surmised that plaintiff's counsel might 
represent plaintiff against defendant). 

Reilly did consent to Blasdel's representation 
, of Schwartz against ReiUy in the Meridian 
litigation "and matters arising subsequently 
or ancillary thereto." but Reilly consented 
after consulting with Blasdel and learning 
Blasdel's strategy in that litigation. Blasdel 
did not inform Reilly that he would represent 
Schwartz in any future dispute between 
Schwartz and Reilly in connection with the 
1990 closing. Reilly's 1993 consent is 
inadequate to constitute a waiver in this 
litigation. 

d. Blasdel as a likely witness 

Rule of Professional Conduct 3.7(a) prohibits 
an attorney from acting as an advocate in a 
trial where he or she is likely to be called as a 
witness. At this stage of the litigation, it is 
not clear whether Blasdel is Ukely to be a 
witness. It is possible that defendants will 
depose Blasdel to determine his knowledge of 
the February 12, 1990 closing when the 
Meridian litigation was settled. "Nothing in 
Rule 3.7 prevents [an attorney/witness] from 
representing [the client] in all pretrial 
matters, including discovery." Lebovic v 
NigBO. 1997 WL 83735 at * 1 (E.D Pa 1997) 
(motion to disqualify denied without prejudice 
to renew if discovery reveals counsel is likely 
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to be a necessary witness at trial). Blasdel 
would not be disqualified as Schwartz's 
counsel solely because he might be a 
prospective witness unless that prospect would 
^come likely rather than merely possible. 
iFN2] 

FN2. Schwartz fiJed a supplementaJ brief on whether 
Blasdel is a likely witness. Schwartz denies Blasdel 
has any knowledge of the original Lorimcr/Moore 
purchase money mortgage or the 1990 Lorimer 
mortgage assignment to Meridian. Schwartz admits 
that Reilly might call Blasdel as a witness. Schwartz 
suggests the court "grant judgment in favor of 
Defendant Joseph N. Reilly and against Plaintiff 
Joseph L. Schwartz in this matter" on Reilly's 
asserted defense of statute of limitations. PI. Supp. 
Br. Opp. Def, Motion to Disqualiiy Counsel at 3. 
Reilly has not moved for summary judgment on the 
statute of limitations bar. Granting ReiUy judgment 
at this stage of the litigation would be inappropriate 
unless -the complaint faciaUy shows noncompLance 
with the limitations period ..." Oshiver v. Levin, 
Fishbein, Sedran & Berman, 38 F.3d 1380, 1384 n. 
1 {3d Cir.1993). Schwartz aUeges in the complaint 
and amended complaint diat he did not know of the 
Febrtiaiy 12, 1990 closing untU 1996. If there is a 
statutory bar. it would appear to apply to all 
defendants. There is no reason for the court sua 
sponte to grant judgment solely in Reilly's favor. 

2. Reilly's Motions for Sanctions 

Reilly moves for sanctions against Blasdel 
under F.R.Civ.P. Rule 11 and 28 U.S.C. § 

a. Rule 11 
Rule 11(b) provides: 

By presenting to the court (whether by 
signing, filing, submitting, or later 
advocating) a pleading, written motion, or 
other paper, an attorney ... is certifying that 
to the best of the person's knowledge 
information, and belief, formed after aii 
inquiry reasonable under the circumstances,-- 

•7 (1) it is not being presented for any 
improper purpose, such as to harass or to 
cause unnecessary delay or needless increase 
m the cost of litigation; 
(2) the claims, defenses, and other legal 
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contentions therein are warranted by existing 
law or by a nonfrivolous argument for the 
extension, modification, or reversal of 
existing law or the establishment of new law; 

(3) the allegations and other factual 
contentions have evidentiary support or if 
specifically so identified, are likely to have 
evidentiary support after a reasonable 
opportunity for further investigation or 
disco veiy; and 

(4) the denials of factual contentions are 
warranted on the evidence or, if specifically 
so identified, are reasonably based on a lack 
of information or belief 

In Cooter & Gell v. Hartmarx Corp. the 
Supreme Court held: 

Determining whether an attorney has 
violated Rule 11 involves a consideration of 
three types of issues. The court must 
consider factual questions regarding the 
nature of the attorney's prefiling inquiry and 
the factual basis of the pleading or other 
paper. Legal issues are raised in considering 
whether a pleading is "warranted by existing 
law or a good faith argument" changing the 
law and whether the attorney's conduct 
violated Rule 11. Finally, the district court 
must exercise its discretion to tailor an 
appropriate sanction." 
Cooter & Gell v. Hartmarx Corp., 496 U S 
f?^J^^,^ 2447. 110 L.Ed.2d 359 

(1990) (Court upheld Rule 11 sanctions 
imposed after involuntary dismissal). Rule 11 
sanctions may reimburse the moving party for 
• the expense of litigating those pleadings that 
violated Rxile 11. Id. at 406. 

ReiUy moves for imposition of sanctions 
because Blasdel. in "Answer of Plaintiff 
Schwartz to Motion to Disqualify Counsel " 
demed he had represented Reilly in the 
Meridian action. "On the contrary, Attorney 
Blasdel was an adversarial counsel against 
Reilly. and did not represent ReUly in 
Meridian v. Schwartz." PI. Ans. to Motion to 
psqualify Counsel. 1 5. Blasdel had an 
insufficient factual basis for claiming he never 
represented Reilly in the Meridian litigation- 

u',?^'^,?*'^'^ ^ appearance on 
Redly s behalf in Meridian and had obtained 
ReiUys signed "Power of Attorney/ 
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Contingency Fee Agreement" appointing 
Blasdel as his attorney and waiving any 
conflict of interest that might arise under Rule 
1.7. Blasdel's bald assertion, both in 
pleadings and at the hearing on Reilly's 
motion to disqualify, that he had not 
represented Reilly in the Meridian litigation 
was a violation of Rule 11. [FN3J 

FN3. Schwartz now claims there was no paitnerehip 
or joint venture called "ReOly and Schwam." In 
Schwartz's answer to the motion to disqualiiy him, 
Blasdel asserts, "REILLY AND SCHWARTZ is a 
non-existent entity referred to in several Meridian 
documents as the legal partnership of Schwartz and 
Reilly doing business wifli the bank, and as the 
actual debtor on flie 1986 Meridian loan." PI. Ans. 
to Motion to Disqualify Counsel, n. 1. But 
appended to Schwartz's answer is the "Complaint of 
Defendant Joseph L. Schwartz Against Additional 
Defendants Joseph Reilly, ReiUy and Schwartz, and 
David C. Bragg" from the Meridian litigalioii; it 
states, "Additional Defendant REILLV AND 
SCHWARTZ is a Pennsylvania partnership with it's 
IsicJ sole place of business at 1614 Naudain Street 
Philadelphia, PA, 19107, and is a citizen of the 
Commonwealth of Pennsylvania." PI. Ans. to 
Motion to Disqualify Counsel, Ex. C at ^ 2. 
Having asserted the existence of the partnership in 
prior Utigation, Schwartz is judicially estopped from 
suting that Reilly and Schwartz is a "non-existent 
entity- or that they were never partners. See. 
McCarron v. Federal Dep. Ins. Corp.. Ill F 3d 
1089 Pd Cir.1997); Government of the Virgin 
Islands V. Paniagua, 922 F.2d 178. 183 (3d 
Cir.1990); Murray v. Silberstein, 882 F.2d 61 66 
(3d Cir.1989) ("the law of this circuit bar' (sj 
switches of position of this kind"); Oneida Motor 
Freight, Inc. v. United Jersey Bank. 848 F.2d 414 
419 (3d Cir.1988). Judicial estoppel "preventtsj a 
party from playing 'fast and loose' with courts by 
asserting contradictory positions." McCarron, 111 
F.3d at 1097. citing United States v. Vastou' 989 
F.2d 1318, 1324 (3d Cir.1993). 
TTiese contradictory assertions, appearing in the main 
body and appendix of the same filing, may constitute ■■ 
ftirther violation of Rule 11. Reilly did not include 
this particular contradiction in his motion for 
sanctions. Without notice to the plaintiff, the court 
cannot impose Rule 11 sanctions. Jones v 
Pittsburgh Nafl Corp.. 899 F.2d 1350. 1357 (3d 
Cir.1990) (Prior to sanctioning an attorney, a court 
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must provide the party with notice of and some 
oppominity to respond to the charges.). The court 
will not sanction Blasdel for this, but Schwam and 
any substitute counsel he obtains may not assert the 
nonexistence of the partnership. 

In Schwartz's answer to Reilly's motion to 
disqualify, Blasdel asserted two other bases 
for the denial of the motion: 1) the Meridian 
litigation was not substantiaUy related to the 
instant action, and 2) ReiUy waived his 
objectjons to any conflict of interest by signing 
the Power of Attorney/Contingency Fee 
Agreement." These assertions, while 
erroneous, did not violate Rule 11 per se. An 
appropriate measure for sanctions is "those 
expenses directly caused by the imprx)per 
filing. Waltz V. County of Lycoming. 974 
F.2d 387, 390 (3d Cir.1992). Here it is the 
attorney's fees charged ReiUy for responding 
to Blasdel's claim he never represented Reilly. 

b. 28 U.S.C. § 1927 

■ '8 Reilly has moved to sanction Blasdel 
under 28 U.S.C. § 1927, which provides- 
Any attorney or other person admitted to 
conduct cases in any court of the United 
States or any Territory thereof who so 
multiplies the proceedings in any case 
unreasonably and vexatiously may be 
required by the court to satisfy personally the 
excess costs, expenses, and attorneys' fees 

because of such conduct. 
ITJhe principal purpose of imposing sanctions 
under 28 U.S.C. § 1927 is 'the deterrence of 
intentional and unnecessary delay in the 
proceedings.' " Zuk v. Eastern Pennsylvania 
Psychiatric Inst, of the Med. Coll of 
Pennsylvania, 103 F.3d 294, 297 (3d Cir 1996) 
quoting Beatrice Foods Co. v. New England 
ftmting and Lithographing Co., 899 F2d 
1171, 1177 (Fed.Cir.1990). Section 1927 
requires a showing of bad faith. Jones v 
Io«^^ National Corp., 899 F.2d 1350! 
1358 (3d Cir. 1990). 

Schwartz did not name ReiUy in the original 
complaint, but Schwartz's complaint against 
the x>nginal defendants would have been 
dismissed without joinder of additional 
indispensable parties. [FN4] Blasdel should 



have infonned the court of his potential 
conflict of interest when the court heard 
defendants' motion to dismiss for failure to 
join an indispensable party. His denial that 
he represented ReiUy in the Meridian 
Utigation, in pleadings and at the hearing on 
KeUfy s motion to disquaUfy counsel, is hard 
to understand. His motive may have been to 
preserve his client's action against the 
original defendants, but his action is 
unacceptable. Blasdel acted in bad faith by 
denying his prior representation of Reilly 
Had he admitted the potential conflict of 
mterest to the court at the original hearing 
Schwartz could have obtained new counsel 
sooner, ReUly would not have moved for 
Blasdel's disqualification, and the litigation 
would have proceeded more expeditiously. 
Blasdel is subject to sanctions under 28 U S C 
§ 1927. ■ ■ ■ 

FN4. In fact, to avoid the confUct of interest in 
attorney Blasdel's representation, he is wilUng to 
have judgment entered in favor of Reilly in the 
amended action. There is no indication the other 
defendants, who insisted Reilly was an indispensable 
party, would agree. 

Alternative sanctions under 28 U.S.C § 1927 
should also be limited to the excess costs and 
attorneys' fees incurred as a result of the 
sanctioned conduct. 

An appropriate order follows. 

ORDER 

AND NOW. this 4th day of June, 1997, upon 
consideration after notice and hearing it is 
ORDERED that: 

1. Defendant ReiUy's motion to disqualify 
counsel is GRANTED and WiUiam G. Blasdel, 
Jr. Esq. may not represent Joseph l' 
Schwartz, plaintiff" in this action; 

2. ReiUy's motion for sanctions against 
attorney Blasdel tinder Rule 11 is GRANTED; 

3. ReiUy's alternative motion for sanctions 
against attorney Blasdel under 28 U S P « 
1927 is GRANTED; i 
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4. Reilly may submit a verified fee petition 
within ten (10) days for excess costs and 
attorney's fees incurred as a residt of Blasdel's 
claim that he never represented him; 

5. This action shall be placed in 
ADMINISTRATIVE SUSPENSE for thirty 
(30) days to allow plaintiff Schwartz to obtain 
substitute counsel. Schwartz or new counsel 
shall inform the court on or before July 7, 
1997, of the status of this action. 

END OF DOCUMENT 
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Joseph L. SCHWARTZ 

V. 

INDUSTRIAL VALLEY TITLE INSURANCE CO., 
NaticMial Abstract Agency, Inc., Richard 
B. Moore, Joseph N. Reilly, and Jerald Gardiner 

No. CIV. A. 96-5677. 

United States District Court, E.D. Pennsylvania. 

Junes, 1997. 

MEMORA>JDUM AND ORDER 

SHAPIRO, J. 

* 1 Joseph L. Schwartz ("Schwartz") filed this action in 
August, 1996, to collect fix)m Richard B. Moore 
("Moore") on a purchase money mortgage, or, in the 
alternative, to collect the value of the mortgage fitwn 
National Abstract Agency, Inc. ("National Abstract") or 
Industrial Valley Title Insurance Co. ("IVT"). National 
Abstract, in moving to dismiss Schwartz's complaint, 
alleged in part that Sdiwartz had failed to implead his 
former partner, Joseph N. Reilly ("Reilly"), and Jerald 
Gardiner ("Gardiner"), a notary pubhc. The court, 
granting National Abstract's motion to dismiss in part, 
gave Schwartz leave to amend the complaint and join 
Reilly and Gardiner. Schwartz joined Reilly and 
Gardiner as indispensable parties. Before the court 
now are Reilly's motions to disqualify Schwartz's 
counsel. William G. Blasdel, Jr., Esq. ("Blasdel"), and 
for sanctions under F.R.Civ.P. Rule 1 1 and 28 U S C § 
1297. 

I. FACTS 

In June. 1988, Moore and Nicholas Lorimer 
("Lorimer") bought 1434-36 Kater Street ("Kater Street 
property") fi-om Schwartz and Reilly. Moor« and 
Lorimer agreed to borrow $66,000 fit>m Schwartz and 
Reilly, and to pay ten percent (10%) interest in mcHithly 
instalhnents of $550; the debt was recorded in a note 
and a purchase money mortgage. Moore and Lorimer 
paid the monthly interest through April, 1990, but not 
since that Moore and Lorimer have paid none of the 
principal. 

Schwartz and Reilly had borrowed money fr<Mn 
Meridjaa Bank ("Meridian") in 1986. In early 1990, 
Schwartz authorized Reilly to give Meridian a security 
interest in the mortgaged Kater Stre^ property or the 
mortgage interest payments due Schwartz and Reilly 




fit)m Moore and Lorimer. Schwartz claims Reilly, 
acting outside the scope of Schwartz's authorization, 
had the MoGre/Lorimcr mortgage marked satisfied m 
exchange for a new mortgage executed by Lorimer b 
favor of both Schwartz and Reilly but assigned to 
Meridian. This transaction took place on February 12, 
1 990 without Schwartz's knowledge. 

The February 12. 1990 closing was held at the 
National Abstract oflBce. Naticmal Abstract prepared 
the closing documents, iiKluding: 1) a Mortgage 
Satisfaction for the Moore/Lorimer 1988 mortgage on 
the Kater Street property, 2) a new Mwtgage, Bond 
and Warrant on the Kater Street property fixra Lorimer 
to Schwartz and Reilly; 3) an assignment of the new 
Lorimer Mortgage. Bond and Warrant from Schwartz 
and Reilly to Meridian; and 4) an IVT title insurance 
policy naming Maidian as Ae insured. Both the 
Mortgage Satisfaction and the Assignment to Meridian 
required Schwartz's signature. Schwartz claims be 
never signed those documents. He did not attend the 
closing; National Abstract did not notify him of the 
closing, or communicate with him in any way. He did 
not receive money for satisfacticm of the motgage. 

At the closing, Reilly told the notary public, Gardiner, 
that Schwartz had verbally authorized the Mortgage 
Satisfaction. Gardiner did not confirm this 
authorization with Schwartz. Instead, Gardiner 
witnessed and notarized all the documents prepared by 
National Abstract and attested to the identities of 
parties executing the documents, including Schwartz. 

*2 Schwartz retained Blasdel oo July 16. 1993, to 
represent him in Meridian Bank v. Schwartz; the bank 
had confessed judgment against Schwartz on the 1986 
joint loan signed by Schwartz and Reilly. A week later, 
Schwartz and Reilly met with Blasdel to discuss a' 
possible counterclaim against Meridiaa Based on that 
discussion, Reilly also retained Blasdel and signed a 
TowCT of Attorney/Contingency Fee Agreement" 
which read, in part, 
I ... appoint William G. Blasdel, Jr., Esquire as my 
true and lawful attorney to act for me, aixi in my name 
in the matter of my claims arising torn the loan 
documents signed on Novonbcr 13, 1986, the 
litigation known as Meridian Bank v. Joseph L. 
Schwartz, and matters arising subsequently or 
ancillary thereto. I acknowledge the potential conflict 
of interest with the representation of my interests and 
the interests of Joseph L. Schwartz, and I waive sudi 
conflict of interest 

PL Answer to Motion to Disqiialify Coimsel, Ex. C 
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(emphasis added). The strategy Blasdel devised to 
defend Meridian Bank v. Schwartz included joining 
RciUy and "Reilly and Schwartz" as third-party 
defendants. Reilly authorized Blasdel to accept service 
and appear for him in Meridian Bank v. Schwartz; 
Reilly never paid any fees to Blasdel. The Meridian 
litigation settled May 3, 1994. 

On February 14, 1996, as part of the settlement in 
Meridian Bank v. Schwartz. Meridian assigned 
Schwartz its interest in the Kater Street property, 
subject to the Lcrimff mortgage. Meridian advised 
Schwartz that the bank never received any payments on 
the Kater Street mortgage. 

Schwartz claims he did not learn of the Lorimer 
mortgage on the Kater Street property, and its 
assignment to Meridian on February 12. 1990. until he 
received a copy of the assignment in 1 996, even thou^ 
Lorimer listed Schwartz and Reilly as creditors when 
he filed for bankruptcy an August 22, 1990. [FNl] In 
August, 1996, Schwartz filed this action against 
Moore. I VT and National Abstract; he claims he is still 
owed the principal and interest on the original Moore/ 
Lorimer mortgage because he did not authorize its 
satisfaction. At a January 6, 1997, hearing on all 
outstanding motions, the court granted in part National 
Abstract's motion to dismiss Schwartz's complaint 
because Schwartz had failed to name two indispensable 
parties, Reilly and Gardiner. On January 20, 1997, 
Schwartz filed an amended complaint joining Reilly 
and Gardiner. 

FNl. Lorimci's debts were discharged on March 21, 
1991. 

Reilly then moved to disqualify Blasdel as Sdiwartz's 
counsel because Reilly, a current or former client of 
Blasdel's, had not consented to Blasdel's representation 
of Schwartz in litigation adverse to his interests. 
Following an evidentiary hearing on Reilly^s motion to 
disquaUfy Blasdel. Schwartz was permitted to file a 
si^plemental brief <m BlasdeFs disqxialification as a 
potenUal witness. On April 10, 1997, ReiUy also 
moved for sanctions against Blasdel, under F.R.Civ P 
Rulell or28U.S.C. § 1927. 

n. DISCUSSION 

1- Disqualification of Plaintiffs Counsel 

•3 Reilly moves to disqualify Blasdel as counsel for 
Schwartz because Blasdel's represenUtion violates 



Pennsylvania's Rules of Professional Conduct 1.7 and 
1 .9. An attorney's responsibility to a current client is 
governed by Rule 1.7: 

(a) A lawyer shall not represoit a client if the 
representaticH} of that client will be directly adverse to 
another cUent, unless: 

(1) the lawyer reasonably believes the representaticm 
will not adversely affect the relationship with the 
other client; and 

(2) each client craisents after consultation. 

(b) A lawyer shall not represent a cliait if the 
representation of that client may be materially limited 
by the lawyer's re^xmsibililies to another client or to 
a third person, or by the lawyer's own interests, 
unless: 

(1) the lawyer reasonably believes the representation 
will not be adversely affected; and 

(2) the client consents after lull disclosure and 
consultation. When representation of multiple clients 
in a single matter is undertaken, the consultation shall 
include oqjlanation of the imphcations of the 
common representation and the advantages and risks 
involved. 

Blasdel argues that he never represented Reilly, but 
even if he did, Reilly is a former client who consented 
to Blasdel's adverse representation of Sdiwartz. An 
attorney's responsibility to a former client is governed 
by Rule 1.9: 

A lawyer who has formerly represented a client in a 
matter shall not thereafter: 

(a) represent another person in the same or a 
substantially related matter in which that person's 
interests are materially adverse to the interests of the 
former client unless the former client consents after 
fiill disclosure of the circumstances and consultotion; 
or 

(b) use information relating to the representation lo 
the disadvantage of the fcMma- client except as Rule 
1.6 would permit with respect to a client or when the 
information has become generally known. 

Blasdel argues that Reilly waived any conflict of 
interest when he signed the Tower of Attorney/ 
Contingency Fee Agreement" in 1986 in connection 
with the Meridian litigatioa 

The evidentiary hearing on the motion to disqualify 
suggested Blasdel might be called as a witness because 
settlement of the 1993 Meridian action involved the 
Kata^ Stre^ propaly. Rule 3.7(a) of the Rules <rf 
Professional Conduct provides: 
A lawyer shall not act as advocate at a trial in which 
the lawyer is likely to be a necessary witness except 
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where: 

(1 ) the testimony relates to an uncontested issue; 

(2) the testimony relates to the nature and value of 
legal services rendered in the case; or 

(3) disqualification of the lawyer would work 
substantial hardship on the client 

Reill/s motion to disqualify Blasdel raises four 
questions: a) Did or does Blasdel represent Reilly; b) 
Is this action substantially related to the Meridian 
litigadon; c) Did Reilly consent to Blasdel's 
representation of Schwartz in this matter, and d) Is 
Blasdel likely to be a witness in this action. 

a. Blasdel's representation of Reilly 

*4 An attom^-client relationship is formed when the 
client consents to an attorney's providing legal services. 
Committee on Prof. Ethics and Grievances of the 
Virgin Islands Bar Ass'n v. Johnson, 447 F.2d 169. 
174 (3d Cir.1971) Gawyer's susj)ension fi-om the bar 
for professional misconduct reversed for procedural 
error). An attorney-client relationship can be inferred 
fix)m conduct if the client requested legal services and 
the attorney accepted. Stainlon v. Tarantino, 637 
F.Supp. 1051, 1066 (EJ:).Pa.l986) (no attomey^lient 
relationship where attorney perfumed legal services 
principally for his own braefit although his business 
partners benefitted from his legal work). 
Absent an express contract, an implied attorney/client 
relationship will be found if 1) the purported client 
sought advice or assistance from the attorney; 2) the 
advice sought was within the attorney's professional 
competence; 3) the attorney expressly or impliedly 
agreed to render such assistance; and 4) it is 
reasonable for the putative client to believe the 
attorney was representing him. 
Atkinson v. Haug, 424 Pa.Super. 406, 622 A.2d 983. 
986 (Pa.Super.l993) (citing Sheinkopf v. Stone, 927 
F.2d 1259 (1st Cir.1991) (attorney acting as an 
investor had not formed an attorney/client relationship 
with a fellow investCM"). 

Blasdel represented Reilly in the Meridian action. He 
met with Reilly to discuss strategy. He entered an 
appearance on behalf of Reilly, and accepted sCTvice 
for Reilly. Reilly agreed to and signed a Power of 
Attorney/Contingency Fee Agreement that expressly 
stated Blasdel was his attorney. Within the last year, 
and a^jcccntly as January, 1997, Reilly gave Blasdel 
information pertaining to Rcilly*s business with 
Schwartz, including copies of mortgages and the title 
report for the Kater Street property. Reilly considered 



P«ge3 



Blasdel his attorney until Schwartz joined Reilly as a 
defendant in this acticHi; Reilly then secured new 
counsel. 

It is not necessary to determine Reiliys stetus as a 
former or curroit client if BlasdeFs representation of 
Schwartz would violate both Rules 1.7 and 1.9. Sec, 
c.g., Vanderveer Grwjp v. Pctruny. In Vandcrvcer 
Group, TVG's counsel filed an action against MMG. 
TELERx, MMG's 51% owned subsidiary, was not a 
party to the action, but had been represented by TVG's 
counsel until a mcmth afiex the action was filed. When 
discovery in the TVG-MMG action revealed (hat 
material TVG considered proprietary was being used 
by TELERx, TVG then filed a related acticm against 
TELERx. TVG's counsel argued its prior 
representation of TELERx did not provide it with 
TELERx confidences material to the litigatioa The 
court held that TVG's counsel had "gained a greater 
understanding of the general operating procedures of 
TELERx"; this caused a "serious potential for conflict 
ofinterest[.]" Id. at ♦6. 
*5 Moreover, even if there is little or no danger of a 
breach of client confidences which directly and 
specifically implicated the issues m this litigation, 
there is still a conflict of interest problem inherent in 
the continued represenUticm of TVG in a matter in 
which the interests of TVG and TELERx are directly 
and materially adverse, and such conflict exists no 
matter Aether the standards of Rule 1.7 or of Rule 
1.9 are applied Both Rule 1.7 and Rule 1.9 give 
effSect to the overarching principle that an attorney 
owes a duty of loyalty to clients and should not be 
mvolved in litigation in which loyalties to two current 
clients or to a current and a fonner client are likely to 
be divided. Thus, an attorney should avoid situatiais 
in which the duty of loyalty to one client might be 
impaired by the equally important duty to vigorously 
represent the other client 

Vanderveer Group v. Petruny, 1994 WL 314257 at *7 
(E.D.Pa.l994) (counsel disqualified as a result of 
conflicts of interest violating both rules). Blasdel 
likewise owed Reilly a duty of loyalty, as a former or a 
current client; there is a conflict of interest under cither 
Rule 1.7 or Rule 1,9. 

b. Relationship to the Meridian Utigation 

Schwartz claims that the Meridian litigation is separate 
from, and unrelated to, this acticm. The existence of a 
substantial relationship is determined by: 1) the scope 
of the prior representation; 2) the nature of the prior 
action; 3) and whether relevant ccwifidential 
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infonnation might have been disclosed in the prior 
representation. Reading Anthracite Co. v. Lehigh Coal 
& Navigation Co., 771 F.Supp. 113. 115 
(E.D.Pa.1991); INA Underwriters Ins. Co. v. 
Nablwisky, 594 F.Supp. 1199. 1206 (E.D.Pa.1984); 
Tran v. Meyers, 1995 WL 584374 *2 (ED.Pal995); 
Rickards v. CertainTeed Corp., 1995 WL 120231 
(ED.Pa.1995). There is a substantial relationship 
^ere "facts pertinent to the problems for which the 
original legal services were sought are relevant to 
subsequent litigation." United States Football League 
V. National Football League, 605 F.Supp. 1448, 1459 
(S.D.N.Y.1985); see also, Tran, 1995 WL 584374 at 
♦2. 

The Meridian litigation related to funds owed the bank 
by Reilly and Schwartz. That debt was originally 
unrelated to the Kater Street property. However, 
Schwartz authorized Reilly to pledge to Meridian 
payments due them under the Moore-Lorimer purchase 
money mortgage on the Kater Street property as 
security for their bank debt. Instead, on February 12, 
1 990, the Kater Street Moore-Lorimer mortgage was 
satisfied and a new mortgage from Lorimer only was 
assigned to Meridian as collateral for the original Reilly 
and Schwartz loan. Settlement of the Meridian 
litigation involved that 1990 mortgage. Reilly gave 
Blasdel documents pertaining to the Kater Street 
property in connection with the settlement The 
Meridian litigation, and Blasdel's representation of 
Reilly, are substantially related to this litigation. 

c. Reilly's consent to Blasdel's adverse representation 
of Schwartz 

•6 Schwartz argues that Reilly has waived any 
possible conflict of interest in this action when he 
consented to the adverse representation in the Meridian 
action. The right to be fully informed about possible 
conflicts of interest cannot be easily waived. 
International Longshoremen's Ass'a. Local Union 
1332 v. International Longshoremen's Ass*a, 909 
F.Supp. 287, 292 (E.D.Pa.1995) (conflict of mterest 
not waived where defendant's counsel spoke only to 
plaintiffs counsel and not to plaintiff directly). 
"Attorneys must consult with their clients about 
potential conflicts of interest, and must disclose the 
facts and circumstances surrounding the conflicts to 
such an extent that the clients appreciate the 
significance of the conflict" Id See also, Brennan v. 
Independence Blue Cross, 949 F.Supp. 305, 308 
(E.DPa.l996) (no waiver of conflict of interest 
although defendant could have surmised that plaintiffs 



counsel might represent plaintiff against defendant). 

Reilly did consent to Blasdel's representaticm of 
Schwartz against Reilly in the Meridian litigation "and 
matters arising subsequently or ancillary thereto," but 
Reilly consented after consulting with Blasdel and 
learning Blasdel's strategy in that litigation. Blasdel did 
not inform Reilly that he would represent Sdiwartz in 
any future dispute between Schwartz and Reilly in 
connection with the 1990 closing. Reilly's 1993 
consent is inadequate to constitute a waiver in this 
htigation. 

d. Blasdel as a likely witness 

Rule of Professional Conduct 3.7(a) prohibits an 
attorney from acting as an advocate in a trial where be 
or she is likely to be called as a witness. At this stage 
of the litigation, it is not clear v^ether Blasdel is likely 
to be a witness. It is possible that defendants will 
depose Blasdel to determine his knowledge of the 
February 12, 1990 closing when the Meridian litigation 
was settled "Nothing in Rule 3.7 prevents [an 
attomeyAvitness] from representing [the client] in all 
pretrial matters, including discovery." Lcbovic v. 
Nigro, 1997 WL 83735 at ♦ 1 (E.D J>a. 1 997) (moti<m 
to disqualify denied without prejudice to renew if 
discovery reveals counsel is likely to be a necessary 
witness at trial). Blasdel would not be disqualified as 
Schwartz's counsel solely because he migjit be a 
prospective witness imless that prospect would beconoe 
likely rather than merely possible. [FN2] 

FN2. Schwartz filed a supplcmeotal brief oa ^^iscther 
Blasdel is a likely witness. Schwartz denies BUsdd has 
any knowledge of the original Lorimer/Moore purchase 
money mortgage or the 1990 Lorimer mortgage 
assignment to Meridian. Schwartz admits that Reilly 
might call Blasdel as a witness. Schwartz suggests the 
court 'grant judgment b favor of Defendant Joseph N. 
Reilly and against Flaintifr Joseph L. Schwartz m this 
matter' on Reilly's asserted defense of statute of 
limitations. Pt. Supp. Br. 0pp. Def Mcrtioa to 
Disqualify Counsel at 3. 

Reilly has not moved for summary judgment on the 
sta&ite of limitatioos bar. Granting Reilly judgment at 
this stage of the titigatiao would be inappropriate unless 
'the complaint facially shows noocomplianoe with the 
limitations period ..." Oshiver v. Levin, Fishbein, Sednn 
& Berman, 38 F3d 1380, 1384 n. 1 (3d Cir.1993). 
Schwartz alleges m the complaint and an^^H 
complaint that be did not know of the February 12, 1990 
closing until 1996. If there is a statutory bar, it would 
appear to apply to all defendants. There is no reason for 
the court sua sponte to grant judgment solely in Reilly's 
fovor. 
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2. Reilly's Motions for Sanctions 

Reilly moves for sanctions against Blasdel under 
FJl.CivP. Rule 1 1 and 28 U.S.C. § 1927. 

a Rule 1 1 

Rule 1 1 (b) provides: 

By presenting to the court (^^ether by signing, filing, 
submitting, or later advocating) a pleading, vmtten 
motion, or other pq>er, an attorney ... is certifying that 
to the best of the person's knowledge, information, 
and belief, formed afier an inquiry reasonable und^ 
the circumstances,— 

•7 (1) it is not being presented for any improper 
purpose, such as to harass or to cause urmecessary 
delay or needless increase in the cost of litigation; 

(2) the claims, defenses, and other legal contentions 
therein are warranted by existing law or by a 
nonfrivolous argument for the e>aension, 
modification, or reversal of existing law or the 
estabhshment of new law; 

(3) the allegations and other factual contentions have 
evidentiaiy support or, if specifically so identified, are 
likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery; 
and 

(4) the denials of factual contentions are warranted on 
the evidence or, if specifically so idqitified, are 
reasonably based on a lack of information or belief 

In Cooter & Gell v. Hartmarx Corp., the Si^reme 
Court held: 

Determining ^^1lethe^ an attorney has violated Rule 1 1 
involves a consideration of three types of issues. The 
court must consider factual questions regarding the 
nature of the attorney's prefiling inquiry and the 
factual basis of the pleading or other paper. Legal 
issues are raised in considering whether a pleading is 
"warranted by existing law or a good faith argument" 
changing the law and whether the attorney's conduct 
violated Rule 11. Finally, the district court must 
exercise its discretiwi to tailor an "appropriate 
sarKtion." 

Cooter & Cell v. Hartmarx Corp.. 496 U.S. 384, 399, 
110 S.Ct 2447. 110 LEd.2d 359 (1990) (Court 
tipheld Rule 11 sanctions imposed after involuntary 
dismissal). Rule 11 sanctions may reimburse the 
moving party for the ejqjense of litigating those 
pleadings that violated Rule 11. Id. at 406. 

Reilly moves for imposition of sanctions because 
Blasdel, in "Answer of Plaintiff Schwartz to Motion to 
Disqualify Counsel," denied he had represented Reilly 



in the Meridian action. "On the contrary. Attorney 
Blasdel was an adversarial counsel against Reilfy, and 
did not represent Reilly in Meridian v. Schwartz." PL 
Ans. to MoticHi to Disqualify Counsel, ^ 5. Blasdel had 
an insufficient factual basis for claiming he never 
represented Reilly m the Meridian litigation; he knew 
he had entered an appearance on Reilly's behalf in 
Meridian and had obtained Reilly's signed "Power of 
Attomey/Ccmtingency Fee Agreement" appointing 
Blasdel as his attorney and waiving any conflict of 
interest that might arise under Rule 1.7. Blasdel's bald 
assertion, both in pleadings and at the hearing on 
Reilly's moticm to disqualify, that he had not 
represented Reilly in the Meridian litigation was a 
violation of Rule 1 1 . [FN3] 

FN3. Schwaitc oow claims there was oo partnership or 
joint venture called "Reilly and Schwartz.* In 
Schwartz's answer to the motioa to disqualify him, 
Blasdel asserts, "REILLY AND SCHWARTZ is a non- 
existent entity referred to in several Meridian documents 
as the legal partnership of Schwartz and Reilly doing 
business with the bank, and as the actual debtor oo the 
1986 Meridian loan.** PI. Ans. to Motion to Disqualify 
Counsel, n. 1. But appended to Schwartz's answer is the 
"Complaint of Defendant Joseph L. Schwartz Against 
Additional Defendants Joseph Reilly, Reilly and 
Schwartz, and David C. Bragg" from the Meridian 
litigation; it states. "Additional Defendant REILLY 
AND SCHWARTZ is a Pennsylvania partnership with 
ifs [sic] sole place of business at 1614 Naudain Street 
Philadelphia, PA. 19107, and is a citizen of the 
Commonwealth of Pennsylvania." PL Ans. to Motica to 
Disqualify Counsel, Ex. C at ^ 2. 
Having asserted the existence of the partnership m prior 
litigation, Schwartz is judicially estopped from stating 
that Reilly and Schwartz is a "noo-existent entity" or 
that they were never partners. See, McCarran v. 
Federal Dep. Ins. Corp., Ill F.3d 1089 (3d Cir.l997X 
Govcnmient of the Virgin Islands v. PaniaguA, 922 TJ2d 
178. 183 (3d Cir.1990); Murray v. Silbcrstcin. 882 F.2d 
61. 66 (3d Cir.1989) ("the law of this circuit bar [s] 
switches of position of this kind">, Oneida Motor 
Freight, Inc. v. United Jersey Bank. 848 F.2d 414, 419 
(3d Cir.1988). Judicial estoppel "prevcnt[s] a party 
from playing Tast and loose* with courts fay asserting 
contradictory positions." MoCarron. Ill F3d at 1097, 
citing United States v. Vastola, 989 F.2d 1318. 1324 (3d 
Cir.1993). 

These contradictory assertions, appearing in the main 
body and appendix of the same filmg may constitute 
further violation of Rule 1 1. Reilly did not include this 
particular contradiction in his motion for sanctioos. 
Without notice to the plaintiff, the court camtot impose 
Rule 1 1 sanctions. Jones v. Pittsburgh Nail Corp^ 899 
F.2d 1350, 1357 (3d Cir.1990) (Prior to sanctioning an 
attorney, a court must provide the party with notice of 
and some opportunity to respond to the charges.). The 
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court wiU not sanctioa Blasdel for this, but Schwartz tod 
any substitute oounse] he obtains may not assert the doq- 
existence of the partnership. 

In Schwartz's answer to Reilly*s motion to disqualify, 
Blasdel assoted two other bases for the denial of the 
motion: 1) the Meridian litigation was not substantially 
related to the instant action, and 2) ReiUy waived his 
objections to any conflict of interest by signing the 
Tower of Attomey/ContingaKy Fee Agreement" 
These assertions, while erroneous, did not violate Rule 
11 per se. An appropriate measure for sancticms is 
"those expenses directly caused by the improper filing." 
Waltz V. County of Lycoming, 974 F.2d 387, 390 (3d 
Cir.1992). Here it is the attome/s fees charged Reilly 
for responding to Blasdel's claim he never represented 
Reilly. 

b. 28U.S.C. § 1927 

•8 ReiUy has moved to sanction Blasdel under 28 
U.S.C. § 1 927. which provides: 
Any attorney or other person admitted to conduct 
cases in any court of the United States or any 
Territory thereof uto so multiplies the proceedings in 
any case unreasonably and vexatiously may be 
required by the court to satisfy personally the excess 
costs, expenses, and attorneys' fees reasonably 
incurred because of such conduct 
"[Tlhe principal purpose of imposing sanctions Mnder 
28 U.S.C. § 1927 is "the deterrence of intentional and 
unnecessary delay in the proceedings.' * Zuk v. Eastern 
Pennsylvania Psychiatric Inst of the Med. Coll. of 
Pennsylvania. 103 F.3d 294, 297 (3d Cir.1996) 
quoting Beatrice Foods Co, v. New England Printing 
and Lithographing Co.. 899 F.2d 1171, 1177 
(Fed.Cir,1990). Section 1927 requires a showing of 
bad faith. Jones v. Pittsburgh National Corp., 899 F.2d 
1350.1358 (3d Cir.1990). 

Schwartz did not name ReiUy in the original 
complaint, but Schwartz's complaint against the 
original defendants would have been dismissed without 
joinder of additional indispensable parties. [FN4] 
Blasdel should have informed the court of his potential 
conflict of interest uten the court heard defendants* 
motion to dismiss for failure to join an indispensable 
party. His denial that be represented Reilly in the 
Meridian htigalion, in pleadings and at the hearing on 
Reiliys motion to disqtialify counsel, is hard to 
understand. His mc^ve may have been to preserve his 



client's action against the original defeiKlants, but his 
action is unaccepUble. Blasdel acted in bad faith by 
denying his prior represeitation of Reilly. Had he 
admitted the potential ccHiflict of interest to the court at 
the original hearing, Schwartz could have obtained new 
counsel sooner, Reilly would not have moved for 
Blasdel's disqualificaticm, and the litigation would have 
proceeded more ejq)editiously. Blasdel is subject to 
sanctions under 28 U.S.C. § 1927. 

FN4. In fact, to avoid the conflict of interest in attorney 
BlasdcFs rcpresentatioQ, be is wOling to have judgment 
entered m favor of RciDy in the amended actiocL There 
is DO indication the other defendants, who insisted Reilly 
was an todispensablc party, would agree. 

Alternative sanctions under 28 U.S.C. § 1927 should 
also be limited to the excess costs and attorneys' fees 
incurred as a result of the sanctioned conduct 

An appropriate order follows. 

ORDER 

AND NOW, this 4th day of June, 1997. upon 
consideration after notice and hearing, it is ORDERED 
that: 

1. Defendant Reill/s motion to disqualify counsel is 
GRANTED and William G, Blasdel, Jr. Esq. may not 
represent Joseph L. Schwartz, plaintiff in this action; 

2. Reilly's moticMi for sanctions against attOTney 
Blasdel under Rule 1 1 is GRANTED; 

3. Reilly's alternative motion for sanctions against 
attorney Blasdel under 28 U.S.C. § 1927 is 
GRANTED; 

4. Reilly may submit a verified fee petition within ten 
(10) days for excess costs and attorney's fees tncuned 
as a result of BlasdePs claim that he never represented 
him; 

5. This action shall be placed in ADMINISTRATIVE 
SUSPENSE fcr thirty (30) days to allow plaintiff 
Schwartz to obtain substitiue counsel. Schwartz or 
new counsel shall inform the court on or before July 7, 
1 997. of the status of this action. 

END OF DOCUMENT 
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OPINION 

- MURRAY M. SCHWARTZ, Senior District 
Judge. 

I. INTRODUCTION 

•1 Plaintiff" Harold L. Leonard ("Leonard") 
filed this suit against the University of 
Delaware ("the University"), Paid Mettler, 
and Mary Martin (collectively, "the University 
defendants"), alleging he was wrongfully 
terminated from the graduate Physical 
Therapy program ("the P.T. Program") at the 
University of Delaware. He also alleges the 
University violated the terms of a 1993 
Settlement Agreement between Leonard and 
the University defendants. [FNll Pending 
before the Court are: (1) Leonard's motion to 
disqualify Kathleen F. McDonough, Esquire, 
("McDonough") as trial counsel for the 
University defendants; and (2) the University 
defendants* motion for attorneys' fees 
pursuaht to Rule 26(gX3) of the Federal Rules 
of Civil Procediu^. For the reasons that 
follow: (1) the motion to disqualify 
McDonough will be denied; and (2) the motion 
for attorneys' fees will be granted. 

FNl. Mazy Martin, one of the University defendants 
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in this case, was not a party to the 1993 Settlement 
Agreement. Docket Item ("D.K") 29 at 8. The 
University, Paul Mettler, and Kenneth W. Seaman 
were the "University defendants** for purposes of the 
1993 Settlement Agreement. Id. 

I. FACTUAL BACKGROUND 

Leonard was a student enrolled in the 
University's graduate P.T. Program. 
Unfortxmately, his stint at the University was 
pockmarked with rancor and txunult. In 1992, 
Leonard sued (in the Middle District of 
Pennsylvania) the University, two members of 
the P.T. Program faculty, and a clinical 
instructor in connection with a clinical 
affiliation coxu^e he had flunked. In July of 
1993, the parties executed a Settlement 
Agreement, stipulating to a dismissal of the 
suit. Throughout the negotiation and 
execution of the Settlement Agreement, 
Leonard was represented by James F. Heinly, 
Esquire ("Heinly"), a Pennsylvania attorney, 
and the University defendants were 
represented by McDonough. The Settlement 
Agreement permitted Leonard an opportunity 
to complete the P.T. program, subject to some 
conditions. Docket Item ("D.L") 29 at Exhibit 
("Exh.") A-8-14. 

But the discord did not end in 1993. In late 
September or early October of 1994, Heinly 
accompanied Leonard to a meeting with the 
University to discuss Leonard's academic 
status. D.I. 29 at Exh. C-2. McDonough was 
among those present at that meeting. D.I. 38 
at Exh. F-75-77. In an affidavit, Heinly 
defined the "principal purpose of this 
meeting" as "to get together and discuss the 
Physical Therapy department's request that 
Mr. Leonard imdergo psychological or 
psychiatric counseling in order to continue to 
be enrolled at the University of Delaware's 
Physical Therapy Program." D.I. 29 at Exh. 
C-2. McDonough did not recall discussing 
psychiatric counseling for Leonard at that 
meeting, however, D.L 38 at Exh. F-77, and 
the University defendants deny ever holding a 
meeting to insist Leonard undergo 
psychological or psychiatric coimseling. 

On February 27, 1995. Leonard was 
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terminated from the program for failure to 
maintain a minimimi 3.0 grade point average. 
[FN2] Docket Item {"D.I.") 38 at Exhibit 
("Exh.") B. After his termination, Leonard 
challenged several grades he had received in 
the P,T. Program through an elaborate four- 
step grievance procedure provided by the 
University. [FN3] Ms. McDonough, counsel 
for the University defendants in this matter, 
also provided legal advice to the University 
defendants concerning Leonard as he 
exhausted the University grievance 
procedures. D.L 29 at Exh. B-l, 10, 15. 

FN 2. The P.T. Program adheres to the University 
grading system, which is based on the familiar four- 
point scale-an A in a course is worth 4.0 points per 
credit, a B is worth 3.0 points, a C. 2.0 points, and 
a D, 1.0 point. A failure, or an F, is worth no 
points per credit, of course. D.I. 38 at Exhibit 
("Exh.") A-29. There are also gradations within 
those five hasic letter grades; for example, an A- is 
worth 3.67 points per credit, a grade of B+ is worth 
3.33 points per credit, and so on down to a D-, 
which is worth a mere 0.67 points per credit. Id. 
Classes which are graded on a Pass/Fail basis are 
not counted in the computation of a student*s 
cumulative grade point average ("CPA"). To be 
eligible for a graduate degree, students at the 
University of Delaware must have a minimum 
cumulative CPA of 3.0. or a B average. D.I. 38 at 
Exh- A- 14. At the time of his termination, it appears 
Leonard had a cumulative CPA of 2.906 and could 
uke only Pass/Fai) classes to fulfill the requirements 
of the PT curriculum. D.I. 38 at Exh. B. 

FN3. In Step 1 of the procedure, the faculty member 
who issued the grade at issue is obligated to meet 
with die complainant student. If Step 1 does not 
solve matters, the student is permitted to appeal to a 
chairperson in the faculty member's department in 
Step 2. If still dissatisfied, the student can obtain a 
hearing before a five-member panel in Step 3. The 
panel typically includes three faculty members, only 
one of whom hails from the department involved in 
Step 2. and two student members. The final step, 
step Committee of the University Faculty Senate. 
D.I. 38 at Exh. C- 48-50. 

•2 Several of the grievance hearings are of 
particular interest for purposes of these 
motions. In December of 1995, Leonard 



challenged a grade he had been given for a 
class with the course number PHYT-621. At 
this hearing ("the 621 hearing"), Leonard 
allegedly violated the University Code of 
Conduct by distributing patient records to the 
hearing panel without redacting the names of 
the patients firom the records and without the 
consent of the patients. Apparently, he was 
successful in his effort to change his grade for 
PHYT-621, [FN4] 

FN4. As will be shown, Heinly alleges McDonough 
told him she had *'advised the board against making 
a finding favorable to Dr. Leonard but ... die Board 
|sic] had obviously disregarded her advice." D.I. 29 
at Exh. C-2. 

Members of the 621 hearing panel later 
served on a May 1996 hearing panel 
assembled to review a grade Leonard received 
in a course entitled PHYT-619. D.L 29 at Exh. 
D. This May 1996 panel ("the 619 panel") 
ruled against Leonard and refused to alter his 
grade. Further, members of the 621 panel 
later acted as witnesses at an ethics hearing 
("the ethics hearing") in J\me of 1996; the 
ethics panel, after hearing the testimony of 
members of the 621 panel, ruled Leonard had 
violated the University Code of Conduct and 
recommended his dismissal from the 
University. [FN5] 

FN5. This last mling-that Leonard be dismissed- 
seems to have been academic; as of February of 
1995, he had already been terminated from the 
University for his failure to achieve a 3.0 grade point 
average. D.I. 38 at Exh. B. 

This is where the controversy suirounding the 
extent of McDonough's involvement reaches 
its highest pitch. Heinly, again, through 
affidavit, alleges he engaged in a telephone 
conversation with McDonough in April of 
1996. D.L 29 at Exh. C-1. According to 
Heinly, their discourse touched on the 621 
hearing, at which Leonard had sought a 
change in his grade. Id. at Exh. C-1, 2. As 
Heinly tells it, McDonough confided to him in 
that conversation that "she advised the board 
against making a finding favorable to Dr. 
Leonard but that the Board [sic] had obviously 
disregarded her advice." Id. at Exh. C-2. 



Copr. « West 1998 No Claim to Orig. U.S. Govt. Works 



PPPP 011588 



V^festlaw. 



Not Reported in F.Supp. 

(Cite as: 1997 WL 158280, ^2 (D.DeL)) 



Page 3 



McDonough has denied (1) ever making that 
statement to Heinly, and (2) advising the 621 
• panel how to rule. D.L 38 at Exh. F-100-102. 
When informed of McDonough's categorical 
denial, Heinly retorted "[tlhere is no question 
in my mind that Ms. McDonough did make 
[the statement quoted above] during the 
coxirse of the telephone conversation in April 
1996." D.L 29 at Exh. C-2. 

According to Leonard, McDonough failed in 
her attempt to thwart him in the 621 hearing. 
But Leonard implies that her darker purposes 
were ultimately served. The members of the 
621 board to whom McDonough proffered her 
advice, Leonard notes, ruled against him in 
the 619 hearing in May of 1996 and later 
served as the key witnesses against Leonard 
in the ethics hearing in June of 1996. [FN6] 
This shows, according to Leonard, that 
McDonough was a "direct co-conspirator in an 
effort to terminate [him] from the Physical 
Therapy Program." D.L 41 at 1. 

FN 6. At this point, a brief chronological recap might 
be uscfiji: 09/94-10/94: Meeting among Leonard 
and University representatives, allegedly to discuss 
psychological counseling for Leonard. 
02/95: Leonard terminated from University for 
failure to maintain 3.0 G PA. 

12/95: 621 hearing panel rules in favor of Leonard. 
04/96: Alleged telephone conversation between 
Heinly and McDonough. 

05/96: 619 hearing panel rules against Leonard. 
06/96: Ethics hearing panel recommends Leonard's 
dismissal. 



m. DISCUSSION 
A. Leonard's Motion to 
McDonough as Trial Counsel 



Disqualify 



Leonard argues McDonough cannot serve as 
trial counsel for the University defendants 
because Rule 3.7 of the Model Rules of 
Professional Conduct of the American Bar 
Association ("Rule 3.7") forbids her from doing 
so. [FN7] Rule 3.7 provides, in general, "[a] 
lawyer shall not act as advocate at a trial in 
which the lawyer is likely to be a necessary 
witness..-.." tFN8] Recognizing this 

prohibition, the University defendants have 
consistently disavowed any present intention 



of utilizing McDonough as a trial witness. 
Therefore, as movant, Leonard bears the 
burden of establishing disqualification is 
appropriate. Kalmanovitz v. G. Heileman 
Brewing Co., Inc., 610 F.Supp. 1319, 1323 
(D.Del. 1985); see also World Youth Day. Inc. 
v. Famous Artists Merchandising Exch., 866 
F.Supp. 1297, 1299 CD.Colo. 1994). 

FN7. Leonard seeks to disqualify McDonough only 
as trial counsel; he "takes no position" as to 
McDonough *s participation as counsel for the 
University defendants until trial. D.L 28 at 3 n. 2. 
Local rules for die District of Delaware incorporate 
the Model Rules of Professional Conduct of the 
American Bar Association as governing the conduct 
of attorneys appearing before this Court. D. DEL. 
R. Civ. P. 83.6(d)(2) (1995). 

FN 8. There are three exceptions to this general rule; 
none is relevant to this dispute. 

•3 Nearly ten years ago, this Court had 
occasion to visit the standards for 
disqualification under then-nascent rule 3.7. 
In Cannon Airways, Inc. v. Franklin Holdings 
CoiTp., this Court held that Rule 3.7 "requires 
the opposing party to bear a higher burden on 
a disqualification motion, permits the court to 
delay ruling until it can determine whether 
another witness can testify, and precludes 
disqualification if the lawyer's testimony 
would merely be cumulative." CFN91 669 
F.Supp. 96, 100 (D.Del. 1987) (citations 
omitted); see also United Food & Commercial 
Workers Health & Welfare Fund of 
Northeastern Pa. v. Darwin Lynch Adm'rs. 
Inc., 781 F.Supp. 1067, 1069-70 (M.D.Pa.l991) 
(quoting Cannon ). These standards still hold 
true. Other courts have elaborated, refraining 
from denominating trial counsel as "likely to 
be a necessary witness" unless shown three 
things: (1) the attorney will give evidence 
material to the determination of issues being 
litigated; (2) the evidence cannot be obtained 
elsewhere; and (3) the testimony is prejudicial 
or potentially prejudicial to the testifying 
attorney's client. [FNlOl Personalized Mass 
Media Corp. v. Weather Channel, Inc., 899 
F.Supp. 239, 243 (E.D.Va.l995); Cottonwood 
Estates. Inc. v. Paradise B\iilders. Inc., 128 
Ariz. 99, 624 P.2d 296, 302 (Ariz.1981) (en 
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banc); LeaseAmerica Corp. v. Stewart, 19 
Kan.App.2d 740, 876 P.2d 184, 'l93 
(Kan.Ct.App.l994); Chappell v. Cosgrove, 121 
N.M 636, 916 P,2d 836. 840 (N.M.1996); 
Sargent County Bank v. Wentworth, 500 
N.W.2d 862. 871 (N.D.1993); PubUc UtU. 
Dist. No. 1 of Klickitat County v. 
International Ins. Co., 124 Wash.2d 789, 881 
P.2d 1020, 1033 (Wash. 1994) (en banc) 
Smithson v. United States Fidelity & Guar. 
Co., 186 W.Va 195, 411 S.E.2d 850, 856 
(W.Va.l991) (all interpreting state rules 
patterned, like Delaware's, after Rule 3.7 of 
.the ABA Model Rules of Professional 
Conduct). In short, Rule 3.7 ensures a 
litigant's choice of trial counsel will not be 
lightly disturbed. 

FN9. While Cannon interpreted Rule 3.7 of the 
Delaware Uwyers' Rules of Professional Conduct, 
its sutus as persuasive authority remains 
undiminished. The Delaware Rules of Professional 
Conduct are patterned after the ABA Model Rules of 
Professional Conduct, In re Waters, 647 A. 2d 1091, 
1095 (Del.1994), and Rule 3.7 of the Delawar^ 
Rules is identical to the current ABA progenitor. 

FN ID. This third requirement merely reflects the 
common-sense realization that trial counsel would 
not ordinarily be called as a witness by an adverse 
party. 

With the above principles in mind, the Court 
turns to the merits of Leonard's motion. 
Leonard's ultimate argijonent-that 
McDonough's disqualification as trial counsel 
' is mandated because she will be a "necessary 
witness" at trial- is premised on the belief she 
engaged, along with the University 
defendants, in a "course of wrongdoing" to 
prevent Leonard from successfully completing 
the P.T. program. D.I. 28 at 8. Even accepting 
Leonard's view of McDonough's actions, 
however, McDonough's testimony regarding 
those actions would be either cumulative or 
beneficial, not antagonistic, to the defense. 
Accordingly, Leonard's motion to disqualify 
McDonough as trial counsel for the University 
defendants will be denied. 

McDonoUgh's involvement in this case can be 
distilled into three discrete areas. First, there 



is the 1993 Settlement Agreement allegedly 
breached by the University defendants. At 
the time, McDonough represented the 
University defendants. She admits 

negotiating and helping draft the Agreement. 
D.L 38 at Exh. F, p. 22. In his briefing, 
Leonard does not contend McDonough should 
be disqualified because of her participation in 
the 1993 Settlement Agreement. [FNll] 

FNll. Nor should he. To date, Leonard has not 
pointed to a dispute over the terms of the Settlement 
Agreement, requiring inquiry into the intent of the 
drafters. Even if there were a dispute over the 
meaning of the terms of the Settlement Agreement, 
however, it is unlikely McDonough would be subject 
to disqualification under Rule 3.7. See Cannon, 669 
F.Supp. at 101-02; Studiengesellschaft KohJe. 
MBH V. Hercules. Inc., No. 86-566, sUp op. at 8 
(D.Del. Sept. 12. 1988). 

•4 Second, there is the late September/early 
October meeting, the purpose of which, 
according to Heinly, was to request Leonard to 
undergo "psychological or psychiatric 
counseling." McDonough recalls attending a 
meeting at around that time, but does not 
recall whether psychological or psychiatric 
counseling was discussed at the meeting. D.I. 
38 at Exh. F, pp. 76-78. While Leonard does 
not explicitly argue McDonough should be 
disqualified because she is a "necessary 
witness" to this meeting, the episode could fall 
within the penumbra of Leonard's broader 
claim-that McDonough was a "direct co- 
conspirator" with the University defendants in 
a scheme to sack Leonard from the P.T. 
Program. D.L 41 at 1. 

The testimony of McDonough is not 
"necessary" with regard to this meeting, 
however. Since she does not recall the 
specifics of the meeting, see D.I. 38 at Exh. F, 
pp. 76-78, her testimony would be unhelpful. 
Further, and most important, there were other 
people at the meeting, including Heinly, 
whom Leonard could call as percipient 
witnesses. Therefore, any testimony by 
McDonough, useless as it may be, regarding 
the late September/early October meeting 
would be "merely cumulative." Cannon, 669 
F.Supp. at 100 (citations omitted). 
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Third, there is Leonard's most serious 
allegation: that McDonough advised (to no 
avail) the 621 panel to rule against Leonard in 
his attempt to change his grade. [FN12] 
Members of the 621 panel served as witnesses 
before the ethics panel, of course, which 
ultimately recommended Leonard's dismissal. 
[FN 13] Leonard's desire is to call McDonough 
as a witness at trial and ask her about the 
statement she allegedly made to Heinly, and 
the advice she allegedly gave to the hearing 
panel. While acknowledging attorney-client 
privilege will foreclose much of his 
questioning, Leonard maintains "the jury 
should be given an opportiuiity to draw a 
negative inference" from the very fact 
McDonough rendered advice to the *621 panel 
to find against Leonard. D.L 28 at 8. For 
these reasons, Leonard argues, McDonough 
must be disqualified as the University's trial 
coimsel imder Rule 3.7. 

FN 12. In the penultimate sentence of his reply brief, 
Leonard levels a grave charge: that McDonough 
violated Rule 3.5 of the Delaware Lawyers* Rules of 
Professional Conduct. D.I. 41 at 2. Rule 3.5 of the 
Delaware Lawyers* Rules of Professional Conduct 
provides, in its entirety: 
A lawyer shaU not: 

(a) seek to influence a judge, juror, prospective juror 
or other of^cial by means prohibited by law; 

(b) communicate ex parte with such a person except 
as permitted by law; or 

(c) engage in conduct intended to disrupt a tribunal 
or engage in undignified or discourteous conduct 
which is degrading to a tribunal. 

Rule 3.5 of the ABA Model Rules, which appUes to 
attorneys appearing in this district, is nearly identical 
to its Delaware progeny, reproduced above. 
Leonard's argument seems to be that because 
McDonough aUegedly advised the 621 hearing panel 
to nile against Leonard, she either: (1) illegally 
influenced "a judge, juror, prospective juror or other 
official"; (2) illegally engaged in ex parte 
communications with a "judge, juror, prospective 
juror or other official"; or (3) disrupted "a tribunal", 
in violation of Rule 3.5. Leonard has not pointed to 
any basis in authority or logic to consider a member 
of a University grade grievance hearing panel the 
cfluivalent of a "judge, juror, prospective juror or 
other official" within the meaning of Rule 3.5. 
Therefore, the Court discards this argument as 



meridess. 

FN 13. McDonough, although conceding she 
rendered legal advice to the University regarding 
Leonard as he pursued various grade grievances, 
denies advising any hearing panel, whether before, 
during or after a hearing, regarding action to take 
again.st a specific student. D.I. 38 at Exh. F. p. 36. 

If each step of Leonard's argument is closely 
examined, however, it becomes apparent 
McDonough is not a "necessary witness" as 
contemplated by Rule 3.7. The University 
defendants have raised initial questions as to 
the admissibility of Heinly 's affidavit, which 
alleges McDonough admitted to advising the 
621 panel to rule against Leonard. [FN 14] 

FN 14. As the University defendants point out, 
Leonard may have trouble squeezing the Heinly 
affidavit into evidence at trial through the ordinarily 
porous hearsay exclusion rule. 

But even if Heinly's testimony were 
admitted, or it is otherwise revealed that 
McDonough advised the 621 hearing panel to 
rule against Leonard in his quest to alter his 
p*ade, McDonough will not be transformed 
into a "necessary witness." As the University 
defendants point out, the 621 hearing panel 
was comprised of members of the University 
Faculty Senate. D.I. 38 at Exh. C. Leonard 
has conceded McDonough was retained to 
provide legal advice to the University on 
various matters; that would encompass 
dispensing coimsel regarding decisions in 
grievance procedures, such as the 621 hearing. 
Accordingly, McDonough'e testimony woxild be 
protected by attorney-client privilege. An 
attorney will not be disqualified as trial 
counsel merely because she provided legal 
advice to a client in the past. See Optyl 
Eyewear Fashion Lit'l Corp. v. Style Co., Ltd 
760 F.2d 1045. 1049-50 (9th Cir.1985) 
(affirming denial of disqualification because 
testimony concerning prior legal advice given 
by trial counsel to party-client would be 
privileged and movant made no showing trial 
counsel performed role for party-client other 
than legal advisor); Studiengesellschaft Kohle, 
MBH v. Hercules, Inc., No. 86-566, slip op. at 
10 (D.Del. Sept.l2, 1988) (denying 
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disqualification motion and recognizing trial 
counsel will be able to assert attorney -client 
privilege to matters regarding legal advice 
given to party -client). 

*5 Finally, even were Leonard able to hurdle 
these evidentiary and privilege obstacles, 
McDonough would not be a "necessary 
witness" regarding her alleged advice to the 
621 panel. Leonard intends to call Heinly as a 
witness to McDonough's involvement. D.L 28 
at 4. In addition to Heiniy, there are the 
members of the 621 panel who also served as 
members of the 619 panel and the witnesses at 
the ethical hearing; Leonard identifies them 
as Kathleen Minkey, Reed CSeiger, and John 
Cushman. D.I. 29 at Exh. D. Thus, at least 
four witnesses, other than McDonough herself, 
are available to testify to the University's 
alleged "course of wrongdoing." Any 
testimony by McDonough, since she denies 
making an inculpatory statement to Heinly 
and advising the 621 panel to rule against 
Leonard, would only serve to undermine 
Leonard's case. In short, if McDonough were 
to take the stand and admit she advised the 
621 panel against Leonard, her testimony 
would be cumvilative, and if she denied the 
allegations in Heinly's affidavit, her 
testimony would not be prejudicial to the 
University defendants. Under either scenario, 
McDonough is not a "necessary witness" and 
her disqualification is unwarranted \mder 
Rule 3.7. 

The cases cited by Leonard in support of his 
disqualification motion are not persuasive. 
Two of the cases, Mannhalt v. Reed, 847 F.2d 
576 (9th Cir.1988), and United States v. Stout, 
723 F.Supp. 297 (E.D.Pa.l989), are criminal 
cases and scarcely worth mentioning here. 
Sxiffice to say that both involved attorneys, 
accused of wrongdoing, who allowed the 
accusations to interfere with their efforts to 
represent their clients adequately. As such 
both Mannhalt and Stout present factual 
scenarios different than in this case. 
Mannhalt, 847 F.2d at 581; Stout, 723 
F.Supp. at 304-05, 308-10. Leonard also cites 
an ^ unreported Eastern District of 
Pennsylvania case, Second & Ashbourne 
Associates, v. Cheltenham Township, Inc., No. 



88-6400. 1989 U.S. Dist. LEXIS 992 (E.D.Pa. 
Feb. 2, 1989). This case, while closer than 
Mannhalt and Stout, in that it is a civil case, 
does not support Leonard's motion for 
disqualification. In Second & Ashbourne, the 
covrt was confironted with varioxis civil rights 
claims arising fi-om the review and 
consideration of land development plans. Id. 
at *2. The Second & Ashbourne court 
disqualified trial counsel because, as a partner 
of the plaintiff association, he had negotiated, 
drafted, and assigned a crucial document, as 
well as developed, presented, and discussed 
the land development plans at issue. Id. 
McDonough's involvement was much less 
pervasive; nor is she a part-owner of the 
University. 

Leonard's motion to disqualify McDonough as 
trial counsel for the University defendants 
will be denied. 

B. University Defendants' Motion for 
Attorneys' Fees 

On November 6, 1996, Leonard served the 
University defendants with 839 requests for 
admission. See University Defendants' Letter 
Memorandimi of 11/21 at Exh. 1. Even this 
tally of 839 is artificially low, however; many 
of the requests were compound, containing 
several assertions and requiring more than 
one response to a single request. In addition, 
while many of the requests were simply 
incomprehensible, others could be interpreted 
as offensive to one or more of the University 
defendants. (FN151 

FN 15. For the incomprehensible, see University 
Defendants* Letter Memorandum of 11/21 at Exh. 1, 
p. 25 of requests directed to defendant Mary Martin 
fThe University stetcd at the level 4 hearing for 
PHyT-621 that it never assessed any areas to fail 
Leonard in but professional behavior and attitude, 
which it admitted were the only areas were it could 
intervene without allowing Leonard the option to 
improve and fail him.") and id, at p. 10 of requests 
directed to defendant University of Delaware ("The 
University (Stuart Binder-McCloud) indicated at the 
611/620 hearing that had reviewed to lend its 
grading expertise Leonard's papers for Aose 
courses, at Paul Mettler's request, between the date 
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of die two grievance hearings.") (all errors in 
originals). For the offensive, see id. at p. 17 of 
requests directed to defendant Paul Mettler ("in 
Patient Management 1, the University instructed 
Leonard to cross paths with Lynn Synder- Mackler 
because she is a 'bitch*."). 

•6 At a conference in chambers on November 
22, 1996, counsel for Leonard admitted his 
client, Leonard, had drafted the requests, and 
that coiinsel had performed some revisions. 
D.L 25 at Exh. F-D. After counsel for Leonard 
promised to limit and restructure the requests 
for admission, the Court postponed a decision 
on the University defendants' request for 
attorneys' fees to give the parties a chance to 
resolve the issue amicably. Id. This 
opportunity went \inrealized; the University 
filed a motion for attorneys* fees pursuant to 
Rule 26(g) of the Federal Rules of Civil 
Procedure. 

Under the Federal Rules of Civil Procedure, 
an attorney must sign every discovery request 
made on behalf of his client. Rule 26(gX2) 
provides this signature: 

constitutes a certification that to the best of 
the signer's knowledge, information, and 
belief, formed after a reasonable inquiry, the 
request ... is: 

(A) consistent with [the rules of discovery] 
and warranted by existing law or a good faith 
argument for the extension, modification, or 
reversal of existing law; 

(B) not interposed for any improper purpose 
such as to harass or to cause unnecessary 
delay or needless increase in the cost of 
litigation; and 

(C) not unreasonable or unduly burdensome 
or expensive, given the needs of the case, the 
discovery already had in the case, and the 
importance of the issues at stake in the 
litigation. 

If an attorney makes a certification of a 
discovery request in violation of Rule 26(g) 
"without substantial justification," the court 
"shall impose upon the person who made the 
certification, the party on whose behalf the ... 
request is made, or both, an appropriate 
sanction,* which may include an order to pay 
the amotmt of the reasonable expenses 



incurred because of the violation, including a 
reasonable attorney's fee." FED. R. CIV. P. 
26(gX3). [FN16] Rule 26(g) was amended to 
add a potent instrument of deterrence to the 
judicial arsenal; the advisory committee 
found "a need for more aggressive judicial 
control and supervision." FED. R. CIV. P. 26 
advisory committee's note (citation omitted). 
As the advisory committee further noted: 
"Rule 26(g) makes explicit the authority 
judges now have to impose appropriate 
sanctions and requires them to use it .... The 
new rule mandates that sanctions be imposed 
on attorneys who fail to meet the standards 
established in the first portion of Rule 26(g)." 
Id. (internal citations omitted) (emphasis 
added). 

FN 16. Pursuant to Rule 37(a)(4), a litigant who 
successfully moves for a protective order will be 
awarded attorneys' fees if the opposition to the 
motion was not subsuntially justified. At the 
chambers conference in November 1996, the Court 
indicated it would grant the Uni varsity *s motion for a 
protective order if one were brought. D.l. 25 at 
Exh. F-8. 

While the Third Circuit Court of Appeals has 
not addressed the legal standard applicable to 
Rule 26(g) motions for sanctions, oliier coiurts 
have evaluated the attorney's conduct under 
the objective standard of reasonableness used 
in Rule 11 jurisprudence. See In re Byrd, Inc., 
927 F.2d 1135, 1137 (10th Cir.1991) ("When 
considering sanctions under Rule 11, and 
therefore Rule 26(g), the court must judge the 
attorney's conduct under an objective standard 
of reasonableness. **); Insurance Benefit 
Adm'rs, Inc. v. Martin, 871 F.2d 1354. 1360 
(7th Cu-.igSg); Chapman & Cole and COP. 
Ltd. v. Itel Container Int'l B.V., 865 F.2d 676, 
685-86 (5th Cir.1989); Apex Oil Co. v. Belcher 
Co. of New York. Inc., 855 F.2d 1009, 1015 (2d 
Cir.1988); TRW Fin. Sys., Inc. v. Unisys 
Corp., No. 90-CV-71252.DT, 1995 WL 545023, 
at -- 8-9 (E.D.Mich. Feb.6. 1995); In re 
Weinberg, 163 B.R. 681, 686 (E.D.N. Y. 1994). 
Under the objective standard of 
reasonableness, inquiry into the subjective 
intent of a litigant or his counsel is 
unnecessary; sanctions can be imposed if the 
person who signed the pleading failed to 
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conduct "a reasonable inq\iiiy into the facts 
and law supporting the pleading." United Mo. 
Bank of Kansas City. N.A. v. Bank of N.Y., 
723 F.Supp. 408. 415 (W.D.Mo.l989) 
(interpreting FED. R. CIV. P. 26(g) under Rule 
1 1 standards). This comports with the 
intention of the advisory committee, which 
wrote: "The duty to make a 'reasonable 
inquiry' [under Rule 26(gX2) ] is satisfied if the 
investigation undertaken by the attorney and 
the concl\isions drawn therefrom are 
reasonable under the circumstances. It is an 
objective standard similar to the one imposed 
by Rule 11." FED. R. CIV. P. 26(g) advisory 
committee's note. Given the motivation 
behind the revisions of Rule 26(g), as 
evidenced in the advisory committee notes, 
the Coiui joins the growing swell of jurists 
adopting an objective standard, and applies it 
to the University's motion for attorneys* fees. 

*7 After reviewing the over-800 requests to 
admission, the Court concludes they fall well 
short of this objective reasonableness 
standard. Counsel for Leonard emphasizes he 
viewed the 800-Bome requests as a good-faith 
effort to narrow issues for trial. He avows he 
was able to "document the record from the 
various grievance hearing transcripts to show 
the basis for each of the initial Requests for 
Admissions." D.I. 31 at 3. [FN171 He also 
notes, correctly, that in 1992 the Local Rules 
for the District of Delaware eliminated a 
ceiling for the number of requests a litigant 
could propound. Finally, he alleges the 
University defendants are also at fault for 
stonewalling discoveiy and engaging in 
various other abusive discovery tactics. [FN 18] 

FN 17. Counsel for Leonard did not submit this 
documentation to the Court. 

FN18. At oral argument, counsel for Leonard argued 
that imposing an award of attorneys' fees against 
either his client or him might result in the 
abandonment of Leonard's claim due to their 
respective financial constraints. While the Court 
sympadiizes witfi such a plight if it exists, the Court 
was not provided any documentation upon which it 
cgiild make a balanced assessment of the potential 
pecum'ary limitations of either Leonard or his 
attorney. Because of this lack of supporting 



documentation and because lawyers or litigants are 
not conferred a right to flout the Federal Rules of 
Civil Procedure by virtue of their "financially 
challenged" status. Leonard's eleventh hour 
argument will not suy the chimes of midnight. 

Without delving into the myriad other minor 
discovery skirmishes in this case, the Court 
finds the above argxunents unavailing. Given 
the oppressive number of requests, and their 
often confusing and sometimes incoherent 
nature, [FN 19] an objective attorney would be 
hard-pressed to quibble with the conclusion 
that a reasonable inquiry would reveal the 
requests are "unreasonable or unduly 
burdensome." Fed. R. Civ. P. 26(gX2XC). 
Further, the Court recognizes the requests, 
drafted by Leonard, were likely designed "to 
harass or to cause xmnecessftry delay or 
needless increase in the cost of litigation" in 
violation of Rule 26(gX2XB); counsel for 
Leonard, had he undertaken a reasonable 
inquiry, should have realized the requests 
would at least have that inevitable effect. 

FN 19. See supra note 15. Other courts have held 
requests for admission that run into the hundreds and 
even thousands are abusive, which, when 
considering the compound nature of the requests, is 
the case here. See Misco, Inc. v. United Sutes Steel 
Corp., 784 F.2d 198, 206 {6th Cir.1986); Phillips 
Petroleum Co. v. Northern Petrochemical Co., No. 
84 C2028, 1986 WL 9186 (N.D.IU. Aug.l9, 1996); 
Wigler v. Electronic Date Sys. Corp., 108 F.R.D. 
204 CD-Md.l985); Krantz v. United Slates. 56 
F.R.D. 555 (W.D.Va.l972). 

A court is empowered to sanction 
appropriately either client, counsel, or both, 
for discovery propounded in violation of Rule 
26. See Fed. R. Civ. P. 26(gX3). Both cUent 
and counsel are at fault here. The client, 
Leonard, drafted the requests, which would 
explain the incomprehensibility and crudity of 
many of the requests. D.L 25 at Exh. F-Il. 
Counsel reviewed the requests and signed 
them. Id. This signature was a certification 
the requests were reasonable. Fed R. Civ. P. 
26(gX2). As the Court has held, they were not. 
Accordingly, the Court will grant the 
University defendants* motion for attorneys* 
fees in the amount of $ 3,777.25. [FN20] Both 
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Lfeonard and his coxinsel will be held jointly 
and severally liable for the amoxint ordered. 

FN20. In his brief, Leonard writes: "the time 
submitted by [counsel for the University defendants] 
is completely out of proportion with reality." D.I. 31 
at 3. This is hyperbole, however; considering the 
number of requests and their complexity, the Court 
finds the time and fees spent by counsel for Ae 
University defendants reviewing the requests, sec 
D.I. 25 at Exh. G, to be reasonable. The Court 
does not grant the University defendants' request for 
an additional $ 1,050.00 in fees incurred in the 
preparation and filing of dieir motion for attorneys* 
fees because those expenses were not adequately 
documented or itemized. 



END OF DOCUMENT 
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William C. PYNE, IV 

V. 

PROCACCI BROTHERS SALES CORP. 
and Garden States Farms, Inc, 

No. Civ.A. 96-7314. 

United States District Court, E.D. 
Pennsylvania. 

Oct. 8, 1997. 

Ernest Sasso, Law Offices of Ernest Sasso, 
^ Blue BeU, PA. for William C. Pyne. IV, 
plaintiff. 

Laurance E. Baccini, Rachel S. Lieberman, 
Wolf, Block, Schorr and Solis-Cohen, Phila, 
PA, for Procacci Brothers Sales Corporation, 
defendant. 

Laurance E. Baccini. Rachel S. Lieberman, 
(See above), for Garden State Farms, Inc., 
defendant. 

MEMORANDUM ORDER 
WALDMAN, J. 

*1 Presently before the court is plaintiffs 
Motion to Disqualify Defendants' Attorney. 
Plaintiff seeks to have the law firm of Wolf, 
Block, Schorr and Solis-Cohen ("Wolf, Block") 
and all its partners and associates disqualified 
from further representing defendants in this 
action. Rachel Lieberman of Wolf, Block has 
' represented defendants for the last five years. 
Lawrence Baccini of Wolf, Block has 
represented defendants for the past twenty- 
five years. Ms. Lieberman and Mr. Baccini 
are counsel of record and have participated in 
the initial phases of this litigatioa 

Plaintiff has alleged that Ms. Lieberman 
presented herself as an impartial mediator at 
a meeting with plaintiff at the ofRces of 
defendant Procacci on April 28, 1994, at a 
time when she was in fact representing 
defendants. Plaintiff asserts that "[gjiven the 
importance of the April 28th meeting, it is 
highly probable that Ms. Lieberman, and 
perhaps other members of the firm of Wolf. 
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Block. Schorr and Solis-Cohen, will be the 
subject of appropriate discovery due to their 
being fact witnesses." Plaintiff asserts that 
"[iln light of the involvement of Wolf, Block, 
Schorr and Solis-Cohen as a witness in this 
matter, representation by Wolf, Block, Schorr 
and Solis-Cohen would not be appropriate and 
would violate Rule 3.7-Lawyer as Witness-of 
the Pennsylvania Rules of Professional 
Conduct." 

In a subsequent filing just prior to the 
hearing scheduled by the court to address the 
allegation regarding Ms. Lieberman, plaintiff 
suggested that Mr. Baccini too may be a fact 
witness as to advice he gave Joseph Procacci 
"in a capacity other than a lawyer." Plaintiff 
has asserted that Mr. Baccini provided 
business advice to Mr. Procacci about, inter 
alia, personnel matters including plaintiffs 
complaints of sexual harassment while 
employed at Procacci Brothers. 

"The party seeking to disqualify opposing 
counsel bears the burden of clearly diowing 
that continued representation would be 
impermissible." Cohen v. Oasin, 844 F.Supp. 
1066, 1067 (E.D.Pa.l994) (citing Commercial 
Credit Business Loans, Inc. v. Martin, 590 
F.Supp, 328. 335-36 (E.D. Pa. 1984)). In this 
district, the professional conduct of attorneys 
is governed by the Rules of Professional 
Conduct as adopted by the Supreme Court of 
Pennsylvania. See Local. R.Civ.P. 83.6, sub- 
Rule IV(B); United States v. Moscony. 927 
F.2d 742, 748 n. 7 (3d Cir.), cert, denied, 501 
U.S. 1211, 111 S.Ct. 2812, 115 L.Ed.2d 984 
(1991). 

Rule 3.7 of the Rules of Professional Conduct 
provides in pertinent part that "[al lawyer 
shall not act as an advocate at a trial in which 
the lawyer is likely to be a necessary witness." 
This Rule does not preclude an attorney firom 
representing a client when the attorney will 
likely be a necessary witness, but only 
prevents an attorney firom acting as an 
"advocate at trial" in such a case. Caplan v. 
Braverman, 876 F.Supp. 710, 711 
(E.D.Pa.l995). Nothing in Rule 3.7 prevents 
Ms. Lieberman, Mr. Baccini or other attorneys 
at Wolf, Block from representing defendants 
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in all pretrial matters, including disco veiy. 
See Rounick v. Fireman's Fxmd Ins. Co.. 1996 
• WL 269495. *1 (E.D.Pa. May 20, 1996); 
Caplan, 876 F.Supp. at 711 (citing cases). 
Indeed, even if Ms. Lieberman or Mr. Baccini 
were to be disqualified, Wolf, Block would not 
also be disqualified in the absence of any 
showing or even suggestion that Rule 1.7 
IFNl] or Rule 1.9 [FN2] was violated. See 
Caplan, 876 F.Supp. at 712. 

FNl. Rule 1.7 prevents a lawyer from representing a 
client if that representation will be adverse to the 
interests of another client, limited by the lawyer's 
responsibilities to another client or third person, or 
the lawyer's own interests. 

FN2. Rule 1.9 provides generally that a lawyer who 
has formerly represented a client may not represent 
another person in the same or a related matter whose 
interests are adverse to those of the former chent 
absent consent of the former client after fiill 
disclosure, nor may a lawyer use information 
relating to the representation to disadvantage the 
former client. 

•2 That an attorney may be the subject of 
discovery as a fact witness or may be called as 
a witness at trial does not preclude his or her 
representation of a party in all pretrial 
matters. The Federal Riiles of Civil Procedure 
do not specifically prohibit taking opposing 
counsel's deposition. See FedR.Civ.P. 30(a) (a 
party may take the deposition of "any 
person"). A deposition of opposing counsel is 
not encouraged and is typically permitted only 
where a clear need is shown. See Shelton v. 
American Motors Corp., 805 F.2d 1323, 1327 
(8th Cir.1986); Caruso v. Coleman Co., 1994 
WL 613668, *1 (E.D.Pa. Nov.l, 1994). Such 
depositions are permitted, however, where an 
attorney takes part in "significant relevant 
pre-litigation events and the attorney-client 
privilege does not apply to the testimony." Id. 
(citing Bogan v. Northeastern Mut. Life Ins. 
Co., 152 F.R.D. 9, 14 (S.D.N. Y. 1993). [FN3] 
There is simply no reason to delay discovery 
or to preclude current counsel from continuing 
to represent defendants in pretrial matters. 

FN3. To the extent that the attorney-client privilege 
might preclude an attorney at Wolf. Block from 



providing deposition testimony, this would be so 
whether or not he or she is representing defendants 
at the time of that deposition. 

Plaintiff also points to Riile 1.12 of the Rules 
of Professional Conduct to support his position 
that Ms. Lieberman should be disqualified. 
Rule 1.12 in pertinent part provides that "a 
lawyer shall not represent anyone in 
connection with a matter in which the lawyer 
participated personally and substantially as a 
judge or other adjudicative officer, arbitrator 
or law clerk to such person." Plaintiff 
reasonably contends that this rule applies to 
attorneys acting as mediators, citing Poly 
Software International, Inc. v. Su, 880 F.Supp. 
1487 (D.Utah 1995) (defining mediator as 
"neutral individual" who assists in settlement 
of legal dispute). The essence of plaintifTs 
claim, however, is that Ms. Lieberman falsely 
presented herself as a neutral mediator when 
she in fact was acting as an attorney 
representing defendants' interests. Thus, Rule 
1.12 is not applicable. 

If Ms. Lieberman misrepresented herself as 
an impartial mediator, the Rules of 
Professional Conduct which would actually be 
implicated are Rules 4,1 and 4.3. Rule 4.1 in 
pertinent part provides that "[i]n the course of 
representing a client a lawyer shall not 
knowingly make a false statement of material 
fact or law to a third person." Rule 4.3 in 
pertinent part provides that "in dealing on 
behalf of a client with a person who is not 
represented by counsel, a lawyer shall not 
state or imply that the lawyer is 
disinterested" and "[wjhen the lawyer knows 
or reasonably should know that the 
unrepresented person misimderstands the 
lawyer's role in the matter, the lawyer should 
make reasonable efforts to correct the 
mistmderstanding." [FN4] 

FN4. While a violation of these rules may warrant 
disciplinary or remedial action, it would not per se 
require disqualification of the offending attorney. 
Sec W.T. Grant Co. v. Haines, 531 F.2d 671, 677 
{2d Cir.1976). In determining the appropriate 
sanction or remedy, a court must consider the 
client*8 right to be represented by counsel of his 
choice as well as the opposing party's right to 
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prepare and present its case without prejudice. See 
University Patents, Inc. v. Kligman. 737 F.Supp, 
325. 329 (E.D.Pa.l990); Papanicolaou v. Chase 
Manhattan Bank, 720 F.Supp. 1080, 1083 
{S.D.N.Y.1989). 

Plaintiff alleged that at his meeting with Ms, 
Lieberman in April 1994 she "received 
confidential information going to the merits of 
the case." Plaintiff, however, has specifically 
identified no information he revealed to Ms. 
Lieberman that would prejudice his ability 
prosecute this action if she remains an 
' attorney for defendants. 

♦3 From the testimony at the hearing on this 
matter, the court fo\ind the following 
pertinent facts. Plaintiff met with Ms. 
Lieberman at the behest of defendant Procacci 
Brothers* personnel director. Ms. Lieberman 
identified herself as an attorney at Wolf. 
Block who had been engaged by "the 
company" to investigate plaintiffs recent 
allegations to the personnel director of sexual 
harassment by a supervisor. Neither this nor 
any other civil action had been filed at that 
time. Plaintiff had not yet engaged counsel. 
Perhaps Ms. Lieberman could have been more 
precise about her allegiance and ultimate 
obligations to defendants, but plaintiffs 
impression that she was acting on his behalf 
as well as defendants' as a "mediator" in a 
"PHRC kind of thing" is difficult to justify. 
The PHRC is a quasi-judicial government 
agency. Plaintiff could not reasonably believe 
that an attorney engaged by his employer to 
examine workplace complaints would be 
acting for the benefit of anyone other than the 
employer. Of course, the removal of someone 
determined to be responsible for a hostile 
work environment could be mutuaUy 
beneficial to the parties and there is no 
indication that this course was foreclosed in 
April 1994. Nevertheless, it should have been 
clear that Ms. Lieberman was proceeding in 
the interest of defendants. 

Further, plaintiff revealed nothing strategic 
or protectible to Ms. Lieberman. He merely 
related his version of various acts of sexual 
harassment directed at him by a supervisor. 
He told her essentially nothing he had not 



related earlier to his personnel director and 
subsequently to a Philadelphia police officer. 
He told her nothing he does not propose to 
testify to at trial and which would not 
inevitably be disclosed during discovery. 

As to Mr. Baccini, he has long advised 
defendants on labor law and employee 
relations matters. There is no basis of record 
to show that Mr. Baccini ever did so in a 
capacity other than as a lawyer providing 
legal advice and services to a client. Mr. 
Baccini*s advice to defendants regarding 
personnel matters has been limited to the 
potential legal ramifications of various courses 
of action. 

If defendant relies on the fact or nature of an 
investigation by Ms. Lieberman in its defense, 
it is conceivable that she could become a 
necessary trial witness. See Brooms v. Regal 
Tube Co., 881 F.2d 412, 421-22 (7th Cir.1989); 
Harding v. Dana Transport, Lie, 914 F.Supp 
1084, 1093, 1099 (D.N.J.1996), This is 
something, however, which the court carmot 
determine at this stage. 

ACCORDINGLY, this 7th day of October, 
1997, upon consideration of plaintiffs Motion 
to Disqualify Defendants' Attorney and 
defendants' response thereto, and following an 
opportunity for a hearing, IT IS HEREBY 
ORDERED that said Motion is DENIED 
without prejudice as to Ms. Lieberman should 
it later appear that she proposes to act as an 
advocate at a trial at which she truly is a 
necessary witness. 

END OF DOCUMENT 
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SECURITIES AND EXCHANGE 
COMMISSION 

V- 

RANA RESEARCH, INC., et al. 
Civ, No. 89-1865 AAH(TX). 

United States District Court, CD. California. 

Oct. 2, 1990. 

Opinion 

HAUCK, District Judge. 

•1 This lawsxiit was brought by the United 
States Securities and Exchange Commission 
("Commission") against Vipin Sahgal and a 
corporation of which Sahgal is sole owner, 
Rana Research, Inc. (d^/a Vista Group, Ltd.) 
(hereinafter "Vista"). The action was brought 
by the Commission pursuant to Sections 21 
and 27 of the Securities Exchange Act of 1934, 
' 15 U.S.C. §§78uand78aa. 

The Commission alleged that on February 8- 
9, 1988, the defendants issued a series of false 
and misleading statements about a purported 
"firm offer" to acquire all the outstanding 
common stock of Superior Industries 
International Inc. The Commission further 
alleged that by issuing such false and 
misleading announcements, the defendants 
violated Section 10(b) of the Securities 
Exchange Act of 1934 (15 U.S.C. § 78j(b)) and 
Rule lOb-5 thereunder (17 C.F.R. § 240,10b-5). 
As a remedy, the Commission sought a 
permanent iryimction against the defendants, 
forbidding them from violating Section 10(b) 
and Rule lOb-5 in the future. 

Both defendants were previously represented 
by Robert H. Bretz, Esq. Mr. Bretz was a 
necessary witness in this case, because he was 
an active participant in the events which gave 
rise to this lawsuit. When, the plaintiff 
initially moved to disqualify Bretz, the Court 
disqualified Bretz firom acting as trial counsel 
only if he was going to be called as a witness. 
However, the Court extended that ruling and 
disqualified Bretz because Bretz had confused 
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his role as an attorney for the defendants and 
his role as witness in this case. (See Pre-Trial 
Conference Order, dated June 25, 1990. See 
also Order Imposing Sanctions For the 
Defendants* Failure To Comply With The 
Court*s Order To Produce Documents, dated 
August 1, 1990, 1 5.) 

After this Court disqualified Mr. Bretz, 
substitute counsel never appeared for Vista, 
the corporate defendant. Under Rule 2.9.1 of 
the Local Rules of this Court, a corporation 
can not appear pro se. The Court entered a 
default judgment against Vista because the 
defendants failed, despite the request of the 
Court, to obtain coimsel to represent the 
corporation. Defendant Sahgal also failed to 
obtain substitute counsel, despite the request 
of the Court, and represented himself at trial. 
[FNl] 

This lawsuit was filed after a thorough 
investigation by the Commission in which the 
Commission took investigative testimony on 
the record from Vipin Sahgal and two of his 
employees, Barbara Blackmore and Lyman 
Parrigin. In the course of its investigation, 
the Commission also took investigative 
testimony from Lawrence Nathanson, who, at 
the time of the events at issue in this case, 
was an employee of Prudential-Bache 
Securities, Inc. 

At the conclusion of its investigation, the 
Commission offered the defendants the 
opportunity to settle the case by consenting, 
without admitting or denying liability, to the 
entry of a permanent iiyunction which would 
prevent them from future violations of Section 
10(b) of the Secimties Exchange Act of 1934, 
and Rule lOb-6 thereunder. The defendants 
refused the Commission's offer of settlement, 
and the Complaint was filed on March 30, 
1989. 

•2 The trial in this matter was called and 
proceeded on August 13, 1990, and concluded 
on August 17, 1990. The Commission called 
the following witnesses: Marco Weiss, Louis 
Borick, Vipin Sahgal, Robert H. Bretz, 
Barbara Blackmore, Christine Hense, Sanjay 
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Sachdeva, Lyman Parrigin. and an expert 
witness, Dr. Michael Koehn. The deposition 
testimony of Lawrence Nathanson (including a 
videotape of his deposition), Lcren Schechter, 
and Richard Groberg, all of whom are outside 
the trial subpoena power of this Court, was 
received into evidence by the Court as trial 
testimony. Defendant Sahgal called the 
foUowing witnesses: Barbara Blackmore, 
Christine Hense, Lyman Parrigin, Vigin 
Sahgal, Ronald Givner, and a custodian of 
records from Superior Industries 
. International, Inc. The Coiart heard oral 
testimony from all witnesses called by 
plaintiff and all witnesses called by defendant 
Sahgal and considered the numerous exhibits. 

There were six issues presented by this case: 
(1) whether the statements made by 
defendants were false and misleading; (2) 
whether the statements made by defendsmts 
were materially misleading; (3) whether the 
defendants made false and misleading 
statements with scienter, that is, knowingly or 
with a reckless disregard for their truth or 
falsity; (4) whether the defendants made the 
statements at issue in connection with the 
purchase or sale of securities; (5) whether the 
defendants in good faith relied on the advice of 
counsel; (6) whether iiyunctive relief is 
appropriate. 

The Court, having considered the testimonial 
and documentary evidence and having heard 
arguments from both sides, now enters the 
following Findings of Fact, Conclusions of 
Law, and Order. 

FINDINGS OF FACT 
BACKGROUND 

1. At all relevant times, Rana Research, Inc. 
(hereinafter "Vista") was a small private 
company organized as a corporation under the 
laws of the state of California and doing 
business as the Vista Group, ltd. At aU 
relevant times. Vista has been in the mergers 
and acquisition business. (Pre-Trial 
Conference Order at 3, Admitted Fact A.) 

2. Vipiri Sahgal is the president and sole 
shareholder of Rana Research, Inc. (Pre-Trial 



Conference Order at 3, Admitted Fact B.) 
Sahgal is a resident of California and has been 
a self-employed analyst specializing in the 
financial area for about nineteen year^. 
Sahgal ctirrently works in the mergers and 
acquisitions business, and intends to remain 
in that business. (Tr. 136, 138.) 

3. At all relevant times the defendants: 

(A) failed to compensate their employees in 
timely fashion and repeatedly had payroll and 
other checks returned for insufficient funds; 

(B) were repeatedly delinquent in the 
payment of federal payroll taxes; 

(C) owed creditors in excess of $100,000 from 
prior transactions, which debts were not 
reflected in the defendants' financial records; 

(D) failed to maintain books and records that 
accurately reflected their true financial 
condition; 

*3 (E) were in precarious financial condition 
and on the verge of financial failiire. 

(June 25, 1990 Order.) 

4. At all relevant times, neither Vista nor 
Sahgal, either individually or collectively, 
possessed the financial capability or resources 
to acquire or to make any significant or 
meaningftil contribution to the financing of an 
acquisition, tender offer or leveraged buyout 
of Superior Industries International, Inc. (Pre- 
Trial Conference Order at 4, Admitted Fact G- 
Tr. 255.) 

5. Superior Industries International, Inc. 
("Superior") is incorporated xmder the laws of 
Delaware and has its principal place of 
business in Van Nuys, California. The 
company manufactures and markets custom 
automobile wheels and a variety of other 
automotive products and accessories. Superior 
is the country's largest manufacturer of wheel 
rims and in 1987 had net sales in excess of 
$150 million- (Pre-Trial Conference Order at 
3, Admitted Facts, C, D; Ex. 179, S 1.) 
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6. At all relevant times, the common stock of 
• Superior was registered with the Securities 

and Exchange Commission pursuant to 
Section i2(b) of the Securities Exchange Act, 
15 U.S.C. § 78(lXb), and Superior*s common 
stock was registered with and listed for 
trading, and was traded on, the American 
Stock Exchange. (Pre-Trial Conference Order 
at 4, Admitted Fact E.) 

7. Louis Borick is President, Chairman of the 
Board of Directors, and Chief Executive 
Officer of Superior. Borick founded the 
predecessor to Superior over forty years ago 
with an investment of $3,000. (Ex. 179, ^ 1.) 

8. During the period October, 1987, through 
February, 1988, Borick was the beneficial 
owner of approximately 23% of Superior's 
outstanding common stock. At that time, 
Superior's directors and officers as a group 
owned approximately 28% of Superior's 
outstanding common stock. (Ex. 179, 1 2.) At 
the time of the facts at issue in this case, 
Sahgal believed that Borick owned 
approximately 30% of the stock of Superior. 
(Ex. 188; Tr. 435-36.) 

9. Marco Weiss is the sole shareholder of 
Marco F. Weiss, a professional corporation, 
which is a partner of the law firm of Hill & 
Weiss in Los Angeles, California. Weiss is an 
experienced securities lawyer. (Ex. 178, 1 1.) 

10. Hill & Weiss has provided legal 
representation to Superior concerning 
securities-related and other financial matters. 
Weiss began representing Superior in 
approximately 1969. Weiss has been a 
member of the Board of Directors of Superior 
since 1969. (Exhibit 178, 1 2.) 

11. At the time of the events which gave rise 
to this action, Lawrence Nathanson was a 
director of Prudential-Bache's Leveraged 
Buyout and High Yield Group, of the Mergers 
and Acquisitions Department. Before joining 
Prudential- Bache in 1987, Nathanson was 
employed for eight years at Salomon Brothers, 
over Jour of which he spent in the mergers and 
acquisitions department specializing in and 
consummating leveraged buyouts. (Ex. 182y 
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at 8-13.) 

12. Robert Bretz is an attorney in Los 
Angeles who participated with Sahgal and 
Vista in issiiing one of the press releases at 
issue. 

SAHGAL'S XNITIAL EFFORTS TO 
ACQUIRE SUPERIOR 

•4 13. Sahgal became interested in Superior 
in the fall of 1987 and shortly thereafter 
contacted Ronald GSvner, an attorney at the 
law firm of Hill & Weiss, who had occasionally 
done legal work for Sahgal and his businesses. 
Sahgal asked Givner if he would speak with 
Marco Weiss about introducing Sahgal to 
Louis Borick. Givner did as Sahgal asked. 
(Tr. 667-72; Ex. 178, t 4.) 

14. Weiss agreed to speak with Sahgal, and, 
in the coxirse of a brief informal conversation, 
Sahgal told Weiss he was interested in 
arranging an acquisition or leveraged buyout 
of Superior, and inquired whether Weiss 
wovJd contact Louis Borick to determine 
whether Borick would speak with Sahgal 
about Sahgal's interest in acquiring Superior, 
(Ex. 178 H 5.; Tr. 22-23, 168.) 

15. Given his past experience with Borick, 
Weiss believed that Borick would not be 
interested in any acquisition proposal, and 
Weiss advised Sahgal of that. (Ex. 178, 5 6.) 

16. From the outset, Weiss advised Sahgal 
that he wo\ild act as an introducer only if 
Borick was willing to talk to Sahgal. (Tr. 62- 
63.) 

17. As a coiulesy to Sahgal, Weiss contacted 
Borick, and asked him if he would be 
interested in speaking with Sahgal regarding 
Sahgal's interest in arranging an acquisition 
of Superior. (Ex. 178, 1 7; Tr. 24.) 

18. Borick informed Weiss categorically that 
he was neither interested in speaking with 
Sahgal, nor was he interested in selling the 
company. Weiss told Borick that he would 
inform Sahgal of Borick's position. (Ex. 178, 1 
7; Tr. 24; Ex. 179, 1 3; Ex. 142, t 2.) 
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19. Weiss thereupon conunurdcated to Sahgal 
that Borick had no interest in meeting with 
Sahgal or discussing any proposed acquisition 
with Sahgal. (Ex. 178, H 8; Tr. 24, 168.) 
Sahgal ftdly understood that Borick had 
rejected him. (Tr. 166, 168-69, 173.) 

20. Sahgal again approached Weiss in mid- 
November, 1987, and told him that he had 
sec\ired the financial backing and 
participation of Trafalgar Holdings, Ltd. for 
an acquisition of Superior. (Ex. 178, % 9; Tr. 

' 24-25, 169.) 

21. Once again, at the request of and as a 
courtesy to Sahgal, Weiss contacted Borick, 
and inquired whether Borick would be 
interested in discussing an acquisition 
involving Sahgal. with the financial backing 
and participation of Trafalgar. In response to 
Weiss' inquiry, Borick again responded that 
he had no interest in discussing any 
acquisition of Superior with Sahgal. (Ex. 178 
1 10; Ex. 142, K 3.) 

22. Weiss once again informed Sahgal that 
Borick had rejected him. (Tr. 34- 35.) Sahgal 
once again fully understood that Borick had 
rejected him. (Tr. 166, 169, 173.) 

23. Neither Borick nor Weiss ever encouraged 
Sahgal to pursue any deal or to attempt to 
arrange any acquisition involving Superior. 
To the contrary, each time Sahgal approached 
Borick through Weiss, Borick starkly rebuffed 
Sahgal, and Weiss candidly and pointedly 
informed Sahgal that Borick had no interest 
in dealing with him. (Ex. 178, ^ 16-17; Ex. 
179, 1 8.) 

SAHGAL FRAUDULENTLY INDUCED 
PRUDENTIALBACHE'S UNWITTING 
PARTICIPATION IN HIS SCHEME 

•5 24. At all time relevant to this lawsuit, 
Prudential-Bache had a widely known and 
strictly adhered to policy against participating 
in hostile transactions. (Ex. 182y at 32-36, 57, 
71; Ex. 183 at 11-13; Ex. 187a at 35, 181-82; 
192;*Ex.31at79.) 

25. Fully aware that the Chairman of 



Superior had no interest in any transaction 
involving him or Vista. Sahgal contacted Gene 
Wong, a managing director of Prudential- 
Bache Seciuities, and told Wong he wished to 
arrange an acquisition of Superior. (Ex. 47 at 
166-68; Ex. 182y at 17-18.) 

26. Wong referred Sahgal to Richard Groberg, 
a PVudential-Bache employee who acted as a 
liaison between the High Yield Sales and 
Trading Group and the Conwrate Finance 
Department. (Ex. 183 at 506; Ex. 182y at 17- 
24; Ex. 32.) 

27. Groberg, an associate vice president in the 
High Yield Sales and Trading Group, first 
spoke with Sahgal during early December, 
1987. (Ex. 183 at 5-7.) In that conversation] 
Sahgal lied to Groberg, telling him that he 
knew and had a relationship with Superior's 
Chairman, and that he could deliver him in a 
"friendly" transaction, (Ex. 183 at 7-8.) 
Groberg, for his part, explained clearly to 
Sahgal that IVudential-Bache would under no 
circumstances participate in any hostile 
transaction (i.e., one in which management 
was not supportive of the transactioi^, and 
that Prudential-Bache would not participate 
in any transaction for which it was not able to 
gain access to more detailed corporate records 
than are publicly available. Groberg further 
explained to Sahgal that Prudential-Bache 
would not involve itself in a transaction unless 
its employees had first conducted in-person 
meetings with the target company's 
management, and that, before Prudential- 
Bache could make any serious buyout 
proposal, numerous Prudential-Bache 
committees would have to approve the 
transaction. (Ex. 183 at 8-14, 24-26.) Sahgal 
deliberately concealed from Groberg that 
Superior's Chairman had rejected him. 

28. After Prudential-Bache's internal 
procedures had been explained to Sahgal by 
Groberg, on January 14, 1988, Sahgal was 
introduced by telephone to Lawrence 
Nathanson, a director in the Mergers and 
Acquisitions Department of Prudential- 
Bache. During that initial conversation, 
Sahgal lied to Nathanson by telling him that 
he was engaged in friendly acquisition 
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discussions with Louis Borick, the Chairman 
and controlling shareholder of Superior. 
Sahgal further lied to Nathanson by telling 
him that Borick had told Sahgal that he was 
interested in arranging a fiiendly leveraged 
buyout of Superior, and that he was willing to 
work with Sahgal and Vista on an exclusive 
basis to explore an acquisition if Sahgal and 
Vista co\ild demonstrate on some reasonable 
basis that they had the financial capacity to 
consummate a leveraged buyout, Sahgal then 
told Nathanson that Borick had agreed to 
meet with him once Sahgal was able to 
demonstrate that they had potential financing 
for an acquisition. (Ex. 182y at 12-13, 16-36; 
Ex. 31 at 31-35; Ex. 32.) Sahgal deliberately 
concealed fi-om Nathanson that Borick had 
rejected him. 

•6 29. In one of their early conversations, 
Nathanson reiterated to Sahgal that 
Prudential-Bache had a strict policy against 
participating in any vmfiiendly transaction. 
(Ex. 182y at 34.) 

30. Based on Sahgal's false representations, 
Nathanson agreed to prepare a tentative and 
preliminary buyout analysis of Superior, 
based solely upon public information. During 
the next several days, Nathanson prepared 
such an analysis, and during that period 
Nathanson and Groberg spoke severfd times 
with Sahgal. (Ex. 182y at 36-38; Ex. 183 at 
18; Ex. 31 at 36, 42-43, 49-51; Ex. 32.) They 
explained to Sahgal that, based on publicly 
available information, it appeared that the 
transaction would be difficult to accomplish. 
(Ex. 182y at 39-42; Ex. 183 at 18-19; Ex. 31 
at 62-63, 66; Ex.32.) 

31. Accordingly, both Nathanson and Groberg 
explained to Sahgal that, in order to proceed 
further, it would be necessary to "get inside" 
Superior, with the cooperation and support of 
Superior's management. That process wo\ild 
include engaging in face to face discussions 
with Superior's management, reviewing 
Superior's nonpublic business projections, 
entering a confidentiality agreement with 
Superior; and performing other extensive due 
diligence. (Ex. 183 at 11- 12; Ex. 182y at 30, 
42-51; Ex. 31 at 69-60, 72-73; Ex. 32.) 



32. Ehuing that period, Nathanson and 
Groberg again emphasized to Sahgal that 
Prudential-Bache would, imder no 
circumstances, participate in any hostile 
transaction. (Ex. 182y at 39; Ex. 183 at 20- 
21; Ex.32.) 

33. After completing his analysis, Nathanson 
discussed it with Sahgal on January 20 and, 
after revising it, spoke with Sahgal again on 
or about January 22. (Ex. 182y at 39-42, 45; 
Ex. 32.) Sahgal suggested that Nathanson 
draft a letter to Borick expressing Vista's and 
Prudential-Bache's interest in Superior. (Ex. 
182y at 45. 51-52; Ex. 31 at 73; Ex. 184d at 
689-90.) Nathanson agreed to do so, but 
advised Sahgal that the wording of the letter 
would have to be tentative owing to the 
tentative and preliminaiy nature of the 
analysis. (Ex. 182y at 63; Ex. 183 at 20-21; 
Ex. 31 at 73.) Nathanson also confirmed with 
Sahgal that the overarching purpose of this 
exercise was to establish a face to face 
dialogue with Superior's management. (Ex. 
182y at 51- 55; Ex. 32.) 

THE FIRST FAILED DOOR OPENER 

34. In accordance with Sahgal 's suggestion, 
Nathanson proceeded to draft a letter which 
he then sent to Sahgal for in-person 
transmittal to Borick. The letter, dated 
January 22, 1988, stated a generalized 
interest on behalf of Vista and Prudential- 
Bache in working with Superior's 
management to explore a leveraged buyout 
transaction. (Ex. 28; Ex. 182y at 55-56.) 

35. Having received a copy of the draft letter 
from Nathanson, Sahgal requested that 
Nathanson send it directly to Borick. (Ex. 
182y at 57; Ex. 31 at 86; Ex. 32.) Nathanson 
refused, explaining that, since he did not know 
Borick, a letter from him might be 
misconstrued as an unfriendly advance or as 
less conditional than intended. Indeed, 
Nathanson told Sahgal in no xmcertain terms 
that he would not be comfortable with any 
means other than hand delivery of the letter 
to Borick by Sahgal. (Ex. 182y at 57-58; Ex. 
183 at 22-23; Ex. 31 at 86-87; Ex. 32.) 
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•7 36. Consequently, the two agreed that 
Sahgal would utilize the letter in the meeting 
with Borick that Sahgal falsely claimed he 
was having the following week. (Ex. 182y at 
57-61; Ex. 31 at 90-91; Ex. 32.) Indeed, 
throughout the course of these preliminaiy 
discussions, Sahgal referred to the meeting 
which he claimed that he and Borick were 
going to have. (Ex. 183 at 13-14; Ex. 182y at 
27-28, 58-60.) 

37. Nathanson told Sahgal that if his meeting 
• with Borick went well, the next required step 

Avould include Prudential-Bache's putting 
together a team of its employees to meet with 
Borick and other members of Superior*s senior 
management to begin exploratory discussions 
and detailed due diligence to ascertain the 
feasibility of a proposed transaction. (Ex. 
182y at 54-56; Ex. 32.) Nathanson and Sahgal 
agreed to speak after Sahgal had met with 
Borick. (Ex. 182y at 57-60; Ex. 31 at 90-92; 
Ex. 32.) 

38. Throughout the course of their 
discussions, Nathanson repeatedly told Sahgal 
that it would be necessary for representatives 
of Prudential-Bache to meet with the 
management of Superior before any proposed 
transaction co\ald advance beyond a 
preliminary stage. (Ex. 182y at 31-33, 42-51; 
Ex. 31 at 59- 60. 72-73; Ex. 32.) 

39. A few days later, armed with a letter from 
. a major Wall Street firm which he had 

obtained under false pretenses, Sahgal once 
again contacted Weiss and requested that he 
present Nathanson's letter to Borick. (Ex. 
178, ^ 12; Tr. 40, 42. 679, 684-85.) Weiss 
refused to do so and informed Sahgal that he 
would not further commujiicate with Borick to 
facilitate an introduction to Sahgal. and that 
if Sahgal had anything further to discuss with 
Borick, he wo\ild have to do it himself. (Ex. 
178. 1 12; Tr. 42, 679, 684-86.) 

40. Having struck out with Weiss, and imable 
to establish any personal contact with Borick, 
Sahgal did not hand-deliver the letter to 
Borick at a meeting, as Nathanson had 
insisted, but instead had the letter, with a 
January 26. 1988, cover letter from Sahgal 



(Ex. 39), delivered by messinger to Borick. 

SAHGAL'S CONVERSATION WITH 
BORICK 

41. Borick received Nathanson's letter (Ex. 
28), but did not consider the letter to be of any 
substance because he believed, given his past 
explicit rejections, that Sahgal was playing 
games. Although Borick had been explicitly 
clear that Superior would have no dealings 
with Sahgal, Sahgal nevertheless had solicited 
Prudential-Bache's participation. (Ex. 179, ^ 
5.) 

42. In order to put an end to Sahgal's 
exercise, on January 28 Borick called Sahgal 
and, in a brief conversation, told him that 
Superior had no interest in Sahgal's proposed 
leveraged buyout or in an acquisition of the 
company, and that he would confirm that in a 
letter. Borick did not ask Sahgal to propose 
an offer price. Nor did Borick say anything to 
Sahgal to indicate that he wished for Sahgal 
to quote an offer price. The subject to price 
was in no way a topic of their brief 
conversation. (Ex. 179. % 6; Ex. 142, 1 6; Tr. 
71- 72.) 

*8 43. Thereafter Borick reiterated his 
telephone rejection in a letter to Sahgal, in 
which he wrote, "In reply to your letter of 
January [2]6 and our telecon of today, this is 
to confirm to you that we do not have an 
interest in either being acqxiired or in LBO." 
(Ex. 179, 1 7; Ex. 29.) By his letter to Sahgal. 
Borick memorialized that which he had told 
Sahgal earlier on the telephone. Consistent 
with his customary practice, Borick had his 
secretary mail the letter to Sahgal that same 
day, (Ex. 179. 1 7, Tr. 109.) Sahgal received 
the cross-town letter shortly thereafter. 

44. Borick informed Weiss that he had 
received Nathanson's letter, that he had called 
Sahgal on January 28, 1988, and had sent him 
a letter that same day, in both instances 
stating that he had no interest in an 
acquisition of Superior. (Ex. 178, 1 14; Tr 
109.) 

45. On at least one occasion prior to February 



Copr. © West 1998 No Claim to Orig. U.S. Govt. Works 

PPPP011604 



V\festlaw. 



Not Reported in F.Supp. 

(Cite as: 1990 WL 267365. •g (C.D.Cal.)) 



Page 7 



^ 9. 1988. Sahgal asked Weiss why Borick 
' continued to reject his proposals and, in 
particular, mentioned the letter which he said 
that he had received from Borick which 
memorialized Borick's rejection of Sahgal's 
proposal concerning Superior. Weiss 
responded to Sahgal that it was Borick*s 
prerogative to reject Sahgal's proposal and 
that Borick had obviously decided to do so 
(Ex. 178, 1 15.) 

46. The centerpiece of defendant's case is his 
claim that he never received Borick's rejection 
letter of January 28, 1988. The Court finds 
that defendant's claim is not believable. 
Borick followed his normal procedures in 
mailing the letter. In addition, Sahgal 
himself indicated to Weiss prior to February 9, 
1988, that he had received the letter. Further, 
defendant's "proof* that he did not receive the 
letter centers around the strained effort of his 
loyal former secretary, Barbara Blackmore, 
who now claims that she would have opened 
any letter which was addressed to Sahgal and, 
accordingly, would have known whether a 
letter from Borick to Sahgal had come in. 
However, in more contemporfineous testimony 
in 1988 in the SEC's investigation of this 
matter, just three months after the events at 
issue in this case, Blackmore testified 
unequivocally imder oath that she would not 
have opened such a letter addressed to Sahgal. 
(Tr. 485-86, 500-02.) At trial, Blackmore was 
\inable to provide any plausible explanation 
for changing her testimony. (Tr. 502.) 

47. At any rate, the Borick letter to Sahgal 
merely reaffirms that which Borick told 
Sahgal on the telephone on January 28, 1988 
(and that which he had previously told Sahgal 
through Marco Weiss), i.e., that Superior had 
no interest in any leveraged buyout or 
acquisition involving Sahgal or Vista. Even 
assuming arguendo that Sahgal had not 
received the Borick letter, Sahgal fully knew 
that Borick had no interest in doing a deal 
with Sahgal. (Tr. 449.) 

48. At no point in time did Borick ask Weiss 
to s^ek an offering price for Superior from 
Sahgal, and at no point in time did Weiss ask 
Sahgal to propose an offering price. Nor did 
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Weiss ever say anything to Sahgal from which 
Sahgal could have reasonably inferred that he 
shoxild propose an offering price to Borick. 
(Ex. 178, 11 16-17; Ex. 179, 1 8; Tr. 61.) 

*9 49. At no time did Borick in any way 
encourage Sahgal to attempt to arrange an 
acquisition of Superior. Borick never told 
Weiss or anyone else to encourage Sahgal to 
arrange an acquisition of Superior, nor did he 
ask Weiss to seek an offer price from Sahgal. 
At no point in time did Borick ever ask Sahgal 
for a price or any indication of a level of 
interest. To the contrary, he flatly rejected 
Sahgal's overtures, and made it abundantly 
clear to Sahgal that he had no interest in 
meeting with him or discussing any 
acqxiisition of Superior with him or anyone 
associated with him. (Exhibit 179, 11 5-6; Tr 
71-72. 105, 107.) 

THE SECOND FAILED DOOR OPENER 

50. A few days after Borick had again 
spumed Sahgal, Nathanson called Sahgal to 
inquire whether his meeting with Borick had 
been a success. (Ex. 182y at 61-62; Ex. 31 at 
92-94; Ex.32.) 

51. Rather than telling Nathanson the truth, 
which would have ended Prudential-Bache's 
unwitting participation in Sahgal's scheme, 
Sahgal reported that the meeting had been 
successful, but that Borick had informed him 
that other firms were similarly interested in 
acquiring Superior. (Ex. 182y at 62- 63; Ex. 
31 at 92-94, 96-97; Ex. 32.) 

52. Nathanson responded that the proposed 
transaction seemed less palatable because the 
existence of competitors would likely diminish 
Prudential-Bache's chances. (Ex. 182y at 63; 
Ex. 31 at 94; Ex. 32.) 

53. In order to revive Nathanson's waning 
interest, Sahgal falsely added that Borick had 
requested that Prudential -Bache and Vista 
clarify their interest in Superior by suggesting 
a price which they would consider appropriate 
to offer Superior's shareholders in a 
hypothetical leveraged buyout. (Ex. 182y at 
64- 67, 73; Ex. 31 at 94-96; Ex. 32.) 
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54. Based on Sahgal*B prevarication, 
Nathanson agreed to comment on a letter 
which Sahgal said he would take personally to 
Borick in response to his purported request. 
(Ex. 182y at 64.66; Ex. 31 at 95.) 

55. In the same conversation, Sahgal and 
Nathanson discussed at length the context in 
which the letter would be given to Borick. 
Nathanson cautioned Sahgal that a letter 
mentioning a price could be sent only on the 
same tentative basis as Nathanson's prior 
letter to Borick, and that it too would have to 
be hand-delivered by Sahgal to Borick. (Ex. 
182y at 64-69. 73-79; Ex. 31 at 95; Ex. 32,) 

56. Sahgal claimed that Borick wovild use the 
letter in a regularly scheduled board meeting 
to determine whether Superior's management 
wished to work with Prudential-Bache and 
Vista on any proposed transaction. (Ex. 182y 
at 66-67, 73-76; Ex. 31 at 97; Ex. 32.) 

57. The two knew and agreed that the 
interest which the letter woijld express was 
conditioned on the performance of an array of 
due diligence procedures. (Ex. 182y at 64-69 
76.) 

58. In selecting a price to include in the 
letter, Sahgal told Nathanson that since they 
were expressing only a preliminary interest, 
that they should be aggressive and suggest 
$16 per share. (Ex, 31 at 97-98.) 

•10 59. Sahgal never told Nathanson that he 
had, in fact, never met Borick. Instead, 
Sahgal deliberately concealed from Nathanson 
the fact that Borick had flatly rejected Sahgal 
(Ex. 182y at 69-71, 76-79.) 

60. On or about February 5. Nathanson 
received a call from Lyman Parrigin, a 
representative of Vista who was calling in a 
clerical capacity. (Ex. 47 at 229; Ex. 31 at 
103; Ex. 32.) 

61. Nathanson reviewed the proposed letter 
and made editorial comments, reiterating the 
conditional nature of the letter. (Ex. 182y at 
74-76; Ex. 32.) 



62. At this preliminary juncture, Nathanson 
had not discussed with Sahgal what structure 
any proposed transaction would assxune, nor 
had they ever discussed what Sahgal's or 
Vista's role in any proposed transaction would 
be. (Ex. 182y at 46-47; Ex. 184c at 486-90, 
544-48.) 

63. After receiving Nathanson's comments, 
Sahgal sent the letter to Borick. Once again 
Sahgal had not, as agreed, hand-delivered the 
letter to Borick. Nathanson never saw the 
final draft of the letter Sahgal sent to Borick. 
The February 5, 1988, letter from Sahgal to 
Borick, in response to Borick's purported 
request, stated that Vista and Prudential- 
Bache were "prepared to offer sixteen dollars 
per share" for Superior's stock, that Vista 
"would like to meet" with Superior, but that 
the offer to negotiate was "conditioned upon 
performance" of "the requisite financial and 
legal due diligence procedures." (Ex. 30.) The 
letter, an invitation to negotiate with 
Superior, was received by Superior on 
February 8. 

64. At no point in time had Borick asked 
Sahgal for any such letter. In fact, the letter 
was contrary to Borick's unambiguous 
rejections and refusals even to meet with 
Saghal. (Ex. 179, 1 9.) 

DEFENDANT'S FIRST FALSE AND 
MISLEADING ANNOUNCEMENT 

65. On February 8, 1988, weU aware of 
Borick's refusal to deal with him or Vista, and 
without seeking or having authorization from 
anyone at Prudential- Bache, Sahgal (aware of 
Vista's unhealthy financial condition) decided 
to shake-up Superior's management by issuing 
a false and misleading press release in an 
attempt, through the resulting market effect, 
to pressure Borick and ignite a transaction in 
which Sahgal and Vista could participate and 
profit. 

66. Sahgal knew that, given Borick's 
rejections and Prudential-Bache's policy 
against hostile deals, unless he took dramatic 
action his scheme had come to an end and he 
would not be involved in any acquisition of 
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Superior. 

67. In addition. Vista employees and their 
relatives had, just a few days prior to the 
fraudulent annoxincement, bought Superior 
stock and, therefore, would also benefit if 
Sahgal were able to successfully rattle 
Superior's stock price. (Tr. 530-38; Exs. 11- 
12; Tr. 555-62; Ex. 26; Tr. 610-11, 638-42; 
Tr. 255-58; Ex. 47 at 78-80,) Sahgal's claim 
that he did not know that his employees and 
their relatives were piuxhasing Superior stock 
less than one week before the fraudulent 
announcement is not credible, in light of the 
small number of individuals employed by 
Vista, all of whom knew of the proposed 
acquisition, and in light of Lyman Parrigin's 
testimony that he asked for and received 
approval from Sahgal to recommend to his 
sisters that they purchase Superior stock after 
Sahgal had identified Superior as a target 
(Tr. 639-40.) 

•11 68. Sahgal thus directed his secretary, 
Barbara Blackmore, to draft a press release 
regarding the proposed Superior transaction. 
(Ex. 181 at 10; Ex. 189 at 2-3.) Blackmore had 
never before drafted a press release, and had 
virtually no knowledge of Sahgal' s proposed 
transaction aside from what she had learned 
by typing his two letters to Borick. (Tr. 503- 
06, 510.) Disregarding Blackmore's 
inexperience and ignorance. Sahgal did not 
describe to Blackmore what the press release 
was about. (Tr. 507-09.) Moreover, although 
Blackmore knew virtually nothing about the 
proposed transaction, Sahgal designated her to 
be Vista's spokesperson concerning the false 
and misleading release. (Ex. 4; Tr. 513-14.) 

69. After Sahgal reviewed the press release 
which Barbara Blackmore had initially 
drafted, Sahgal authorized the issuance of the 
release, and instructed Blackmore to 
disseminate it to the financial press for 
publication. (Tr. 147-52; Ex. 184c at 447-48, 
457-59, 473, 501.) He instructed Blackmore to 
send the release over the Biisiness Wire 
Service. (Tr. 152.) 

70. Sahgal did not inform Prudential-Bache 
that he was going to issue the release, because 



he knew that Prudential-Bache would never 
agree to the issuance of a press release at such 
a preliminary stage of a tentative transaction. 

71. The press release, disseminated by Vista 
and Sahgal, crossed the broad- tape at 7:53 
a.m. on February 9, and stated, inter alia, as 
foUows: 

New York based Prudential-Bache Securities, 
Inc. and Los Angeles based The Vista Group! 
Ltd. announced today that they had made a 
firm offer in a letter to Mr. Louis Borick, 
Chairman of the Board and President of 
Superior Industries International, Inc., to 
acquire all of the outstanding stock of 
Superior Industries International, Inc. at 
$16.00 per share in a leveraged buy-out 
transaction. "Such a transaction would 
deliver to the shareholders of Superior a 
significant premium over the current market 
value of their shares" said Vipin Sahgal of 
The Vista Group. Ltd. Prudential-Bache 
Securities, Inc. and The Vista Group, Ltd, 
stated they have ample resources available to 
effectuate the transaction quickly. 

(Exs. 4, 46.) 

72. The Vista press release was materially 
false and misleading, and Sahgal knew it. 
Sahgal neither sought nor had authorization 
to issue a press release on behalf of 
Prudential-Bache. Indeed, Sahgal never once, 
prior to issuing the release, raised the subject 
of a press release to Nathanson or anyone else 
at Prudential-Bache (Tr. 154-56, 159, 168; Ex. 
184c at 450, 452. 478, 485; Ex. 47 at 268-70), 
yet the release falsely purported to be on 
behalf of Prudential- Bache, 

73. The press release's opening phrase, "New 
York based Prudential-Bache Securities, Inc. 
and Los Angeles based The Vista Group, Ltd, 
announced today," falsely announced to the 
financial press and, thereby, to the investing 
public that Prudential-Bache had issued or 
had authorized the issuance of the release. 

•12 74. Moreover, neither Prudential-Bache 
nor Vista had made a "firm offer" to acquire 
Superior. As Sahgal well knew, Prudential- 
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Bache*B expressions of interest were of the 
most preliminary kind and neither Vista nor 
Sahgal had financial resources to make any 
firm offer. 

75. The press release's statement that 
"Prudential-Bache Secimties, Inc. and The 
Vista Group, Ltd. stated they have ample 
resources available to effectuate the 
transaction quickly" was likewise false and 
misleading. Prudential-Bache, of course, had 
annoimced nothing. Furthermore, Vista's 

' statement that it too had ample resources to 
effectuate a buyout was, again, false. In sum, 
Vista's February 8 release, issued at the 
direction of Sahgal, was fundamentally false. 

76. As a result of Vista's release, American 
Stock Exchange trading of Superior was 
halted throughout the day on February 9. 

PRUDENTIAL-BACHE'S DENIALS 

77. Loren Schechter, who was General 
Coiuisel, Senior Vice President, and a member 
of the Board of Directors of Prudential-Bache, 
was startled by Vista's release, because in the 
normal course of his duties he would know 
whether Prudential-Bache had made a firm 
offer. Schechter knew that Prudential-Bache 
had not made a firm offer to acquire Superior 
(Ex. 187a at 10-11.) 

78. By contacting others at Prudential-Bache, 
. Schechter confirmed that Prudential-Bache 

had authorized neither a firm offer nor the 
issuance of a press release. (Ex. 187a at 10-12, 
142.) Having thus assured himself that the 
content of Vista's release was false, and in an 
attempt to send correct information to the 
market, Schechter arranged for Prudential- 
Bache to issue a denial, which was reported by 
the financial press at 10:47 a.m. on February 
9. Prudential-Bache's statement succinctly 
and accurately stated that Vista's 
announcement of a "furo offer" was both 
"unauthorized" and "incorrect." (Ex. 21; Ex. 
187a at 13-16. 132.) In a statement carried on 
the wire services at 1:40 p.m., Prudential- 
Bache reiterated its denial. (Ex. 22; Ex 187a 
at 26- 27.) 



DEFENDANT'S SECOND FALSE AND 
MISLEADING ANNOUNCEMENT 

79. During the day on February 9, Schechter 
telephoned Vista to demand that it retract its 
false statements. (Ex. 187a at 16-17, 32 135- 
36; Ex. 187b at 183.) 

80. Sahgal was present at Vista's offices on 
February 9, but deliberately avoided 
Prudential-Bache's calls, instead allowing his 
ill-informed employee, Lyman Parrigan, to 
engage in discourse with Schechter and others 
from Prudential-Bache, as Sahgal secretly 
listened by speaker-phone. His purported 
reason for not participating in the calls, which 
the Court finds to be non- credible, is that he 
was too busy on other matters and that 
furthermore no one from Prudential-Bache 
asked to speak with him. 

81. At the direction of Sahgal, Sahgal's 
secretary Blackmore spoke with reporters 
throughout the day on February 9. (Tr. 514.) 
Sahgal directed her to do so despite the fact 
that she had virtually no knowledge of the 
proposed transaction, limited education, and 
was not familiar with applicable securities 
laws. (Tr. 460-61. 481, 514.) In spite of the 
fact that he was at Vista's offices as she spoke 
with the press, Sahgal failed to give her 
proper instructions as to what to say to 
reporters. (Tr. 237-38; Ex. 189 at 5; Ex. 47 at 
475.) Indeed, Sahgal sat brazenly in Vista's 
conference room as Blackmore fed 
misinformation to a Wall Street Journal 
Reporter who had come to Vista's offices (Tr 
514; Ex. 115.) 

♦13 82. Not only did Vista reject Schechter's 
demand for a retraction, but Blackmore 
reaffuTned Vista's false statements to the 
financial press. Without any basis 
whatsoever, and despite Prudential-Bache's 
denials earlier that day, she told reporters 
that Vista "did make an offer with Prudential- 
Bache" to acquire Superior, that Vista and 
Prudential-Bache "would likely issue a new 
announcement on the transaction later this 
afternoon," and that "Vista is working with 
members of Superior Industries' management 
for a leveraged buyout of Superior." (Exs. 22, 
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■ 115, Tr. 514-519.) Vista's and Sahgal's 
announcements, through Blackmore, 
furthered the deception of Vista's first press 
release. 

83. Blaclunore's reafldrmation of the bogus 
oflFer was false, especially in light of 
Prudential-Bache's denial. Moreover, this 
second set of false announcements misled the 
public by suggesting to the public that the 
game was still afoot and that Prudential- 
Bache would jointly with Vista issue a 
subsequent announcement. The claim that 
Vista was working with members of Superior 
Industries' management for a leveraged 
buyout was pure fiction. 

SUPERIOR'S DENIAL 

84. After Blackmore's false and misleading 
statements crossed the wire, Superior's 
chairman Borick told the press that Superior 

• was not discussing a buyout with Vista, that 
he had previously sent Vista a letter telling 
them Superior had no interest in doing so, and 
furthermore that Vista^s statement that it was 
working with members of Superior's 
management on a leveraged buyout was "a 
pure out-and-out fabrication." Borick's 
statements to the press were carried on the 
news wires on February 9. (Exs, 177, 113.) 

BRETZ'S CONVERSATIONS WITH LOUIS 
BORICK AND LOREN SCHECHTER 

85. That same afternoon, Sahgal went to 
Robert Bretz's office for a meeting. At 5:03 
p.m. PST, Barbara Blackmore faxed to Sahgal 
and Bretz, at Bretz's office, a copy of news 
wires of Prudential-Bache's and Superior's 
denials. (Ex. 177.) The news wires reported 
Borick's statement that he had sent Vista a 
letter saying that Superior had no interest in 
holding any discussions with Vista about any 

, leveraged buy-out. The faxed news wires also 
reported Barbara Blackmore's false statement 
that Vista "is working with members of 
Superior Industries management for a 
leveraged buy-out of the company." (Ex. 177.) 
These news wires were received and reviewed 
by Sahgal and Bretz prior to the issuance of 
Vista's final misleading press release. 



86. During the afternoon of February 9, 
Robert Bretz, acting on behalf of Vista and 
Sahgal. placed calls to Louis Borick and Loren 
Schechter. 

87. When Bretz reached Borick by telephone 
he asked for a meeting on behalf of Vista. 
Borick told Bretz that he was in no way 
interested in having such a meeting. (Tr. 
397.) Borick also told Bretz that he did not 
have an interest in being acquired by or doing 
any deal with Vista and that he had 
communicated that to Sahgal before the 
issuance of the February 8 press release (Tr 
395, 449.) 

*14 88. In addition to being told directly by 
Borick, Sahgal also told Bretz that Borick had 
stated that he did not want to be involved in 
any deal with Vista. (Tr. 449.) 

89. Bretz asked Borick to send him a copy of 
the January 28 rejection letter which Borick 
told Bretz that he had sent to Sahgal. (Tr. 
451.) at 5:09 p.m., Borick faxed a copy of the 
letter to Bretz. (Exs. 7, 149.) 

90. When Bretz talked to Schechter, 
Schechter told Bretz that he was the Senior 
Vice President, General Counsel, and member 
of the Board of Directors of Prudential-Bache 
and explained to Bretz that he was giving him 
a corporate position in the clearest of terms. 
Schechter told Bretz that, as he had told Vista 
earlier that day, Prudential-Bache would not 
participate with Vista in any fashion in a 
buyout of Superior. (Ex. 187a at 35-40, 104- 
05, 108-11, 119. 20, 209-10, 220, 228-31; Ex 
187b at 151-52. 181-83, 194-95; Ex. 184d at 
776.) 

91. Schechter told Bretz in no imcertain terms 
that there would be no meeting between Vista 
and Prudential-Bache. (Ex. 187a at 35, 209' 
Ex. 187b at 183-84, 256-60, 254-67; Ex. 8.) 

92. Bretz proceeded to read Schechter a press 
release which Vista and Sahgal proposed to 
issue, and subsequently did issue in substance. 
Schechter warned Bretz that any such release, 
which left open the possibility that Prudential- 
Bache might proceed with discussions about 
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an offer for Superior, or might meet with 
Vista, would be false and misleading and 
violative of the federal securities laws (Ex 
187a at 35-40. 45^6; Ex. 187b at 151-52. 183- 
84. 215, 256-63. 264-67.) 

93. Although Bretz disputes Schechter's 
testimony, the Court finds that Bretz is not 
credible, his testimony being motivated by a 
desire to protect himself because of his own 

^ involvement in the facts at issue, as well as by 
the substantial legal fees that he hopes to 
collect from Sahgal. 

94. Bretz informed Sahgal that Schechter 
stated in the telephone conversation that 
Prudential-Bache would not meet with Vista 
and would not have anything further to do 
with Vista. (Ex. 184d at 776, 814.) 

95. Sahgal knew good and well that 
Prudential-Bache would never be involved 
with Vista in any deal concerning Superior. 
(Tr. 251-53.) He also well knew, since he had 
been repeatedly told, that the management of 
Superior would neither meet with Sahgal or 
Vista nor participate with them in any 
acquisition or leveraged buyout. 

DEFENDANT'S THIRD FALSE AND 
MISLEADING ANNOUNCEMENT 

96. Notwithstanding Schechter*s admonition 
' to the defendant through Bretz that the 

content of the draft press release was false and 
misleading; Sahgal*s and Bretz's knowledge 
that Prudential-Bache would not meet with or 
have anything to do with Vista; Borick's 
reaffirmation to Sahgal and Bretz that 
Superior would not meet with or have 
anything to do with Vista (Ex. 184d at 780); 
that Bretz and Sahgal had in hand a copy of 
the denials of Prudential-Bache and Superior 
which had been carried in the financial press; 
and that neither Sahgal nor Vista possessed 
the financial capability or resources to acquire 
or to make any significant or meaningful 
contribution to the financing of an acquisition 
of Superior, Vista thereafter issued a release, 
drafts by Bretz and authorized by Sahgal.' 
and caused it to be disseminated to the 
financial press. (Tr. 246.) This false and 

Copr. © West 1998 No Claim 



misleading release stated: 

*15 Vista Group. Ltd. intends to pursue the 
acqtdsition of Superior Industries. 

Representatives of Vista will seek to meet 
with Superior Industries to discuss the 
proposed acquisition and with Prudential- 
Bache Securities, Inc. to determine 
Prudential-Bache^s interest, if any, in 
participating with Vista in the projwsed 
acquisition. A legal representative of 
Prudential-Bache has indicated that he does 
not believe that Prudential-Bache is interested 
in meeting with Vista to further discuss the 
proposed acquisition. 

Vista's plans are subject to the availability of 
financing, customary due diligence and 
compliance with applicable securities laws. 

Vista intends to issue a further statement 
following its proposed meetings with Superior 
and Prudential-Bache. 

(Ex. 5.) 

97. By the statement that Vista intended to 
pursue the acquisition of Superior, the press 
release deceptively told the investing public 
that Vista had the financial ability to pursue 
the acquisition of Superior. In fact, Vista and 
Sahgal were not even in the ballpark of being 
able to acquire or obtain financing to acquire 
Superior. 

98. The release also misled investors by 
stating that Vista representatives would "seek 
to meet" with Superior and Prudential-Bache 
to discuss Vista's proposed acquisition, as if 
meetings and a deal were still within the 
realm of possibiHty. Sahgal and Bretz both 
knew, before the issuance of the release, that 
Superior and Prudential-Bache had 
unambiguously refused to have anything 
further to do with Sahgal or Vista. 

99. The sentence which states that "a legal 
representative of Prudential-Bache has 
indicated that he does not believe" that 
Prudential-Bache would meet with Vista, a 
deliberately deceptive statement, in no way 
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communicates to the investing public the true 
facts, namely, that Loren Schechter, the 
General Counsel and a member of the Board 
of Directors of Prudential-Bache, had told 
Bretz, in the clearest of terms, that 
Prudential-Bache would have no further 
contact with Sahgal or Vista. 

100. Directly contrary to the announcement, 
Vista and Sahgal never sought to meet with 
Superior or Prudential-Bache, nor was any 
further statement ever issued. . (Tr. 256; Ex 
184b at 148-49.) Sahgal knew wheA the 
release was issued that the proposed meetings 
would never take place. (Ex. 184b at 148- 49.) 

101. The announcement that *' Vista intends 
to issue a further statement following its 
proposed meetings" was nothing more than 
verbal gymnastics. When defendant caused 
the issuance of the release, he knew there 
would be no meetings with Superior or with 

• Prudential-Bache, and he likewise knew that 
Vista would issue no further statement. 

102. Vista's final press release, in its totality, 
was materially misleading, and furthered the 
deception engendered by Vista's earlier 
announcements. 

SUPERIOR'S STOCK PRICE INCREASED 
AS A RESULT OF THE FALSE AND 
MISLEADING STATEMENTS 

103. Analysis of the performance of the stock 
of Superior reveals a significant rise in price 
on February 10, 1988. (Exs. 41, 42.) Investors 
clearly regarded the information contained in 
the Vista press statements as being material 
in valuing the stock of Superior. The press 
statements made by Vista regarding Superior 
stock had a significant economic impact. 

*16 104. Exchange trading in Superior was 
suspended all day on February 9 as these 
confiicting stories crossed the wire. When 
exchange trading resumed on February 10, as 
a result of defendant's false and misleaing 
statements, the price of Superior's common 
stock increased substantially. (Exs. 41, 42.) 

105. The market price of Superior stock prior 



to the announcement of the Vista statement 
on February 8, 1988 was S11.50. The number 
of Superior shares traded on this day was 
2.500. Superior stock did not trade in 
February 9, 1988. The first trade of Superior 
stock on the morning of February 10, 1988, 
was at a price of $15.00--reflecting a rise in 
price of $3.50 or 30%. The closing price of 
Superior stock on February 10, 1988, was 
$13,625, reflecting a price rise of $1,125 or 
18.5% over the losing price on February 8, 
1990. The number of Superior shares traded 
on February 10, 1988 was 38,700. (Ex. 185 % 
12.) 

106. Analysis of the price performance of 
Superior stock reveals that investors perceived 
a significant probability that the statements 
made by Vista were true and acted thereon. 
In the absence of such statements the price of 
Superior stock on February 10, 1988 would 
have been lower than its actual price. 

107. The court finds that plaintiffs economic 
expert, Dr. Michael F. Koehn, is a qualified 
expert in the fields of economics and finance. 

108. Dr. Koehn testified that he analyzed 
trading in superior stock following 
dissemination of the defendant's false and 
misleading statements regarding Vista's 
purported firm offer to acquire Superior to 
determine whether investors regarded those 
statements as material, and to assess the 
economic impact of those statements on the 
price of Superior stock. (Ex. 185.) 

109. Dr. Koehn sought to determine what the 
value of Superior stock would have been had 
those statements not been made. Using 
statistical analysis. Dr. Koehn calculated that 
the expected closing price of Superior stock on 
February 9, the day that trading was 
suspended, would have been $11.57 with an 
expected low of $11.00 and an expected high of 
$12.14. The price at which Superior opened 
on February 10 when trading resumed, 
$15.00, was far outside that expected range.' 
The price at which it closed that day, $13,625, 
was well above the expected closing price of 
$11.74 that Dr. Koehn calculated. Qd.) 
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110. Based on his analysis, Dr. Koehn 
concluded that investors considered the 
defendant's statements material, and that 
those statements had a significant economic 
effect on the price of Superior stock. (Id.) 

111. The defendant did not proffer an expert 
to contest Dr. Koehn's analysis, nor did he 
contest the facts on which Dr. Koehn's 
analysis was based. The Court finds Dr. 
Koehn's testimony creditworthy and 

* persuasive. The Court finds that events 
following dissemination of the defendant's 
false and misleading statements regarding 
Superior show that investors considered those 
statements material, and that those 
statements had a significant impact on the 
price of Superior stock. 

DEFENDANT EMPLOYED 
JURISDICTIONAL MEANS TO COMMIT 
THE FRAUD 

•17 112. The defendant, through the 
numerous interstate and intrastate telephone 
calls, facsimile transmissions, letters, press 
releases, and other statements in furtherance 
of the fraudulent scheme, xised the means and 
instrumentalities of interstate commerce, and 
of the mails. 

DEFENDANT'S ATTEMPT TO AVOID 
RESPONSIBILITY 

113. In spite of the fact that Sahgal had 
personally reviewed and approved the 
February 8, 1988, Vista press release prior to 
its issuance, during Sahgal's testimony under 
oath in the Commission's investigation on 
May 16, 1988 (just three months after the 
events at issue), in an attempt to cover up and 
avoid responsibility for the wording of the 
press release. Sahgal repeatedly denied that 
he had reviewed or even seen the press release 
before it was issued. (Ex. 47 at 249, 258-59. 
271.) ' 

114. Similarly, Bretz took action during the 
Commission's investigation, in which Bretz 
represented both Sahgal and Vista, to 
persuade Prudential -Bache to mischaracterize 
the events as a miscommunication, and to be 



less than candid with the SEC. Prudential- 
Bache refused to go along with the scheme. 
(Exs. 8, 23.) 

115. Sahgal also continuously repeated his 
claim that Borick from Superior encouraged 
Sahgal to indicate an offer price, when Bretz 
knew all along, as he finally testified at trial, 
that Borick had told Sahgal that he was not 
interested in participating in any deal 
involving Sahgal or Vista. 

116. The conclusions of law which follow, to 
the extent that they may be deemed also to 
constitute findings of fact, are incorporated 
herein by reference as findings of fact. 

CONCLUSIONS OF LAW 

Based upon the foregoing facts, the Court 
enters the following conclusions of law. 

117. Defendants Sahgal and Vista both 
engaged in activities in violation of Section 
10(b) of the Securities Exchange Act. 

118. Defendants Sahgal and Vista are guilty 
of violations of Rule lOb-5 promulgated 
thereunder. 

THE APPLICABLE LAW 

119. Section 10(b) of the Exchange Act 
provides that: It shall be imlawful for any 
person, directly or indirectly, by the use of any 
means or instrumentality of interstate 
commerce or of the mails, or of any facility of 
any national securities exchange- 

(b) to use or employ, in connection with the 
purchase or sale of any security registered on 
a national sectirities exchange or any security 
not so registered, any manipulative or 
deceptive device or contrivance in 
contravention of such rules and regulations as 
the Commission may prescribe as necessary or 
appropriate in the pubhc interest or for the 
protection of investors. 

15 U.S.C. § 78j(b). 

120. Rule lOb-5, adopted thereunder, provides 
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that: [ijt shall be unlawful for any person, 
directly or indirectly, by the use of any means 
or instrumentality of interstate commerce, or 
of the mails or of any facility of any national 
securities exchange, (a) to employ any device, 
scheme, or artifice to defraud, (b) to make any 
untrue statement of a material fact or omit to 
state a material fact necessary in order to 
make the statements made, in the light of the 
circiunstances \mder which they were made, 
not misleading, or (c) to engage in any act, 
practice, or course of business which operates 
or woiild operate as a fraud or deceit upon any 
person, in connection with the purchase or sale 
of any seciirity. 

*18 17 C.F.R. § 240.10b-5 

JURISDICTION AND VENUE 

121. This Court has jxirisdiction of this action 
. piu-suant to sections 21 and 27 of the 

Securities Exchange Act of 1934, 15 U.S.C. §§ 
78u and 78aa. 

122. The interstate and intrastate telephone 
calls, facsimile transmissions, letters, press 
releases and press statements in furtherance 
of defendant's fraudulent scheme involved the 
use of the means and instrumentalities of 
interstate commerce, and of the mails. SEC v. 
United Financial Group, Inc., 474 F.2d 354 
(9th Cir.1973); Mansbach v. Prescott, Ball and 
Turben, 598 F.2d 1017 (6th Cir.1979); Taylor 
v. Door to Door Transp. Services, Inc., 691 
F.Supp. 27 (S.D.Ohio 1988). 

123. Defendant's claim that the means or 
instrumentalities of interstate commerce or of 
the mails were not used is fatuous. All that is 
necessary is that the jurisdictional means be 
used in any phase of the transaction or to 
further the transaction. Ellis v. Carter, 291 
F.2d 270, 274 (9th Cir.1961); Heym^ v. 

■ Heyman, 356 F.Supp. 958 (S.D.N. Y. 1972). It 
is not: required that a particular defendant 
personally carry out the mailing or use of an 
instrumentality of interstate commerce. 
Rather, it is svifficient if he causes it to be 
carried out by setting forces in motion which 
foreseeably result in use of the mails. United 
States v. MacKay, 491 F.2d 616 (10th 



Cir.1973), cert, denied, 416 U.S. 972 (1974), 
In the present case, not only were 
jurisdictional means used continuously by the 
defendant and his agents, but Sahgal caused 
the very false and misleading press 
annoimcement to be disseminated through 
jurisdictional means. 

124. Venue is proper in this Court pursuant 
to Section 27 of the Securities Exchange Act 
15 U.S.C. § 78aa. 

DEFENDANT'S ANNOUNCEMENTS 
WERE FALSE AND MISLEADING 

125. During the course of the events described 
above. Vista and Sahgal made false and 
misleading statements regarding the proposed 
acqmsition of Superior. Principal among them 
was the statement in their initial release on 
February 8 that "Prudential-Bache ... and The 
Vista Group ... announced today that they had 
made a firm offer in a letter to Louis Borick ... 
to acquire all of the outstanding stock of 
Superior." The statement was false because 
Prudential-Bache had authorized neither a 
firm ofiFer nor an announcement. In fact, 
given defendant's misrepresentations to 
Nathanson and other Prudential- Bache 
employees, made to induce that firm's 
participation, the defendant's February 8 
release contained misrepresentations which 
rendered the annoimcement fundamentally 
false. 

126. For example, the release concludes with, 
"Prudential-Bache Securities, Inc. and The 
Vista Group, Ltd. stated they have ample 
resources available to effectuate the 
transaction." This statement was false and 
misleading in that Vista had no resoxirces to 
speak of, and Prudential-Bache has announced 
nothing. 

127. Moreover, although during the morning 
of February 9 Prudential-Bache had 
annoimced that the information contained in 
the defendant's press release was 
"unauthorized and incorrect;" and although 
the General Counsel of Prudential- Bache had 
telephoned the defendant to insist that he 
issue an announcement retracting his prior 
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false statements, the defendant rejected 
Prudential-Bach's demand for a retraction. 
Instead Sahgal*s secretary, acting as the 
defendant's spokesperson, reaffirmed the 
substance of the press release, telling 
reporters that Vista had made an offer with 
Pnidential-Bache, that the two firms "would 
likely issue a new annoimcement" later that 
afternoon, and that Vista was working with 
the management of Superior on a leveraged 
• buyout. This second false and misleading 
announcement omitted to state that Vista had, 
earlier that day, been informed by Prudential- 
Bache that Prudential-Bache would have no 
part in any proposed transaction involving 
Vista. 

•19 128. Furthering the effects of the 
defendant's prior false and misleading 
annoimcements, defendant's later release on 
February 9 falsely stated that "Vista Group, 
Ltd. intends to pursue the acquisition of 
Superior Industries," that it "will seek to meet 
with Superior ... and Prudential- Bache," and 
that it "intends to issue a further statement 
following its proposed meetings with Superior 
and Prudential-Bache." 

129. Defendant's final statement was th\is an 
announcement to the public that it would 
piumie the acquisition of Superior, a multi- 
million dollar company, when Sahgal and 

. Vista were in fact financially unhealthy and 
had no means of financing such proposed 
buyout. Furthermore, the release omitted to 
state that the defendant had, that same day, 
been explicitly told by both Superior and 
Prudential-Bache that those firms would have 
nothing to do with Vista, and that therefore 
the proposed meetings would never take place. 

DEFENDANT'S ANNOUNCEMENTS 
WERE MATERIALLY MISLEADING 

130. Defendant's statements were materially 
misleading. In Basic, Inc. v. Levinson, 485 
U.S. 224, 108 S.Ct. 978, 99 L.Ed.2d 194 (1988), 
the Supreme Court reaffirmed the standard of 
materiality established in TSC Industries, Inc. 
V. Northway, Inc., 426 U.S. 438, 96 S.Ct. 2126 
48 L.Ed.2d 757 (1976) that materiality 
requires only " 'a substantial likelihood that 



the disclosure of the omitted fact would have 
been viewed by the reasonable investor as 
having significantly altered the "total mix" of 
information made available.' " Basic, Inc. v. 
Levinson, 485 U.S. at 231-32. 

131. A review of the misleading statements 
themselves, as well as the increase in the price 
of Superior's common stock on February 10, 
1988, when the exchange trading market in 
Superior reopened, demonstrates the 
materiality of the defendant's false and 
misleading statements, (Exs. 41, 42.) 

DEFENDANT ACTED WITH SCIENTER 

132. It is axiomatic that both knowing and 
reckless misconduct satisfy the scienter 
requirement of Section 10(b) and Rule lOb-5 
thereimder. Nelson v, Serwold, 576 F.2d 
1332, 1337 (9th Cir.1978), cert, denied, 439 
U.S. 970, 99 S.Ct. 464, 58 L.Ed.2d 432 (1978); 
Baker v. Eagle Aircraft Co., 642.F.Supp. 1005, 
1008 (D.Or.l986). Where a defendant 
deliberately misrepresents or omits facts, or 
does so recklessly, he possesses the requisite 
scienter. Burgess v. Premier Corp., 727 F.2d 
826 (9th Cir.1984). The Ninth Circuit has 
defined recklessness as follows: Defendants 
have acted recklessly "if they had reasonable 
groimds to believe material facts existed that 
were misstated or omitted, but nonetheless 
failed to obtain and disclose such facts 
although they could have done so without 
extraordinary effort." Keiman v. Homeland, 
Lie., 611 F.2d 785, 788 (9th Cir.1980). 

133. The foregoing facts indicate that the 
defendant acted knowingly and wilfully, or, at 
the very least, with a reckless disregard for 
the truth, in making false and misleading 
statements concerning Superior. The 
statements were made in a manner reasonably 
calculated to deceive the investing public. 

*20 134. Defendant's attempt to disassociate 
himself from his alter ego Vista is ludicrous. 
"A corporate 'offier or director is, in general, 
personally liable for all torts which he 
authorizes or directs or in which he 
participates.* " Transgo, Inc. v. Ajac 
Transmission Parts Corp., 768 F.2d 1001, 
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1021 (9th Cir.1985), cert, denied, 474 U.S. 
1059, 106 S.Ct. 802, 88 L.Ed.2d 778 (1986). 
Moreover, while "corporate officers are not 
liable for the illegal actions of others in the 
corporation merely by virtue of their positions 
or offices, they may become liable, however, if 
they knowingly participate in such actions." 
U.S. V. Appendagez, Inc.. 560 F.Supp 50 
(Ct.Int'l Trade 1983). 

135. Sahgal, as Vista's sole shareholder, 
directed Vista's actions as surely as he did his 
own- The idea to attempt to acquire Superior 
was Sahgal *s alone. The idea to lie to 
Nathanson and Prudential-Bache was 
Sahgal *s alone. The idea to draft and issue a 
press release, falsely attributed to Prudential- 
Bache, was Sahgal's. Neither Barbara 
Blackmore nor Lyman Parrigin acted 
independently any more than they worked for 
themselves--both were Vista employees who 
took their directions from Sahgal, and whose 
dutieis were chiefly ministerial. Defendant 
Sahgal's own actions, in addition to his actions 
through his alter ego Vista, are more than 
sufficient to impose liability upon him for 
violating Section 10(b) and Rule lOb-5 
thereimder. 

DEFENDANT'S FALSE AND MISLEADING 
STATEMENTS WERE MADE IN 
CONNECTION WITH THE PURCHASE 
AND SALE OF SECURITIES 

136. Rule lOb-5 provides that it is unlawful to 
make false or misleading statements "in 
connection with the purchase or sale of any 
secxirity." 

137. During the course of this litigation, the 
defendant repeatedly urged the Court to hold 
that, to satisfy the "in connection with" 
element of Rule lOb-5, the SEC must prove 
that investors in fact relied on defendant's 
false and misleading statements regarding 
Superior in effecting actual pvirchases and 
sales of Superior stock. 

138. At a hearing on January 8, 1990, this 
Couzi again explicitly rejected the defendant's 
reliance argument. See SEC v. Blavin. 760 
F.2d 706, 711 (6th Cir.1985) ("Unlike private 



litigants seeking damages, the [Securities and 
Exchange! Commission is not required to 
prove that any investor actually relied on the 
misrepresentations or that the 
misrepresentations caused any investor to lose 
money"); SEC v. Tome, 638 F.Supp. 569, 620- 
621 n. 46 (S.D.N.Y.1986), afTd 833 F.2d 1086 
(2d Cir.1987), cert, denied, 486 U.S. 1015, 108 
S.Ct. 1751, 100 L.Ed.2d 213 (1988) (SEC not 
required to prove reliance or damage in an 
action xmder Rule lOb-5). 

139. Such a showing is not part of the SEC's 
burden in an action xuider Rule lOb-5 seeking 
prospective iryunctive relief because the 
substantive "in connection with" element goes 
to the nature of the defendant's conduct rather 
than its actual effect on trading. See SEC v. 
Texas Gulf Sulphur, 401 F.2d 833, 862 (2d 
Cir.1968). cert, denied, 394 U.S. 976, 89 S.Ct. 
1454, 22 L.Ed.2d 766 (1969) (Rule lOb-5 
violated where false and misleading statement 
made "in a manner reasonably calculated to 
influence the investing public, e.g., by means 
of the financial media"); SEC v. Savoy 
Industries. Inc.. 587 F.2d 1149, 1171 
(D.C.Cir.l978), cert, denied, 440 U.S. 913, 99 
S.Ct. 1227. 59 L.Ed. 462 (1979) ("in connection 
with" requirement "is satisfied whenever it 
may reasonably be expected that a publicly 
disseminated document will cause reasonable 
investors to buy or sell securities in reliance 
thereon"). 

*21 140. In the present case, the defendant's 
false and misleading statements regarding the 
purported "firm offer" to acquire Superior, 
deliberately disseminated to a broad audience 
by means of a national wire service, were "of a 
sort that would cause reasonable investors to 
rely thereon ... and to p\irchase or sell" 
Superior stock and, accordingly, the Court 
concludes that those statements were made 
"in connection with" purchases and sales of 
Superior stock. 

141. The question whether any investor 
actually relied on the defendant's 
misrepresentations goes to standing to sue 
rather than the substantive "in connection 
with" element. The rule that only an actual 
purchaser or seUer can maintain a private 
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action for damages under Rule lOb-5 "imposes 
no limitation on the standing of the SEC to 
bring actions for iiyunctive relief imder 
Section 10(b) and Rule lOb-5." Blue Chip 
Stamps V. Manor Drugs. 421 U.S. 723, 751 n. 
14 (1975). In contrast with a private action 
seeking compensation for a private iiyury, an 
SEC enforcement action for prospective 
injunctive relief seeks to deter future 
, misconduct. 

142. Moreover, Rule lOb-S prohibits not only 
"act[s], practice[s], [and] coursels] of business 
that actuaDy operate "as a fraud or deceit on 
any person," but also those which "would 
operate" as such. 17 C.F.R. § 240.10b. 5. 

143. To accept the defendant's argument here 
would be tantamount to saying that, having 
proved that the defendant had taken all steps 
necessary to carry out a fraud under Rule 10b- 
5, and having shown that prospective 
injunctive relief was warranted, the SEC was 
nonetheless foreclosed from seeking such relief 
because fortuitously the defendant's 
fraudulent scheme failed. 

144. In any event, the Court finds that, 
without a doubt, defendant's fraudident 
scheme did have a significant impact on the 
stock price of Superior. Notwithstanding the 
trading suspension on February 9, the 

' defendant's false and misleading statements 
did in fact induce actual purchases and sales of 
Superior stock. See discussion supra. 

DEFENDANT DID NOT IN GOOD FAITH 
RELY ON ADVICE OF COUNSEL 

145. Defendant attempted to defend this 
lawsuit by claiming that he relied on the 
advice of counsel. In order for defendant to 
establish a defense of good faith reliance on 
advice of counsel, he must show that he (1) 
made a complete disclosure to counsel; (2) 
requested counsel's advice as to the legality of 
the contemplated action; (3) received advice 
that it was legal; and (4) relied in good faith 
on that advice. SEC v. Goldfield Deep Mines 
Co. jDf Nevada, 758 F.2d 459, 467 (9th 
Cir.1985); SEC v. Savoy Industries, Inc.. 665 
F.2d 1310. 1314 n. 28 (D.C.Cir.l981). 



146. As an initial matter, defendant's fu^ 
two announcements were made without the 
involvement of counsel. The third 
announcement, the February 9, 1988, press 
release (Ex. 5) involved Robert Bretz, 

147. Even if reliance on co\insel coxild be 
established as to the February 9, 1988. press 
release, the defense is not an automatic one, 
but is just one factor to be considered in 
determining the propriety of injunctive relief. 
See SEC v. (Soldfield Deep Mines Co. of 
Nevada. 758 F.2d 459, 467 (9th Cir.1985). 

*22 148. Defendant has not made an 
adequate showing of the requisite elements of 
a reliance on advice of counsel defense. 
Sahgal testified that he did not report to Bretz 
about his conversations with Nathanson. (Ex. 
184d at 749.) Due to his knowing failure to 
disclose to counsel his misrepresentations to 
Nathanson, defendant can not now claim that 
he was relying on advice of counsel. 

149. In addition, defendant's proven lack of 
good faith precludes a reliance on counsel 
defense. Sahgal personally was fully aware of 
the deceptive nature of the February 9 press 
release. Sahgal knew that neither he nor 
Vista possessed the financial capability and 
resources to acquire or to make any significant 
or meaningful contribution to the financing of 
an acquisition or leveraged buy-out of 
Superior, yet he caused it to be announced 
that Vista was going to pursue an acquisition. 
Sahgal knew that Superior's management 
would not meet with or be involved with 
Vista, yet he caused it to be announced that 
Vista would be seeking to meet the Superior 
(as if there was a possibility that a meeting 
and possibly a deal might stiU occur). Sahgal 
knew that Prudential- Bache would not meet 
with or be involved with Vista in any deal, yet 
he caused it to be announced that Vista would 
seek to meet with Prudential-Bache (as if 
there was a possibility that a meeting and 
possibly a deal might still occur). 

150. The fact that a member of the Bar was 
willing to strategize with Sahgal and help him 
draft and issue that which Sahgal knew was 
deceptive does not diminish Sahgal's 
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responsibility or the need for an iiyunction- 

151. Further, the claim of reliance on advice 
of counsel is not well taken beca\ise Bretz, the 
counsel allegedly relied upon, acted not as an 
unbiased legal advisor, but rather as a 
participant in defendant's scheme. (See, e.g., 
Ex. 187b at 264^7.) 

152. Finally, even if defendant had 
successfully established reliance on advice of 
counsel as to the February 9, 1988, press 
release, that woxdd not negate defendant's 
responsibility for the earlier deceptive 
announcements and the forces thereby put in 
motion by such statements. 

INJUNCTIVE RELIEF IS APPROPRIATE 

153. The Court has the authority to grant the 
Commission's request for iiyxmctive relief 
pursuant to §§ 21(d) and (e) of the Securities 
Exchange Act, 15 U.S.C. § 78u(d) and (e). 

154. Section 21(d) grants the SEC authority to 
bring an action against any person who "is 
engaged or is about to engage" in a violation, 
and provides that "upon a proper showing" an 
injunction shall be issued, 

155. A proper showing is made when the 
Commission establishes that the defendant's 
conduct constitutes violations of the federal 
securities laws and there is a reasonable 
likelihood that the violative conduct will recur 
unless the defendant is enjoined. SEC v. 
Murphy. 626 F.2d 633, 655 (9th Cir.1980); 
SEC V. Commonwealth Chemical Sec. Inc., 
574 F.2d 90, 100 (2d Cir.1978); SEC v! 
Universal M^or Indus. Inc., 546 F.2d 1044, 
1048 (2d Cir,1976); SEC v. Management 
Dynamics, Inc., 515 F.2d 801, 807-08 (2d 
Cir.1975). 

•23 156. The Commission is not required to 
make a showing of irreparable iixjury or lack 
of an adequate remedy at law. SEC v. 
Management Dynamics, 516 F.2d 801, 808 (2d 
Cir.1975). 

157. Injunctive relief is warranted where the 
SEC shows that "future violations of securities 



laws are likely to occur." SEC v. Cal-Am 
Con)., 445 F.Supp. 1329. 1336 (C.D.Cal.l978). 

1 58. Among the factors courts have 
considered in assessing the likelihood of future 
violations are the following; (1) whether the 
defendant committed a past violation; (2) the 
degree of scienter involved in the past 
violation; (3) whether the past violation was 
an isolated occurrence; (4) whether the 
defendant has acknowledged the wrongfulness 
of his past conduct and has given assurances 
that the violations will not be repeated; and 
(5) whether, because of his occupation, the 
defendant might be in a position where future 
violations could be anticipated. SEC v. 
Murphy, supra; SEC v. Commonwealth 
Chemical Sec. Inc., supra; SEC v. Universal 
Major Indus. Inc., supra; SEC v. Shapiro, 494 
F.2d 1301, 1308 (2d Cir.1974) ("[flirst 
offenders are not immune from ii\j\mctive 
relief). See also SEC v. Everest Management 
Corp., 466 F.Supp. 167, 176 (S.D.N. Y. 1979) 
(defendants' occupation, coupled with their 
deliberate past violation, strengthens the 
inference that they are likely to commit 
violations in the futxu-e). 

159. Sahgal intentionally and knowingly 
designed and participated in a fraudulent 
scheme that included several false and 
misleading annoxmcements which were 
deliberately disseminated to the financial 
press to influence the investing public. 
Defendant then engaged in ongoing actions to 
conceal the fraudulent activity. As this Court 
has previously recognized, "current 
misfeasance is always one of the best 
indications of the likelihood of futxu^ 
transgressions." SEC v. Cal-Am Corp., supra. 

160. Far from acknowledging the 
wrongfulness of his past conduct and 
expressing any remorse, and far from giving 
assurances that such conduct will not recur, 
Sahgal continues to be smug and belligerent 
about his fraudulent activity. Indeed, he 
proudly claims that his type of deceptive 
activity "happens all the time in the LBO 
business." (Tr. 601.) In March of this year, at 
his deposition, Sahgal still did not know if he 
would continue to issue imauthorized press 
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releases on behalf of other parties. (Ex. 184c 
at 482.) To exculpate himself, Sahgal 
continues to place any blame for his activity 
on his loyal employees, or on Prudential- 
Bache, and he continues to attempt to shield 
himself behind his alter ego corporation. 

161. Sahgal lacks candor. His statements 
under oath differ according to which version of 
, the "facts" he thinks helps his cause at a given 
point in time. For instance, on December 27, 
1989, Sahgal signed a declaration under oath 
which he filed with the Court. (Ex. 180.) At 
his compelled deposition on March 3, 1990, he 
could not remember important "facts" 
included in the declaration that he signed only 
two months earlier. (Compare Ex. 180, 11 13, 
15 with Ex. 184c at 433-35. 444, 463.) 
Defendant's lack of candor demonstrates his 
untrustworthiness with respect to future 
compliance with the law. 

•24 162. Defendant's disregard for his legal 
obligations is further illustrated by his pattern 
of obstructive conduct in discovery. 

163. Sahgal is in the business of arranging 
mergers and acquisitions and intends to 
remain in that business. Accordingly, Sahgal 
will have abxmdant opportunity to perpetrate 
similar fraudulent acts again, either directly 
through his alter ego Vista or some other 
vehicle of his creation, or through his business 
of "consulting" or advising others on mergers 
and acqxiisitions. 

164. The Commission has shown that 
defendant has violated Section lOCb) of the 
Securities Exchange Act and Rule lOb-5 
promxilgated thereunder. 

165. Unless an ii^jxmction is entered, there is 
a reasonable likelihood that defendant will 
engage in future violations of the federal 
securities laws similar to those he has 
previously committed. 

166. The findings of fact which preceded these 
conclusions of law, to the extent they may be 
deemed Mso to constitute conclusions of law, 
are incorporated herein by reference as 
conclusions of law. 

Copr. ® West 1998 No Claim to 



ORDER 

Based upon the foregoing findings of fact and 
conclusions of law, it is hereby ordered that a 
permanent iiyunction should be and will be 
entered in favor of plaintiff Securities and 
Exchange Commission, and against the 
defendant, Vipin Sahgal, which permanently 
eiyoins and restrains Sahgal, his agents, 
servants, employees, attorneys, and those 
persons in active concert or participation with 
Sahgal, and each of them, from further 
violations of Section 10(b) of the Seciudties 
Exchange Act of 1934 (15 U.S.C. Section 
78ja))) and Rule lOb-6 thereunder (17 C.F.R. 
Section 240.10b-5). Failure to abide by this 
ii^xmction can result in civil and criminal 
penalties. 

Due to the frivolous nature of defenses 
interposed by the defendants in this case, 
presented to the Court at trial and in papers 
signed by both defendant Sahgal and his 
former attorney, Robert Bretz, the Court 
hereby imposes Rule 11 sanctions in the 
amoxmt of $6,000 jointly and severally on 
defendant Sahgal and Robert Bretz. These 
sanctions shall be paid within 30 days of this 
Order unless otherwise ordered by the Court 
upon a motion showing good cause why they 
should not be, any such motion of shall be 
supported by accurate and up-to-date financial 
statements flbalance sheet and income 
statement). These frivolous defenses consisted 
of, but were not limited to, the following: 

A. The defense that the defendant did not 
employ jurisdictional means in furtherance of 
his fraud, where defendant admitted he and 
his agents made use of telephones, mail, 
facsimile transmissions, and the financial wire 
services in connection with his proposed 
acquisition of Superior, 

B. The defense that Sahgal is not liable for 
the issuance of false and misleading 
announcements concerning Superior because 
Vista, his alter ego coiporation of which he is 
sole owner, issued the annoiincements at his 
direction; 

C. The defense that Sahgal is not liable 
Orig. U.S. (3ovt. Works 
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because he did not draft or prepare any of the 
announcements concerning Superior, when he 
directed their preparation and issuance; 

•25 D. The defense that Sahgal made no 
public announcements or statements to the 
press concerning Vista's and Prudential- 
Bache's plans to acquire Superior, a defense 
which is, in light of the foregoing findings, 
simply preposterous; 

E. The continuously repeated claim (including 
under oath) that Borick from Superior 
encouraged Sahgal to propose an offer price, 
when Bretz knew all along, as he finally 
testified at trial, that Borick had told Sahgal 
that he was not interested in any deal with 
Sahgal or Vista. 

A copy of the foregoing shall be forthwith 
filed with the clerk, and plaintiff shall serve 
' copies on defendants Sahgal and Vista, and 
their former counsel, Robert Bretz. 

FN I. AJthough he represented himself inside the 
Courtroom, Sahgal continued to have Bretz prepare 
his continuous stream of frivolous paperwork and to 
coordinate his trial activity and the testimony of 
witnesses. 

END OF DOCUMENT 
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V. 

SOLLAS CORPORATION, Sollas 
Holland, B.V., and Roberts Technology 
Group, Inc., 
Defendants. 

Civil Action No. 96-0723. 

United States District Coxat, 
E.D. Pennsylvania. 

Feb. 21, 1997. 



MEMORANDUM 



KELLY, J. 



•1 This civil action was filed on January 31, 
1996. The Complaint alleges that SoUas 
Coiporation breached an alleged written 
employment contract which provided for a 
two-year term by terminating Plaintiffs 
employment after approximately one year. 
Discovery closed November 8, 1996, pursuant 
to the First Amended Scheduling Order. Since 
December 2. 1996, this case was listed in the 
trial pool; however, because of recently filed 
pre-trial motions, the case has been pulled 
from the trial pool pending the disposition of 
these motions. 

Defendants Roberts Technology Group, Inc 
C'RTG") and SoUas Holland, B.V. ("Sollas 
Holland") have filed a Motion for Partial 
Summary Judgment on Plaintiffs claims of 
Successor Liability (Count HI), Tortious 
Interference With Contractual Relations 
(Count IV), and Civil Conspiracy (Coimt V). 
In addition, all Defendants have filed a 
Motion in Limine to preclude Plaintiff from 
calling Counsel for Defendants, John 
Fenningham, Esq., as a witness in this case. 
In response. Plaintiff has filed a Motion to 
Disqualify Fenningham and his firm as trial 
counsel for Defendants. For the following 
reasons, Defendants' Motion for Partial 
Summary Judgment will be granted, 
Defendants' Motion In Limine will be denied,' 
Plaintiffs Motion to Disqualify coimsel for 
Defendants will be granted with respect to Mr. 
Fenningham's participation at trial, but 
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denied as far as the motion seeks 
disqualification of the law firm Corr, Stevens 
& Fenningham. 

BACKGROUND 

Sollas Coiporation ("Sollas") is a New Jersey 
corporation and the wholly owned subsidiary 
of Sollas Holland, a privately owned foreign 
corporation organized and operating in the 
Netherlands. Sollas Holland manufactures 
certain packaging machines that, for example, 
apply plastic shrink wrap to post-its and other 
consumer items, Sollas Holland established 
Sollas over twenty years ago to seD its 
products in North America. 

Robert Cheatle, Sr. ("Cheatle, Sr.") had been 
with Sollas Coiporation since 1977. His main 
responsibility was sales. In 1993, Cheatle, Sr. 
became President of Sollas Corporation and 
reported directly to Pieter Oly ("Oly"), 
Chairman of Sollas Corporation, who lived in 
Holland. However, Oly wanted to hire a Chief 
Executive Officer that would eventually 
succeed Cheatle, Sr. as President. 

Plaintiff Bart Stolp alleges that he was hired 
by Oly, for a two-year term as its Chief 
Executive (Mficer commencing on J\ily 5, 
1994. Oly and Stolp signed a letter drafted by 
Oly and written in Dutch, dated April 28, 
1994, outlining the essential terms of Stolp's 
employment. Stolp*s title was C.E.O. and 
Cheatle, Sr. reported to Stolp as President, but 
his concentration remained on sales. Then, on 
January 4, 1995, Cheatle, Sr. reached an 
agreement with Sollas Corporation whereby 
his status would change to that of an 
independent consultant continuing to be 
responsible for sales of Sollas products and 
services. 

In November of 1994, Robert Cheatle, Jr. 
("Cheatle, Jr.") lost his job as Vice President 
and Manager of a pharmaceutical 
manufactiuing company. In February of 1995, 
Cheatle, Jr. started his own company, RTg! 
Cheatle, Jr. developed an interest in Sollas 
Holland products and. after discussions with 
his father and Oly, represented Sollas in 
America. In May of 1995, Cheatle, Jr. flew to 
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Holland and met with Oly and Kjell Kool, 
another officer of Sollas HoUand. During this 
trip, Oly agreed to sell Sollas Coiporation to 
Cheatle. Jr. 

•2 Prior to the meeting to discviss the terms of 
RTG*s purchase of the assets of Sollas 
Corporation, Cheatle, Jr. had several 
telephone conversations with Oly regarding 
the purchase of Sollas in which Stolp was also 
discussed. Specifically, Cheatle, Jr. told Oly: 
If RTG decided it would be a representation 
[of Sollas Holland], Tm the president and 
C.E.O., I don't need Mr. Stolp. If R.T.G. 
considered a pxirchase of such, Tm the 
president and C.E.O. of R.T.G., I don't need 
Mr. Stolp. 

(Cheatle, Jr. Dep. at 74). 

On May 23, 1995, a month prior to Stolp's 
' termination of employment, a meeting took 
place for the piupose of coming to an 
agreement on the tenns of RTG's purchase of 
the assets of Sollas Corporation. In addition. 
Plaintiff alleges that there were discussions 
regarding his employment. John 
Fenningham, Esq. ("Fenningham"), was 
present at said meeting and represented 
Cheatle, Jr., of RTG. Also present at the 
meeting were Robert Cheatle, Jr.'s 
accountant, John Maloney, and Peter Oly and 
Kjell Kool of Sollas Corporation and Sollas 
Holland. 

Thereafter, Fenningham prepared all of the 
underlying documents relating to the 
transaction, including the Asset Purchase 
Agreement. Plaintiff points out that the Asset 
Purchase Agreement was made effective on 
May 31, 1995, with a closing date in October 
1995, but was not signed on that date, no 
closing meeting actually took place and none 
of the signatories remember when they signed 
this document. [FNl] Thus, it is Plaintiffs 
contention that only Mr, Fenningham 
presently knows when the Asset Purchase 
documents were prepared and when each of 
the signatories signed the Asset Purchase 
Agreement. 

FNl. According to Plaintiff, such inforTnation is 
relevant to the issue of whether the transfer of assets 



is a sham, whether there was a violation of the 
Pennsylvania Fraudulent Transfer Act, is evidence of 
a conspiracy, and goes to the intent of the parties to 
conceal the alleged transaction. 

In addition to the Asset Purchase documents, 
a "Letter of Intent," dated June 6, 1995. was 
prepared by Fenningham stating that Stolp 
would be fired on June 26, 1995. [FN2] The 
letter was sent to Oly in Holland under the 
signature of Cheatle, Jr. on behalf of RTG and 
signed and accepted by Oly on June 13, 1995. 
According to Plaintiff, the letter 
mischaracterized Stolp as an at will employee. 
Subsequently, Stolp was fired on said date. 

FN2. Specifically, paragraph 6(A) of the Letter of 
Intent stated that "Sollas HoUand, B.V. plans to 
terminate the at will employment of current officers 
of Sollas on or about June 26. 1995." Stolp's 
employment was terminated on June 26, 1995. 

DISCUSSION 
1. DEFENDANTS' MOTION FOR PARTIAL 
SUMMARY JUDGMENT 

A. STANDARD 

Pursuant to Rule 56(c), summary judgment is 
proper "if there is no genuine issue as to any 

material fact and the moving party is entitled 
to a judgment as a matter of law." 
Fed.R.Civ.P. 56(c). The moving party has the 
initial burden of informing the court of the 
basis for its motion and identifying those 
portions of the record that demonstrate the 
absence of a genuine issue of material fact. 
Celotex Corp. v. Catrett, 477 U.S. 317, 323 
106 S.Ct. 2548, 91 L.Ed.2d 265 (1986). The 
non-moving party cannot rest on the 
pleadings, but rather that party must go 
beyond the pleadings and present "specific 
facts showing that there is a genuine issue for 
trial." Id. at 324; see also Fed.R.Civ.P. 56(e). 
If the court, in viewing all reasonable 
inferences in favor of the non-moving party, 
determines that there is no genuine issue of 
material fact, then summary judgment is 
proper. Celotex. 477 U.S. at 322; Wisniewski 
v. Johns-ManviUe Corp.. 812 F.2d 81, 83 (3d 
Cir.1987). 
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B. TORTIOUS INTERFERENCE WITH 
CONTRACTUAL RELATIONS 

*3 To establish a claim of tortious 
interference with contractual relations, 
Plaintiff must prove: (1) the existence of a 
contractual relationship; (2) an intent on the 
part of the defendant to harm the plaintiff by 
. interfering with that contractual relationship 
Ocnowledge of the contract must be present to 
establish intent); (3) the absence of privilege 
or justification for such interference; and (4) 
damages resulting from defendant's conduct. 
See United States Fidelity and Guaranty Co. 
V. U.S. Healthcare, Inc., 1996 WL 606308 *2 
(E.D.Pa, Oct.23. 1996), (citing SUver' v 
Mendel, 894 F.2d 598, 604-05 {3d Cir.1990), 
cert, denied, 496 U.S. 926, 110 S.Ct. 2620 110 
L.Ed.2d641 (1990)). 

Here, Defendants submit that RTG was 
unaware of the existence of an alleged 
contract of employment. To support their 
contention, Defendants point out that Cheatle, 
Jr. is RTG's sole shareholder and that his 
deposition testimony shows that he did not 
have actual knowledge of the existence of any 
written contract of employment between Stolp 
and Sollas before the date of Stolp's 
termination of employment on June 26, 1996. 
In addition, Sollas' agents Pieter Oly 
"(Chairman and Majority Shareholder), 
Thomas Higgins (CPA), and Robert S. 
Cheatle, Sr. (former employee and officer) all 
testified that they did not inform Cheatle, Jr. 
of the existence of any employment contract. 
[FN31 Therefore, Defendants contend that 
because RTG did not have actual knowledge of 
the alleged employment contract before Stolp 
was terminated, Plaintiff cannot establish the 
required element of intent. 

FN3. Defendants point out that Robert S. Cheatle, 
Sr., in fact, could not have informed Cheatle, Jr. 
because he has no knowledge of the purported 
contract either. 

Defendants also argue that neither RTG nor 
its agent, John F. Maloney, CPA, could have 
known of the existence of the alleged contract, 
as they did not have access to Sollas' books 
and records until JuJy 6, 1996, when Mr. 
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Maloney f^Tsi traveled to the Morristown, N J 
offices to commence his due diligence 
investigation for RTG. As for Plaintiffs claim 
that his employment contract was disclosed in 
financial statements, Defendants argue that 
deposition testimony makes clear that neither 
RTG nor its agents were ever provided with 
the withdrawn "audited** financial statements 
until discovery commenced in this case. 
Furthermore, Defendants have denied that the 
April 28, 1994 letter written in Dutch is an 
employment contract or that there was any 
written agreement with Stolp. Thus, 
Defendants Sollas Corporation and Sollas 
Holland have expressly disavowed the 
existence of any alleged contract of 
employment with Plaintiff. 

In response. Plaintiff argues that the facts 
and inferences to be drawn therefrom point to 
the opposite. Specifically. Plaintiff points to 
the following: 

1. Sollas Corporation's accountant, Higgins, 
had obtained the employment contract 
information in time to place a Note in the 
December 1994 Financial Statement he was 
preparing in May 1995. He placed a 
prominent Note to that effect in the Statement 
by June 8, 1995; 

*4 2. Oly absolutely knew of the Stolp 
employment contract but claims that he did 
not tell Cheatle, Jr. about it; 

3. Cheatle Sr. who talked to Oly at least three 
times a week, interviewed Stolp before he was 
hired, and knew everything about the 
company, claims he did not know about the 2- 
year term. 

4. Cheatle, Jr. and Cheatle, Sr. talked often 
about the affairs of SoDas Corporation; and 

5. Before drafting the Letter of Intent, 
Cheatle, Jr. told Oly that there was no way he 
would need Stolp if he bought Sollas 
Corporation or its assets. 

In Progress Federal Savings Bank v. Lenders 
Assoc., Inc.. 1995 WL 464320 (E.D.Pa. July 
31, 1995), the defendant. Lenders Association, 
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Inc. ("Lenders"), offered to seU the servicing 
rights to an $89 million mortgage portfolio. 
The plaintiff, Progress Federal Savings Bank 
("Progress"), bid on the portfolio and alleged 
that Lenders accepted its bid; however, 
Lenders then withdrew, telling Progress it had 
decided to retain the portfolio. Then Lenders 
contracted with defendant NatWest Home 
Mortgage Corporation ("NatWest") to sell the 
portfolio for a higher price. Progress then 
filed suit, claiming, inter alia, interference 
with contractual relations and civil 
conspiracy. The court granted summary 
judgment for NatWest as to the count of 
intentional interference with contractual 
relations. In doing so, the court held that 
there was no evidence of any involvement of 
NatWest beyond its knowledge that Progress 
claimed a prior binding contract. Indeed, "tt]o 
, be held liable for interference with a contract, 
the defendant must be shown to have caused 
the interference...." Progress, 1995 WL 
464320 at *5 (citing Prosser's Law of Torts § 
766). Thus, knowledge, alone, is not sufficient 
to create liability under Count IV of Plaintiffs 
Complaint. 

In the case at hand, there is no evidence that 
Cheatle, Jr. knew of the alleged 2-year 
employment contract between Sollas 
Corporation and Stolp. However, even if 
CheaUe, Jr. knew of such an employment 
contract, there is nothing in the record to 
indicate that CheaUe, Jr. interfered with 
Stolp's employment contract other than his 
statement to Oly that he would have no use 
for Stolp if RTG purchased the assets of Sollas 
Corporation. While Plaintiff may argue that 
such a statement induced Oly to terminate 
Stolp's employment, it would appear that the 
parties in this case were merely acting solely 
to advance their own business interests. Thus, 
* summary judgment wiD be granted in favor of 
RTG on Count IV of Plaintiffs Complaint. 

With respect to Sollas Holland, Defendants 
contend that Stolp's claim of intentional 
mterference with contractual relations is 
defective as a matter of law. Defendants 
argue that such a claim must fail because 
Sollas Holland is not a third party, separate 
from Sollas, for purposes of interfering with 



the alleged contract. See Labalokie v. Capital 
Area Intermediate Unit, 926 F.Supp. 503, 509 
(M.D.Pa.l996) ("A tortious interference with 
contract claim will only lie where a defendant 
has interfered with a plaintiffs contract with 
a third party."). Thus, Defendants' claim that 
because Sollas Holland has complete control 
over Sollas by virtue of owning all of its issued 
and outstanding stock, it cannot interfere with 
its subsidiary's contract with an employee and 
this claim must fail as a matter of law. See 
Greto V. Radix Sys., Inc., 1994 WL 73762, *4 
(E.D.Pa. March 10, 1994) ("In Pennsylvania, 
one caimot be liable for tortious interference 
with a contract to which one is a party."). 

•5 When a parent company asserts such a 
privilege, this Co\irt must examine the 
following factors to determine whether 
interference in a given case is proper the 
actor's conduct, the actor's motive, the 
interests sought to be advanced by the actor, 
and the relations between the parties. Green 
V. Interstate United Management Serv. Corp 
748 F.2d 827, 831 (3d Cir.1984); see also 
Restatement (Second) of Torts § 767. 
The central inquiry in the evaluation is 
whether the interference is "sanctioned" by 
the " 'rules of the game' which society has 
adopted [defining] socially acceptable conduct 
which the law regards was privileged.* " 
Advent Sys. Ltd. v. Unisys Corp., 925 F 2d 
670, 673 (3d Cir. 1991). 

In Wagner v. Continental Bank, 1991 WL 
68024 (E.D.Pa. April 25. 1991). the plaintiff 
filed a six count amended complaint that 
sought "to recover severance and retirement 
benefits under ERISA. Count m of plaintiffs 
complaint asserted that the Chairman and 
CEO of defendant Midlantic, Robert Van 
Buren, while acting within his scope of 
employment, ordered and required the 
Chairman of the Board, Roy Periano, of 
Defendant Continental Bank (Midlantic's 
wholly owned subsidiary) to breach his 
agreement with defendant Continental and 
thereby tortiously interfered with his early 
retirement agreement. In granting the 
defendants summary judgment on this count 
Judge Reed wrote: 

To survive the motion for summary judgment 
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on this claim, plaintiff must show that he can 
establish at trial that Van Buren acted 
"improperly" on behalf of Midlantic when he 
directed Continental to breach the alleged 
early retirement contract. To that end 
Wagner contends that Van Buren had a 
malicious purpose in forcing Periano into 
breaching the agreement, i.e., Van Buren 
. wanted to assert his authority over Periano. 
This is not sufficient to save this count from 
siunmary judgment in defendants' favor. 
Comment e of § 769 states that if the action 
is directed at protecting the actor's interest it 
is immaterial that he also takes "malicious 
delight" in the harm caused by his action- 
Id. at *7. 

As in Wagner, SoUas Holland had suflTicient 
interest in the business of Sollas Corporation 
to make its interference proper. In his 
deposition, Pieter Oly testified that the reason 
Mr. Stolp was terminated was becaxise of 
Plaintiffs non-performance and the selling of 
assets of Sollas Coiporation to RTG. (Oly Dep. 
at 107). When asked about the document 
alleged by Plaintiff as the his employment 
contract, Oly did not consider it to be an 
employment contract. (Oly Dep. at 98). In 
addition, there is no evidence that Oly acted 
unlawfully in causing Sollas Corporation to 
breach the alleged agreement. Thus, Plaintiff 
• has not established that Sollas Holland 
"improperly" interfered in a tortious way with 
the performance of his alleged employment 
contract. [FN4] 

FN4. Like in Wagner, "allowing a parent 
corporation Co freely interact with its whoUy owned 
subsidiary outweighs aUowing fPlaintifn to chaUenge 
the alleged breach of his |empIoymentl agreement in 
a tort rather than a contract action." Wagner, 1991 
WL 68024 at *8. 

C. CIVIL CONSPIRACY 

*6 "In Pennsylvania, a civil conspiracy can be 
pleaded when *two or more persons combined 
or agreed with intent to do an unlawful act or 
to do a lawful act by unlawful means.' " 
Pierce V. Montgomery County Opportunity 
Bd., Inc., 884 F.Supp. 965, 974 fE.D.Pa.l995). 
" 'Proof of malice, i.e., an intent to injure, is 



an essential part of a conspiracy cauise of 
action; this luilawful intent must also be 
without justification. " Rutherford v. 
Presbyterian- University Hospital, 417 
Pa.Super. 316, 612 A.2d 50o! 508 
(Pa.Super.l992). 

Here, Stolp alleges civil conspiracy in Count 
V of the Complaint. He avers that Sollas and 
RTG conspired to interfere, interrupt and 
breach the alleged contract. To prevail on this 
claim, Stolp must prove that Defendants acted 
with the common purpose to interfere with his 
contract. Again, Defendants argue that 
because RTG was unaware of the existence of 
the contract at the time of Stolp's termination, 
simimary judgment is appropriate regarding 
this Count of the Complaint. Plaintiff, on the 
other hand, argues that "the crux of Plaintiff's 
case is based upon the Letter of Intent 
between Cheatle, Jr. and Oly. That Letter 
followed meetings and telephone calls between 
the two discussing the proposed purchase. 
Sollas Corporation employees and in 
particular, Bart Stolp." (Plaintiffs Response 
at 14). 

Despite Plaintiffs allegations. Plaintiff has 
provided no evidence of malice. As in 
Progress, there are no facts here which 
indicate that Defendants acted solely to iiyure 
Stolp. To the contrary, the record shows that 
Defendants acted solely to advance their own 
business interests. Because Stolp has 
presented no evidence from which a 
reasonable jiury could find in his favor, this 
Court will grant summary judgment in favor 
of Defendants on Plaintiffs conspiracy claim. 

D. SUCCESSOR LLVBILITY 

Under Pennsylvania law, the general rule is 
that "where one company sells or otherwise 
transfers all of its assets to another company, 
the latter is not liable for the debts and 
liability of the transferor, including those 
arising out of the latter's tortious conduct." 
Husak V. Berkel, 234 Pa.Super. 452, 341 A.2d 
174, 176-77 {Pa.Super.l975). The plaintiff 
bears the burden of refuting this general rule 
by establishing one of the following: 1) the 
purchaser expressly or impliedly agreed to 
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assume the obligations; 2) the transaction 
amounts to a consolidation or merger; 3) the 
piirchasing coiporation was merely a 
continuation of the selling corporation [FN5]; 
4) the transaction was fraudidently entered 
into to escape liability; and 6) the transfer 
was without adequate consideration and no 
provision was made for creditors of the selling 
corporation. See ffiU v. Trailmobile, Inc.. 412 
Pa.Super. 320, 603 A.2d 602, 605 
(Pa.Super.l992) (citing Husak. supra ). 

FN5. This third exception is only appUcable when 
there is "a common identity of officers, directors and 
stock between the selling and purchasing 
corporations, and only one corporation after the 
transfer." Dawjeko v. Jorgensen Steel Co., 290 
Pa.Super. 15, 434 A.2d 106, 108 (Pa.Super. 1981) 

*7 Count m of Stolp's Complaint asserts a 
cause of action against RTG for "Successor 
Liability." This cause of action is premised 
upon the allegation in Paragraph 34 of the 
Complaint which provides that "Roberts 
Technology assumed the liabilities of SoUas 
Coiporation, including the Stolp- SoUas 
Corporation employment contract, as the 
successor in interest to Sollas Corporation." 
However, RTG responds that it only assumed 
one liability, the inter-company indebtedness 
of Sollas Coiporation to its parent, Sollas 
Holland. 

In denying these allegations, RTG points to 
paragraph 3(a) of the Asset Purchase 
Agreement, which expressly provides: 
"BUYER [RTG] shall not assume or agree to 
buy liabilities of SELLER [Sollas and Sollas 
Holland], except the inter-company Liability 
owed by SOLLAS NJ...." Furthermore, 
Paragraph 3(c) provides, in relevant part, as 
follows: 

(c) Notwithstanding the repayment of the 
Purchase Price under. Section 3(b), nothing 
contained herein shall cause BUYER to 
assume any of the following liabilities of 
SELLER or any division, affiliate or 
predecessor thereof: 

(i) any liabilities arising out of any breach of 
any^ provision of any contracts, including 
without limiting the foregoing, any claim on 
Schedule 4; 



***** 

(iv) any liabilities arising on, before or after, 
or as a result of. the closing of this 
transaction of any employees, agents, or 
independent contractors of SELLER under 
any contract, employment policy, pension, 
bonus, profit sharing or retirement, benefit 
plan or other arrangement; 
***** 

(vi) any liabilities arising or inciirred in 

connection with the negotiation, preparation 

and execution of this Agreement and 

associated transactions; or 
***** 

Ln an effort to clarify the liabilities that 
BUYER is not assuming under this 
Agreement, notwithstanding any other 
provision of this Agreement, it is 
acknowledged that BUYER shall not assume 
as a result of this transaction any liabilities 
of any type whatsoever that SELLER and its 
affiliates or divisions may have now or in the 
future with respect to any products that shall 
have been sold or business conducted by 
SELLER prior to, on, or after the closing 
date. 

Based on the above. Defendants argue that 
Stolp cannot show one of the five exceptions to 
the general rule that there is no liability for 
an entity which purchases assets and does not 
assume liabilities. 

However, Plaintiff responds that there are 
material issues of fact as to whether RTG falls 
within one of the exceptions to the general 
rule of successor liabiHty. In this regard, 
Plaintiff argues that there is substantial 
evidence of a fraudulent transfer of the assets 
of Sollas Corporation. [FN6] Plaintiff also 
argues that "[tjhere is substantial evidence 
that the business continuity exception 
appUes." [FN7] (PlaintifTs Response at 17). 
Furthermore, Plaintiff submits that the 
transfer of assets from Sollas Corporation to 
RTG was made without adequate 
consideration and provisions were not made 
for creditors of the selling corporation, 
arguably another applicable exception. 

FN6. Plaintiff points out that CheatJe, Jr. or RTG 
never applied for or received financing for the 
purchase of SoUas Coiporation assets. In addition, 
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CheaUe, Jr. could not identify any actual transfers of 
money from RTG in accordance with the Asset 
Purchase Agreement. To the contrary. Plaintiff 
submits that SoUas Corporation money was used to 
pay the fir^ $100,000 payment to SoUas HoUand. 

FN7. To support his contention that the continuity of 
business operation exception applies, Plaintiff argues 
the foUowing: (1) Cheatle, Sr. testified that RTG 
seUs to and services aU the old customers of SoUas 
Coiporation; (2) RTG continues to use the name 
'SoUas' and uses the same logo; (3) RTG acquired 
the offices rented by SoUas Corporation in 
MonigomeryviDe, Pennsylvania; (4) RTG hired 
some of SoUas Corporation's key employees; and 
(5) RTG hired SoUas Corporation's former officer, 
Cheatle, Sr., as its own President. (Plaintiffs* 
Response at 17). 

*8 In Philadelphia Elec. Co. v. Hercules Inc 
762 F.2d 303 (3d Cir.1985), cert, denied 474 
U.S. 980, 106 S.Ct. 384, 88 L.Ed.2d 337 (1985), 
the Third Circuit Court of Appeals agreed 
with the district court's ruling that the 
defendant was liable as the successor to the 
Pennsylvania Industrial Chemical 
Coiporation ("PICC"). In doing so, the court 
held that, under the express terms of the 
Agreement and Plan of Reorganization that 
Hercules entered into with PICC, Hercules 
. had assumed PICC's liabilities and that the 
transaction amounted to a de facto merger. 
Recognizing that the cases where unknown or 
contingent liabilities were deemed to be 
excluded required clear and specific language, 
Judge Higginbotham, Jr. concluded that the 
broad language used by Hercules assumed any 
liability PICC may have had. 

The instant case is distinguishable. Here, 
RTG specifically provided for its non' 
assumption of the liability at issue in this 
case. See Assets Purchase Agreement, t 
3(cXiv). However, the issue then arises as to 
whether the parties should be able to allocate 
habiUty through contractual provisions 
despite any appHcable exceptions to the 
general rule on non-liability. 

In SmithKline Beecham Corp. v. Rohm & 
Haas Co., 89 F.3d 154 (3d Cir.1996). 
SmithKline Beecham Corp. ("SmithKline") 
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filed suit against Rohm & Haas Co, ("R & H") 
seeking equitable apportionment of the costs 
of the clean-up of a contaminated site in 
Myerstown, Pennsylvania under the 
Comprehensive Environmental Response, 
Compensation and Liability Act ("CERCLA")' 
42 U.S.C. §§ 9601-9675 (1988). Under aii 
indemnification clause in the purchase 
agreement that governed the sale of its 
animal health products business, R & H 
indemnified SmithKline for all material 
liabilities relating to the conduct of the 
business prior to the first closing date. The 
issue on appeal was whether the contractual 
indenmity provisions of the purchase 
agreement were intended to allocate the 
environmental liability of the original owner 
of the property. The Third Circuit Court of 
Appeals agreed with the district court in that 
the purchase agreement indemnity provisions 
encompassed CERCLA response costs, but 
found that "it was not appropriate for the 
district court to apply the de facto merger 
doctrine to alter the efiFect of the 
indemnification provision" and bring 
CERCLA liability arising from the conduct of 
the original owner vdthin the scope of the 
indemnity clauses of the purchase agreement 
SmithKline, 89 F.3d at 163. In doing so^ 
Circuit Judge Scirica explained that the 
court's holding "does not alter the general 
applicability of corporate successor doctrines 
in CERCLA contribution claims ... [bhit where 
two sophisticated corporations drafted an 
indemnification provision that excluded the 
liabilities of a predecessor corporation, [the 
Third Circuit] wiU not use the de facto merger 
doctrine to circumvent the parties' objective 
intent." Id. 

*9 The result in SmithKUne, leads this Court 
to conclude that parties are able to allocate 
liability through contractual provisions 
despite the existence of one or more of the 
recognized exceptions to the general rule of 
non-Uability for acquiring or successor 
companies, as long as the language in said 
provisions is clear and specific. As stated 
above, RTG has used such language to 
effectively exclude its liability from the claims 
asserted by Plaintiff. Accordingly, RTG's 
Motion for Summary Judgment is granted as 
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to PlaintifTs claim of successor liability. 

Based on the above, Defendants' Motion for 
Partial Summary Judgment will be granted in 
all respects. 

2. PLAINTIFF'S MOTION TO DISQUALIFY 
COUNSEL FOR DEFENDANTS 

A. STANDARD 

The Third Circuit has stated that a district 
court, in exercising its discretionary power, 
should disqualify an attorney only when it 
determines, on the facts of the particular 
case, that disqualification is an appropriate 
means of enforcing the applicable disciplinary 
rule. It should consider the ends that the 
disciplinary rule is designed to serve and any 
countervailing policies, such as permitting a 
litigant to retain the counsel of his choice and 
enabling attorneys to practice without 
excessive restrictions. 

United States v. Miller, 624 F.2d 1198 1201 
(3d Cir.1980). "The party seeking to 
disqualify opposing coimsel bears the burden 
of clearly showing that continued 
representation would be impermissible." 
Cohen v. Oasin, 844 F.Supp. 1065, 1067 
(E.D.Pa.l994) (citing Commercial Credit 
Business Loans, Inc. v. Martin, 590 FSupp 
328, 335-36 (E.D.Pa.l984)). However, any 
doubts as to the existence of a violation of the 
rules shoxild be resolved in favor of 
disqualificatioa See International Business 
Mach. Corp. v. Levin, 579 F.2d 271, 283 (3d 
Cir.1978). 

Rule 3.7 of the Professional Rules of 
Professional Conduct provides: 

(a) A lawyer shall not act as advocate at 
atrial in which the lawyer is likely to be a 
necessary witness except where: 

(1) the testimony relates to an uncontested 
issue; 

(2) the testimony relates to the nature and 
value of legal services rendered in the case; 
or 

(3) disqualification of the lawyer would work 
substantial hardship on the client. 

(b) A lawyer may act as advocate in a trial in 
which another lawyer in the lavpyer's firm is 



likely to be called as a witness unless 
precluded from doing so by R\ile 1.7 or Rule 
1.9. 

Rule 3.7 supersedes Disciplinary Rules 5- 
101(b) and 5.1012(a) of the former 
Pennsylvania Code of Professional 
Responsibility. These rules prohibited a 
lawyer, or the lawyers form, firom accepting 
employment or continxiing as advocate if he 
or a member of his law firm "ought to be 
called as a witness" on behalf of the client. 
Therefore, in this district, the attorney or his 
firm had to decide whether to serve as an 
advocate or as a witness in a particular case. 
*10 It is important to note that the langxiage 
of recently adopted Rule 3.7 is less restrictive 
than that of DR's 5401(b) and 5-102(a). The 
new rule only prohibits an attorney who is a 
necessary wdtness likely to be called to testify 
from acting as an advocate at the trial, while 
it permits another attorney in the firm to 
continue in this role. The prohibition 
retained in Rtde 3.7 is a clear continuation of 
the policy underlying DR 5- 101(b) and 5- 
102(a): to avoid the confusion as to whether a 
statement by an advocate witness should be 
taken as proof or as analysis of the proof. 
Second & Ashboxu-ne Assoc. v. Cheltenham 
Township, Inc., 1989 WL 8874 (E.D.Pa. Feb 2 
1989). 

B. DISCUSSION 

Plaintiff argues that because Fenningham 
was present at the May 23, 1995 meeting, he 
is a necessary witness under Rule 3.7 of the 
Pennsylvania Rules of Professional Conduct. 
[FN8] According to Plaintiff. Fenningham 
could have been intimately involved with 
developing a strategy to dismiss Stolp so as to 
try to protect all the Defendants from liability 
for the balance of his 2-year contract. Plaintiff 
adds that, at the very least, Fenningham coxild 
testify as to what was discussed at the 
meeting which led up to the Letter of Intent 
and Stolp's termination. Furthermore, 
Plaintiff points out that Fenningham drafted 
all of the asset purchase documents and is the 
one person familiar with when the documents 
were signed by each signatory, an essential 
and crucial part of Plaintiffs case on the 
issues of the conspiracy. intentional 
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interference with contract, successor liability 
and fraudulent transfer theories of PlaintiflTs 
case. Finally. Plaintiff argues that the jury 
will no doubt learn that Fenningham, the trial 
lawyer, is the transactional attorney who 
drafted all of the documents at issue and, thus, 
he will be in a position to influence the jury as 
. to his own credibility. 

FN8. "A necessaiy witness is one 'who has crucial 
information in his possession which must be 
divulged.' - Vanguard Savings and Loan Assoc, v. 
Banks, 1994 WL 284222 (E.D.Pa. June 28, 1994). 

Defendants respond that the instant motion 
filed by Plaintiff is nothing but a tactic to 
delay this case. In addition. Defendants argue 
that any testimony regarding when a meeting 
took place, who was in attendance, and what 
was said, could have been elicited from a 
representative of a party or third-party 
witness during discovery. As to the fact that 
Fenningham drafted the Asset Purchase 
Agreement negotiated and agreed to by the 
parties. Defendants submit that there is no 
issue of ambiguity of the terms or other issue 
which requires the testimony of the scrivener 
of the document. Th\is, Defendants contend 
that Fenningham's testimony is merely 
corroborative of the chronology of the events 
' and not necessary. Finally, to dispel any 
possible influence on the jury, Defendants 
would agree that the representatives of 
Defendants would not make reference to 
Fenningham directly as the "transactional 
counsel" for RTG at trial and suggest 
redacting the trial exhibits referring to 
Fenningham in connection with the asset 
acquisition. 

In Second & Ashbovime, supra, a 
Pennsylvania partnership filed a civil rights 
action against the defendants alleging 
procedural and substantive due process 
constitutional violations and various state law 
violations in the review and consideration of 
certain land development plans. The 
defendants sought to disqualify Mr. KapUn 
and the firm of Lesser and Kaplin as 
PlaintiflTs counsel \mder Rule 3.7 of the 
Pennsylvania Rules of Professional Conduct 
due to Mr. KapHn*s personal involvement in 
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the land development approval process on 
behalf of Ashbourne as one of its partners. 
The defendants argued that Mr. Kaplin's role 
in negotiating, drafting and assigning an 
option- purchase agreement as well as his role 
in the development, presentation and 
discussion of land development plans qualified 
him as a "necessary witness" for the plaintiff 
within the meaning of Rule 3.7. In granting 
the motion to disqualify Kaplin, the court held 
that the defendants satisfactorily 
demonstrated that Mr. Kaplin's testimony was 
necessary to prove numerous allegations in 
the complaint due to his central role as 
partner of Ashbourne and counsel to 
Ashbourne. Judge Newcomer further stated: 
*I1 If Mr. Kaplin were permitted to act as 
both advocate and witness it is likely a jury 
would not be able to separate statements he 
would offer as evidence. Another reason for 
disqualifying Mr. Kaplin as trial advocate is 
the prejudice that may result to opposing 
counsel if Mr. Kaplin enhances his credibility 
before the jury as an advocate by virtue of 
having taken an oath as a witness. Finally, 
it will be \infair and difficult for defendants 
to cross- examine a witness who is also an 
adversary counsel concerning matters of fact 
impeaching his credibility. 
Id. at *2. 

This Court has similar concerns regarding 
Mr. Fenningham's representation of 
Defendants at the trial of this matter. Here, 
Plaintiff has satisfactorily demonstrated that 
Mr. Fenningham*s testimony will be necessary 
to prove certain allegations in the Complaint. 
However, like in Second & Ashbourne, "[tDiis 
analysis clearly in not applicable to disqualify 
members of [Mr. Fenningham's] firm. [Corr, 
Stevens & Fenninghaml, from presenting the 
case at trial." Id, at *3. In this regard. 
Plaintiff has argued that a potential conflict 
exists that would justify disqualifying 
Fenningham's furm. Plaintiff suggests that, in 
the event that RTG is found liable for 
intentional interference with contract and 
civil conspiracy, RTG may have a cioss-claim 
against SoUas Holland based on Oly's 
testimony that he never told Cheatle, Jr. of 
the existence of the letter allegedly employing 
Stolp for two years. Plaintiff adds that 
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because Fenningham represents both 
defendants in this case, he did not file such a 
cross-claim. However, Defendants counter 
that even "assuming arguendo such liabihty, 
RTG is indemnified under the Asset Purchase 
Agreement." (Defendants' Opposition 

Memorandum at 8). 

Despite Plaintiffs contentions, any conflict 
that may exist concerning RTG's liability for 
intentional interference with contract and 
civil conspiracy is no longer an issue, as this 
Court has akeady found that Defendants are 
not liable to Plaintiffs under these counts in 
the Complaint. Under these circumstances 
the language of Rule 3.7(b) permits members 
of a firm to act as advocate at a trial in which 
another of the firm's lawyers is a witness. 

Finally, Defendants' argue that the 
disqualification of Mr. Feimingham wo\ild 
prejudice them at this point in time. 
Specifically, Defendants state that "the 
economic burden, let alone the delay of 
resolution of this case, is prejudicial to 
Defendants at this juncture." (Defendants' 
Opposition Memorandum to Plaintiffs Motion 
to Disqualify at 5). However, nothing in this 
decision precludes Mr. Fenningham from 
further participating in all pretrial and post- 
trial matters on behalf of Defendants. Indeed, 
Mr. Fenningham will still be able to apply his 
knowledge of events for the benefit of the 
Defendants in all matters, including trial 
preparation and strategy. In addition, "[Mr. 
F enningham] will be able to continue 
directing the litigation while selecting a 
member of his firm to present the case at 
trial.... Therefore, the disqualification of [Mr. 
Fenningham] from acting as advocate at trial 
will not work a 'substantial hardship' on 
[Defendants] within the meaning of Rule 
3.7(aX3)." Second & Ashbourne, 1989 WL 
8874 at ♦S. 

*12 Based on the above, this Court will order 
that Fenningham be disqualified, but his fum 
be allowed to continue to represent 
Defendants in this case. 

ORDER 
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AND NOW. this 2lEt day of February, 1997, 
upon consideration of the pre-trial motions 
filed by Plaintiffs and Defendants in the 
above-captioned matter, it is hereby 
ORDERED that: 

1. The Motion by Defendants Roberts 
Technology Group, Inc., and Sollas Holland, 
B.V., for Partial Summary Judgment on 
Plaintiffs claims of Successor Liability (Count 
m), Tortious Interference With Contractual 
Relations (Count IV), and Civil Conspiracy 
(Count V) is GRANTED; 

2. Defendants' Motion in Limine to preclude 
Plaintiff from calling Counsel for Defendants, 
John Fenningham, Esq. ("Fenningham"), as a 
witness in this case is DENIED; 

3. Plaintiffs Motion to Disqualify 
Fenningham and his fuin, Corr Stevens & 
Fenningham, as trial coxinsel for Defendants 
is GRANTED with respect to Mr. 
Fenningham's participation at trial, but 
DENIED as far as the motion seeks 
disqualification of his law firm. 

END OF DOCUMENT 
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Joseph LEBOVIC 

V. 

William NIGRO and Eyeglass Encounters, 
Inc. 

No. CIV. A. 96-319. 

United States District Court, E.D. 
PennBylvania. 

Feb. 26, 1997. 

MEMORANDUM ORDER 

WALDMAN. 

•1 Presently before the court is plaintiff's 
Motion to Disqualify Thomas W. Sheridan, 
Esq. as Litigation Counsel for Defendants. 

' Plaintiff asserts that Mr. Sheridan 
represented defendants in the negotiation of 
certain agreements, the breach of which gave 
rise to this action. Plaintiff further asserts 
that "Mr. Sheridan was, at times, the sole 
participant in conversations with Plaintiffs 
counsel in the [underlying] transaction." 
Based on this involvement, plaintiff asserts 
that Mr. Sheridan should be disqualified 
because he is a necessary witness for the 
purposes of discovery and trial. 

"The party seeking to disqualify opposing 
counsel bears the burden of clearly showing 
that continued representation would be 
impermissible." Cohen v. Oasin, 844 F Supp 
1065. 1067 {E.D.Pa.l994) (citing Commercial 
Credit Business Loans, Inc. v. Martin 590 
F.Supp. 328, 335-36 (E.D.Pa.l984)). Iri this 
district, the professional conduct of attorneys 
is governed by the Rules of Professional 
Conduct as adopted by the Supreme Court of 
. Pennsylvania. See Local.R.Civ.P. 83.6. sub- 
Rule IV(B); United States v. Moscony 927 
F.2d 742, 748 n. 7 (3d Cir.), cert, denied, 501 
U.S. 1211, 111 S.Ct. 2812, 115 L.Ed.2d 984 
(1991). 

Rule 3.7 of the Rules of Professional Conduct 
provides in pertinent part that "[a] lawyer 
shall not act as an advocate at a trial in which 
the lawyer is likely to be a necessary witness." 
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This Rule does not preclude an attorney from 
representing a client when the attorney will 
likely be a necessary witness, but only 
prevents an attorney from acting as an 
"advocate at trial" in such a case. Caplan v. 
Braverman, 876 F.Supp. 710. 711 
{E.D.Pa.l995). Nothing in Rule 3.7 prevents 
Mr. Sheridan from representing defendants in 
all pretrial matters, including discoveiy. See 
Rounick v. Fireman's Fund Ins. Co 1996 WL 
269495, *1 (E.D.Pa. May 20, 1996); Caplan, 
876 F.Supp. at 711 (citing cases). Moreover, 
plaintiff does not claim that Mr. Sheridan 
previously represented him or has a conflict of 
interest which may require immediate 
disqualification. Nor does plaintiff argue that 
Mr. Sheridan^s continued participation in 
discovery wiD be prejudicial to him. 

Plaintiff asserts that he plans to depose Mr. 
Sheridan, but this does not affect the propriety 
of Mr. Sheridan representing defendants in all 
pretrial matters. The Federal Rules of Civil 
Procedure do not specifically prohibit taking 
opposing counsers deposition. See 
Fed.R.Civ.P. 30(a) (a party may take the 
deposition of "any person"). Taking of 
depositions of opposing counsel is not 
encouraged and is typically only permitted 
where a clear need is shown. See Shelton v. 
American Motors Corp.; 805 F.2d 1323, 1327 
(8th CLr.1986); Caruso v. Coleman Co/ 1994 
WL 613668, *1 (E.D.Pa. Nov.l, 1994). ' Such 
depositions are permitted where an attorney 
takes part in "significant relevant pre- 
litigation events and the attomey-cHent 
privilege does not apply to the testimony " 
Caruso, 1994 WL 613668 at *1 (citing Bogan 
V. Northeastern Mut. Life Ins. Co., 152 F R D 
9, 14 (S.D.N.Y.1993). [FNl] There is simply 
no reason to delay discovery in this matter or 
bar Mr. Sheridan from continuing to represent 
, defendants in all pretrial matters. [FN2] 

FNl. Any claim thai the attorney-client privUege 
precludes Mr. Sheridan from providing deposition 
testimony whUe acting as defendants* counsel is 
meritless. The attorney-client privilege will apply to 
the same extent whether or not Mr. Sheridan is 
representing defendants at the time of his deposition. 

FN2. Mr. Sheridan has represented that plaintiff is in 
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the process of securing trial counsel. 

•2 To the extent that plaintiff seeks to 
preclude Mr. Sheridan from representing 
defendants at trial, the court cannot 
determine at this stage, prior to the close of 
discovery, whether Mr. Sheridan is likely to be 
a necessary witness at trial. Even plaintiff 
. states merely that "[ibi the event that Mr. 
Sheridan's deposition "reveals relevant 
information helpful to Plaintiff, it is 
Plaintiffs intention to call him as a witness at 
trial." ACCORDINGLY, this day of February, 
1997, upon consideration of plaintiffs Motion 
to Disqualify Thomas W. Sheridan, Esq. as 
Litigation Counsel for Defendants, IT IS 
HEREBY ORDERED that said Motion is 
DENIED to the extent that it seeks to 
preclude Mr. Sheridan firom representing 
defendants in any pretrial matters and is 
otherwise DENIED without prejudice to renew 
prior to trial should it appear that Mr. 
Sheridan truly will be a necessary witness. 

END OF DOCUMENT 
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Frank C. BROOKS, Jr., Plaintiff, 

V. 

William E. BATES. Defendant, 
and 

Knowledge Engineering Inc., Nominal 
Defendant. 

No. 89 Civ. 4478 (SS). 

United States District Court, S.D. New York. 

April 7. 1994. 

OPINION AND ORDER 

SOTOMAYOR, District Judge. 

•1 Defendant William E. Bates seeks to 
disqualify plaintiffs counsel, the firm of 
^ Chapman Moran Hubbard Glazer & 
Zimmerman ("Chapman Moran"). and 
requests leave to amend his complaint to join 
Chapman Moran and individual attorneys of 
the firm as third-party defendants. For the 
reasons discussed below, the defendant's 
motions are GRANTED in accordance with 
this Order. 

I, BACKGROUND 

The motions before me are part of a long, 
convoluted litigation, arising from a copyright 
dispute that has been in the Southern District 
for five years and which is unlikely to be 
resolved in the near futxire. Defendant Bates 
is a computer software developer who, in 
December 1984. began doing biisiness in New 
York City under the company name of 
Knowledge Engineering ("KE"). Several 
years later, in April 1988. plaintiff Frank C. 
Brooks and defendant Bates formed a 
computer software company, named 
' Knowledge Engineering Incorporated ("KED, 
which they incorporated in Connecticut. [FNl] 
The arrangement required Brooks to help 
finance KEI through his sales and marketing 
efforts. The Brooks/Bates partnership lasted 
barely a year and, by April 1989, the partners 
had a falling out and decided to dissolve KEI, 
although it is unclear exactly when KEI was 
indeed dissolved. Bates thereafter decided to 
continue his software development under his 



KE company, in New York and without 
Brooks. 

After dissolution of their business 
partnership, Brooks commenced a shareholder 
derivative suit against Bates, alleging that 
Bates misapplied and wasted KEI assets and 
had improper dealings with KEI customers as 
the representative of his KE New York 
company. On July 5, 1989. as part of an 
earlier stage in this litigation, which at that 
time was before Judge Charles S. Haight of 
this Coiut, Brooks and the still -existing KEI 
corporation succeeded in secining an Order of 
Impoundment against Bates for certain 
copyrighted materials. The Order mandated 
Chapman Moran to hold the impoimded 
materials in escrow until further notice from 
the Coiul. Six days later, on July 11, 1989, 
Judge Haight voided the Impoundment Order 
and in a subsequent Order held that Bates was 
always the proper owner of the copyrighted 
materials covered under the Order of 
Impoundment. 

Relying on the Impoundment Order, 
Chapman Moran took possession of Bates' 
computer hard drives and other materials in 
an \manno\mced raid on Bates' office. As set 
forth in his December 23, 1992 affidavit. 
Brooks claims that Chapman Moran then 
asked him to bring a Macintosh computer to 
the firm's offices so that the firm's attorney's 
coxild use the computer to read and inventory 
Bate's impovmded disks. Id, Brooks assisted 
Brian Moran. a partner at Chapman Moran, 
with this process by installing the hard drives 
onto his Macintosh computer and preparing an 
inventory. 

Brooks contends that, while reviewing the 
impounded materials, he found a revision of a 
KEI computer program source code and 
various b\i6iness correspondence, which he 
considered to be his property as a KEI 
incorporator. He was concerned that this 
material did not have a back-up copy so he 
stored the latest revision of KEI's source code 
and other materials from the impoxmded disk 
onto his Macintosh computer's hard drive. 
When the inventory of impoiuided material 
was completed, Brooks left with the Macintosh 
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computer and the back-up of the KEI source 
code and business records. Brooks claims he 
acted alone in creating the back-up file and 
did not teU anyone at Chapman Moran about 
his copying of the KEI source code and 
business records. See December 23, 1992 
Affidavit of Frank C. Brooks. 

• *2 The actions of Brooks and Chapman 
Moran and the events following the issuance 
of the Impoundment Order are the basis for 
Bates* instant request for disqualification and 
leave to amend. Bates claims it was not until 
over two years after the impoundment, on or 
about February 24, 1992. that he learned of 
Brooks' access to the impounded materials 
back in 1989. Bates maintains that he first 
learned of the access in 1992 when documents 
uncovered during discovery in the instant 
action revealed that two days after the 
impoundment Brooks sent, via facsimile, 
copies of routine businesB letters fi-om Bates to 
Chapman Moran. Bates alleges that these 
documents were taken fi-om the impounded 
materials, and as proof of this claim he asserts 
that the documents included a draft press 
release, issued by Brooks at the MacWorld 
Expo Trade Show in Boston, announcing the 
sale by Brooks of JustText 1.2, a program that 
was part of the impounded materials. Bates 
. has also submitted an affidavit by one of his 
competitors which states that Brooks offered 
to provide him with copies of Bates' source 
code. 

Upon learning of this misappropriation and 
misuse of his property. Bates moved to 
disqualify Chapman Moran as counsel in this 
litigation because, according to Bates, the 
firm's members were obviously involved in a 
conspiracy with plaintiff Brooks to procure 
Bates' trade secrets. Thus. Bates contends 
that there is an unresolvable conflict of 
interest in Chapman Moran's continued 
representation of plaintiff Brooks. Bates also 
moved to amend his complaint to include the 
firm and several of its members as third-party 
defendants based on their conduct in 
permitting Brooks access to the impounded 
materials. 

n. MOTION TO DISMISS COUNSEL 

Copr. © West 1998 No Claim 



Defendant Bates maintains that the Court 
must order the removal of Chapman Moran 
and two of the firm's members. John Haven 
Chapman and Victor L. Zimmerman, Jr., as 
plaintiff's counsel because of the conflict 
arising from their representation of three 
adverse parties in the instant htigation. 
Bates argues that since Chapman Moran is 
the attorney of record in this litigation for 
KEI, the corporate nominal defendant, and 
also represents plaintiff Brooks in his pereonal 
capacity, there is a conflict between clearly 
divergent interests. [FN2] 

In addition to the conflict arising fi-om the 
presentation of multiple-parties. Bates fiirther 
claims that Chapman Moran must be 
disqualified because members of the firm 
iUegally and unethically collaborated with 
Brooks, deliberately giving him access to the 
impounded materials and then affirmatively 
concealing this information from Bates and 
the Court. The goal of the conspiracy being, 
according to Bates, to put him out of business 
and secure access to his computer programs in 
order for Brooks to gain a substantial 
economic benefit. 

The question of whether to disqualify coimsel 
is solely within the Court's discretion. Fund 
of Funds Ltd. v. Arthur Anderson & Co 567 
F.2d 225 (2d Cir.1977); United States v 
Perlmutter, 637 F.Supp. 1134, 1137 
(S.D.N.Y.1986) (citation omitted). In assessing 
the propriety of disqualification based on 
counsel's conduct. I note that there is no 
express statutory duty applicable to 
professional misconduct cases. Nevertheless, 
federal courts have ft-equently relied on the 
New York Code of Professional Responsibility 
("N.Y.Code"). N.Y.JUD.LAW app 
(McKinney's (1992)). [FN3] the American Bar 
Association Model Code of Professional 
Responsibility (1981) ("ABA Code") and the 
American Bar Association Model Rules of 
Professional Conduct (1991) ("ABA Rules") in 
addressing issues of disqualification and 
potential coimsel malfeasance. It is the 
judicial interpretations of these rules and 
notions of professional conduct, as well as the 
directives contained in the professional rules 
themselves, which guide my decision in this 
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case to grant the request for disqualification. 

•3 In this Circuit, disqualification is 
appropriate in limited circumstances, and 
rarely is such a harsh remedy invoked against 
counsel. Disqualification, however, is 
condoned, 

where an attorney's conflict of interests in 
violation of Canons 5 and 9 of the Code of 
Professional Responsibilityf ] undermines the 
court's confidence in the vigor of the 

attorney's representation of his client 

Board of Educ. of N.Y.C. v. Nyquist 590 F 2d 

1241, 1246 (2d Cir.1979) (footnote omitted) 

(citationB omitted). 

The Second Circuit has held that 
disqualification is mandatory where there is a 
high potential for conflicting loyalties and 
. where conflict might taint a trial by affecting 
an attorney's presentation of a case. 
Armstrong v. McAlpin, 625 F.2d 433, 444 (2d 
Cir.1980), vacated on other grounds, 449 U S 
1106, 101 S.Ct. 911, 66 L.Ed.2d 835 (1981). In 
the instant case, Chapman- Moran's position 
as a third-party defendant, in accordance with 
my discussion as set forth below, renders the 
firm's untainted representation of its clients 
dubious. 

The most compelling basis for disqualification 
IS that it is likely, if not certain, that members 
of Chapman Moran will testily adversely to 
Brooks in this action about Brooks' access to 
Bates' materials, creating a conflict situation 
exphcitly disfavored by the professional codes 
and the courts. The ABA Code and Rules 
condemn combining the role of lawyer and 
witness in a client's litigation, except in 
certain limited situations, none of which are 
^plicable to this case. Specifically 

, Disciplinary Rule 5-102, under Canon 5 of the 
ABA Code, directs an attorney to withdraw 
from the trial, and the attorney's firm to 
terminate representation, once the attorney 
learns, or it is obvious, that the lawyer or 
another lawyer in the firm will be called as a 
witness on behalf of the client, or if not on 
behalf of the client if the testimony "is or may 
be prejudicial to [thej client." (FN4] ABA 

Rule 3.7 also prohibits an attorney from 
serving at a trial in which it is Ukely that the 



lawyer will "be a necessary witness... " (FN5] 
See also Bass Public Ltd. Co. v. IVomus Co 
Inc., No. 92 Civ. 0969, 1994 WL 9680, at *8 
(S.D.N.Y. Jan. 10, 1994) (lawyers may be 
properly disqualified where their "knowledge 
IS highly relevant and peculiarly in [their] 
possession") (citation omitted). 

Disqualification is clearly warranted here 
where the testimony of Chapman Moran's 
attorneys is a critical issue in Bates' case. The 
testimony is necessary in order to establish 
the alleged improper access to and 
procurement of the copyright registration of 
Bate's work. Obviously, such testimony is 
directly prejudicial to Chapman Moran's 
client, Brooks. In fact, the purpose of such 
testimony is to establish Brooks' misconduct. 

Moreover, because I am permitting plaintiff 
to add the firm as a third-party defendant, the 
firm's position as counsel is compromised by 
Its representation of three adverse parties 
including itself, in the same litigation. Such 
representation would be in direct 
contravention of one of the highest duties an 
attorney bears to a client: to "represent a 
client zealously." See ABA Code Canon 7. I 
am not convinced that in this case, under 
these facts, Chapman Moran can fulfill its 
professional responsibility without 
endangering the position of its clients since as 
a defendant in this case. Chapman Moran 
must seek to absolve the firm and its members 
fi-om any liability related to plaintiff's copying 
of the impounded materials. 

•4 To allow Chapman Moran's representation 
of Brooks and KEI to continue not only 
threatens the individual attorney-client 
relationship, but also compromises time- 
honored notions of legal professional conduct 
and behavior. Canon 9 of the ABA Code firmly 
states that attorneys "should avoid even the 
appearance of professional impropriety" in 
order to "promote pubUc confidence in our 
system and in the legal profession." See ABA 
Code, Canon 9, Ethical Consideration 9-1 
Attorneys should "strive to avoid not only 
professional impropriety but also the 
appearance of professional impropriety" 
Ethical Consideration 9-6. Bates' allegations 
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that Chapman Moran, as counsel to KEI, gave 
Brooks access to the impounded information, 
certainly suggests, at least, an appearance of 
impropriety and a violaUon of professional 
tenets. In addition, representation of multiple 
parties, with adverse interests, in the same 
litigation, presents more than a mere 
appearance of a conflict. [FN6] 

Here, the fact that the attorney's conduct 
tends to "taint the underlying trial," and that 
there exists at a minimum an appearance of 
impropriety, are sufficient bases for 
disqualification. While I recognize the rarity 
of such judicial action, and the exceptional 
character of such a remedy, "[tjhe Courts have 
not only the supervisory power but the duty 
and responsibility to disqualify counsel for 
iinethical conduct prejudicial to [the 
attorney's] adversaries." Ceramco v. Lee 
Pharmaceutical, 510 F.2d 268, 271 (2d 
Cir.1975). 

Further, Rule 1.16 of the ABA Code addresses 
directly the issues presented in the instant 
motion and likewise supports my decision to 
disqualify counsel in this case. That Rvde 
requires that "a lawyer shall withdraw from 
the representation of a client if the client has 
used the lawyer's services to perpetrate a 
. fraud or criminal activity." Since Chapman 
Moran's defense to Bates' allegations of 
collusion and conspiracy is the innocence of 
the firm and its members, which defense must, 
at a minimum, insinuate that Brooks' acted 
improperly, the continued representation of 
Brooks' by Chapman Moran would be in direct 
violation of Rule 1.16. 

For the foregoing reasons, Bates' motion to 
disqualify Chapman Moran as counsel in this 
case is granted. [FN7] 

m. LEAVE TO AMEND THE COMPLAINT 

Federal Rule of Civil Procedure 15 recognizes 
that "leave [to amend a pleading] shall be 
freely given when justice so requires" 
Fed.R.Civ.R 15(a). See also Day v 
Morgenthau, 909 F.2d 75, 78-79 {2d Cir.1990) 
cert, denied, 506 U.S. 821, 113 S.Ct. 71 (1992) 
Oeave to amend a complaint shall be finely 
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granted). Pro se litigants are given even 
greater flexibility in drafting their pleadings, 
so that permission to amend should be granted 
"fairly freely." SatcheU v. Dil worth, 745 F 2d 
781, 785 (2d Cir.1984). A pro se litigant 
"shoxxld be afforded every reasonable 
opportunity to demonstrate that [the litigant] 
has a valid claim." Id. (quoted in Bobal v. 
Rensselaer Polytechnic Institute, 916 F2d 
759, 762 (2d Cir.1990), cert, denied, 499 US 
943. Ill S.Ct. 1404, 113 L.Ed.2d 459 (1991)). 
Despite the apparent predisposition in Rule 15 
and the decisions of this Circxiit favoring 
granting a request to amend, the courts do not 
have carte blanche to automatically grant an 
amendment. The court may deny a request 
where the amendment would be futile, as in 
the case where the amended pleading fails to 
state a claim. Foman v. Davis, 371 U S 178 
182. 83 S.Ct. 227, 230. 9 L.Ed.2d 222 '(1962);' 
Manson v. Stacescu, 11 F.3d 1127, 1133 (2d 
Cir.1993); Longo v. Shore & Reich, Ltd No 
90 CIV. 6905, 1993 WL 437773, at *1 
(S.D.N.y. Oct. 25. 1993) (citation omitted); 
Santiago v. Steinhart, No. 89 Civ. 2069 1993 
WL 410402. at *2 (Oct. 13, 1993). However, it 
is within the discretion of the district court to 
allow the amendment once the proposed 
amended claims satisfy this threshold 
viability requirement. See Paliaga v. 
Luckenbach S.S. Co., 301 F.2d 403, 410 (2d 
Cir.1962) (district coiut has discretion to 
consider or dismiss a third-party complaint). 

•5 In deciding whether Chapman Moran 
should be added as a third party, I note that 
joinder of the fum would consolidate and 
facilitate closure of the various claims, based 
on the Brooks/Bates business relationship, in 
one action, rather than burdening the parties 
and this Court with several mini-actions. 
Moreover, Chapman Moran should be joined 
in the proposed third-party complaint because 
without the firm, "complete relief cannot be 
accorded among those already parties," within 
the meaning of Ped.R.Civ.P. 19. Joinder, 
thus, serves the ends of expeditioiis resolution 
of this litigation and judicial economy. 

As a preUminary matter, I am unpersuaded 
by plaintiflTs objections to Bates' motion that 
the motion is untimely. A party may amend 
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its pleading at any time before service of a 
responsive pleading, or if no responsive 
pleading is permitted, within 20 days after it 
is served. Fed.R.Civ.P. 15(a). Once the time 
for amending the pleading has passed, a party 
may amend by leave of the court or upon 
consent of the parties. Id. It is true that 
Bates did not file his motion to amend imtil 
December 10, 1992. almost a year after the 
defendant was ftrst permitted to amend his 
complaint and more than six months after the 
answer was filed. Bates, however, contends 
that prior to discovery in 1992 he had no 
knowledge of the conduct which is now the 
basis for his claims, and that he did not have 
grounds to amend the complaint until he 
learned that Chapman Moran may have 
abused the impoundment process under the 
copyright law by giving Brooks access to the 
, impounded materials, which resulted in the 
offer by Brooks of Bates' trade secrets to a 
Bates competitor. 

Even when a party delays in the submission 
of the request to amend, if a defendant's delay 
is based on surprise, and the underlying action 
win not be unduly delayed or complicated 
because all the parties and claims will be 
resolved in one action, the motion to amend 
should be granted. See e.g.. Mutual Life 
Assxir. Co. V. Arthur Anderson, 65 F R D 518 
522 (S.D.N.Y.1975) (third-party complaint 
filed three years after the filing of an answer 
allowed on grounds that it would not cause 
unreasonable delay). There is no dispute here 
that Bates was unaware of Brooks' access to 
the impounded material until shortly before 
he made his motion to amend and I am 
convinced that leave to amend should not be 
denied with respect to potentially viable 
claims arising from this new information. 

* IV. THE THIRD-PARTY CLAIMS 

In order to determine whether inclusion in 
this action of Bates' proposed claims would be 
otherwise futile. I wiU, however, also decide 
whether the allegations in the proposed 
amended complaint state a claim upon which 
relief may be granted, including whether the 
claims themselves are time-barred. After 
careful consideration of Bates' claims and the 
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responding papers. I am persuaded that Bates 
has sufficiently set forth allegations, at this 
preliminary stage, in support of the m^ority 
of his claims and he should be allowed to 
amend his complaint to add most of his claims. 

1. Wrongful Attachment 

*6 Bates claims that his property was 
wrongfully attached as a result of the Order of 
Impoundment. A United States marshal 
seized Bates' property, the computer material, 
and then turned it over to Chapman Moran! 
The Copyright Rules of Procedure, 35 Stat, at 
1082 (1992), authorize a marshal to keep 
seized property in the marshal's possession, in 
a secure place, subject to the order of the 
court, Warner Bros. Inc. v. Dae Rim Trading 
Inc.. 877 F.2d 1120, 1123 {2d Cir.1989), and 17 
U.S.C. § 503 (1993) authorizes the court to 
order impoimdment on "such terms as it 
deems reasonable." The impoundment by the 
marshal and ultimate placement of the 
materials in the possession of Chapman 
Moran was done in furtherance of Judge 
Haight's Order, an Order whose terms were 
clearly within the authority of the Court. 
Bates has, therefore, failed to allege a viable 
claim on this cause of action and leave to 
amend his complaint to plead this cause of 
action is denied. [FN81 

2. Negligence and Professional Malpractice 

In response to a pending claim in this 
litigation, wherein Brooks accuses Bates of 
breaching his duties of fidelity and loyalty to 
Bates implicates the incorporator of 
"KEI". proposed third-party defendant Victor 
L. Zimmerman, and asserts that Zimmerman 
committed negligence and professional 
malpractice. Bates claims that Zimmerman; 
1. failed to provide him with any notification 
that Bates was elected a KEI director, 2. 
failed to reply to Bates* written inquiry as to 
who were the directors; 3. failed to file a 
"Notice of Election or appointment of Officer/ 
Director" with the Office of the Secretary of 
Connecticut, annoimcing his director position; 
and 4. failed to call for an organizational 
meeting, in violation of the Connecticut Stock 
Corporation Law at § 33-294. thus concealing 
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Bates' status as a director from him. Bates 
contends that if he had known he was a 
director of KEI, he woiild have obtained other 
counsel and made certain that KEI was 
properly dissolved before continuing in 
business with KE. 

Bates argues that as a result of Zimmerman's 
• inactions, two distinct injuries have occurred. 
First, KEI has been harmed as a result of 
Bates' breach of his duties of loyalty and 
fidelity to KEI when he dealt with KEI 
customers in his capacity as sole shareholder 
of KE. Second, there is direct injwry to him if 
a judgment is rendered against him on the 
aforementioned breach of fiduciary duty claim 
by Brooks. 

Brooks and Chapman Moran argue that the 
claims are time-barred by the three year 
statute of limitations applicable to attorney 
malpractice claims. A claim for attorney 
malpractice under New York law accrues 
when the malpractice occurs, except that the 
statute of limitations may be toDed until the 
attorney ceases to represent the client on the 
matter in which the alleged malpractice 
occurred. Green v. Green, 56 N.Y.2d 86 94 
436 N.E.2d 496, 500. 451 N.Y.S.2d 46', 50 
(1982); Lazzaro v. Kelly, 87 A.D.2d 975,^450 
. N.Y.S.2d 102 (4th Dept. 1982), affd 57 N Y 2d 
630, 439 N.E.2d 868, 454 N.Y.S.2d 59 (1982); 
Siegel v. Kranis, 29 A.D.2d 477, 288 N.Y.S 2d 
831 (2d Dept. 1968). Connecticut recognizes 
that a legal malpractice claim accrues on the 
"date of the act or omission complained of 
Redden, 1994 WL 76807 at *4 (quotiiig 
Connecticut statute of limitations, General 
Statutes § 52-577). 

•7 Even the most favorable reading of Bates' 
allegations, and assuming those allegations 
are true for purposes of this motion, compels 
me to conclude that Bates' attorney 
malpractice claims under either New York or 
Connecticut's statutes of limitations are time- 
barred. Although it is not clear when the 
malpractice occurred or when the Chapman 
Moran attorney-client relationship 
terminated, I must assume, at the very least 
that Bates recognized the malpractice and 
termination of the attorney-client relationship 



once Brooks, with the assistance of the firm, 
commenced legal action against him, upon the 
filing of the instant complaint on Jxme 27, 
1989. Bates filed the instant motion, raising 
the malpractice claim for the first time, on 
December 10, 1992, almost six months ^er 
the three year statute of Umitations had run. 
Although Bates has fashioned his aDegations 
to include some separate claim against the 
firm for negligence, "the remedy for an 
attorney's professional negligence is a sxiit for 
malpractice." Inryco Inc. v. MetropoHtan 
Eng'r Co. Inc., 708 F.2d 1225, 1235 (7th 
Cir.1983). 

Nevertheless, assuming that Bates' assertions 
were construed as a separate negligence claim, 
such a claim is premature. Under both New 
York and Connecticut law, a cause of action 
for negligence must be filed within three years 
of when an iiyiuy occurs. C.P.L.R. § 214(6); 
Redden v. Ebenstein & Ebenstein, No CV 92 
0517867S, 1994 WL 76807, *3 (Conn. Super. Ct. 
Feb. 23, 1994) (negligence becomes actionable 
when the party suffers some legally injurious 
consequence as a result of the negligence); 
Triangle Underwriters Inc. v. Honeywell Inc ' 
604 F.2d 737 (S.D.N.Y.1979), citing Schwartz 
v. Heyden Newport Chemical Corp 12 
N.Y.2d 212, 188 N.E.2d 142, 237 N.Y.S.2d 714 
(1963), cert, denied, 347 U.S. 808 (1963) (a 
cause of action for negligence accrues, for 
statute of limitations purposes, when acts 
constituting negligence produce ii\jury), aff d 
on other grounds, 651 F,2d 132 (2d Cir.1991). 
A negligence claim reqiiires that a breach of a 
professional standard of care occurs which is 
the proximate cause of the iAJxiries suffered by 
the complainants. Somma v. Gracey, 15 
Conn.App. 371, 374-75, 544 A.2d 668 (1988); 
Cotroneo v. Von Schilling, No. CV 91 
0117356, 1994 WL 16510, *3 (Conn.Super.Ct. 
Jan. 5, 1994). As KEI counsel, Zimmerman 
certainly may have had a professional duty to 
Bates which may have been violated if Bates' 
allegations are true. Bates has admitted, 
however, that as yet he has not suffered any 
injury as a result of the alleged lack of 
notification of his director status and that any 
injury is purely contingent upon a judgment 
against him from this Court on Brooks' 
claims. See Defendant's Reply Memorandum 
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at p. 3. If Bates is found liable, at that time, 
not now, his iryuries will be the proximate 
result of Chapman Moran*s breach of their 
professional standard of care. For these 
reasons, leave to amend to add a cause of 
action for malpractice or negligence is denied. 

3. Common Law Fraud 

•8 Bates also asserts various fraud claims 
against the firm and its members, in 
particular Zimmerman. The premise of Bates' 
allegations is that Brooks and Chapman 
Moran collaborated in their efforts to establish 
KEI for the purpose of stealing Bates' 
intellectual property. In furtherance of that 
purpose, Bates claims that Chapman Moran 
and Zimmerman falsified documents, such as 
back-dating checks and a (Seneral Resolution 
r Of KEI signed by Bates. Bates also claims that 
Zimmerman made a knowing 

misrepresentation of material fact when he 
signed documents attesting that an 
organi2ational meeting of KEI was held on 
December 5, 1989, and when he asked Bates 
to sign a Subchapter S election and told him 
that there were no potential implications in 
signing this document. Bates maintains that 
Zimmerman had a duty to advise him and 
recommend to him that he seek independent 
counsel. 

A claim of fraud may be based on affirmative 
false statements when: 1. a false 
representation is made as a statement of fact; 
2. the representation is untrue and known to 
be untrue by the party making it; 3. the 
representation is made to induce the other 
party to act on the representation; and, 4 the 
party acts on it to [that party's] injury 
Kilduff V. Adams. Inc.. 219 Conn. 314, 327 
. 593 A.2d 478, 485 (1991). An omission may 
also constitute actionable fraud if there was 
an "affirmative duty to disclose the fact at 
issue." ChiareUa v. United States, 445 US 

n^d^' ^^0^' ^114' 63 L.Ed.2d 348 

(1980); Shea v. Angulo, No. 93 Civ 4716 
1993 WL 498013 *4 (S.D.N. Y. Nov. 29, 1993). ' 

Zimmerman, as counsel to KEI, may have 
had a duty to disclose all relevant information 
to Bates, a m^ority shareholder in KEI 



Zimmennan's failure to alert Bates of the 
legal ramifications of signing the Subchapter 
S election may also constitute a fraudulent 
omission, with iiyury to Bates if he signed 
away rights to his company as a result of 
signing the IRS document. Thxis. Bates may 
have a viable claim for common law and he 
should have the opportunity to develop this 
claim. 

4. Fraud on the Copyright Office [FN9] 

Bates alleges that the applications for 
copyright registrations, submitted to the 
Copyright Office by Chapman Moran partner 
John Haven Chapman, and signed by Brooks, 
contained two misrepresentations of material 
fact which facilitated Brooks' acquisition of 
Bates' trade secrets. The first 

misrepresentation was that Brooks was 
entitled to the works as a result of a "transfer 
of all rights by author," and, second, that 
Brooks was authorized to use the name KE, 
Bates' New York company name. Bates 
contends that as a result of the fraudulent 
procurement of the copyright registrations, 
KEI improperly acquired ownership of Bates' 
works for a period of almost two and a half 
years, from the time the copyright 
registrations were granted in June 1989 until 
Judge Haight invahdated the copyright 
registrations in November 1991. Brooks 
claims that since this matter was resolved by 
Judge Haight's November 26, 1991 opinion, 
invalidating the copyright registrations in 
KEI s name, and that Bates has no further 
remedy in this Court. 

•9 The invalidation of the copyrights in 
question is an appropriate remedy for a 
misrepresentation to the Copyright office See 
Whimsicality, Inc. v. Rubie's Costume Co 
Inc., 891 F.2d 452, 456 (2d Cir.1989) (bad faith 
misrepresentation made to copyright office 
rendered copyright registration invalid). It is 
undisputed that Bates secured this reUef with 
the issuance of Judge Haight's November 
Order. However, since Bates may be entitled 
to recover either actual damages suffered and 
profits or, statutory damages purstiant to 17 
U.S.C. § 504 (1993), Bates has sufficiently 
stated a claim for such damages. See e.g.. 
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United States Naval Inst. v. Charter Comm. 
Ins., 936 F.2d 692. 694 (2d Cir.1991) (actual 
damages granted in copyright infringement 
action for breach of exclxisive licensing 
agreement). There is, moreover, nothing 
before the Court that suggests that Judge 
Haight addressed the issue of damages. 
Therefore, there is no law of the case on this 
. question and leave to amend is granted on this 
claim. [FN 10] 

5. Fraud upon the Court 

Bates has set forth further allegations of 
intentional fraud committed by John Haven 
Chapman before this Court. According to 
Bates, at an in camera hearing on Jime 28, 
1989, Chapman made fraudulent 
misrepresentations before Judge Haight in 
order to secure the issuance of the 
Impoundment Order. According to Bates, 
Chapman told Judge Haight that Bates was 
an employee of Brooks* corporation, that Bates 
stole the items in question from the firm's 
Connecticut offices and that the intellectual 
property was misappropriated and in 
imminent danger of compromise. He further 
alleges that Chapman misled Judge Haight to 
believe that KEI and KE were the same 
entities. In addition. Bates claims that in 
^ order to secure a lower cost bond at $10,000 
Brooks misrepresented, in his supporting 
affidavit on the instant motion, the value of 
Bates' intellectual property at only $5,000. 
iiistead of the actual value which Bates 
alleges is $650,000. 

It is undisputed that Judge Haight vacated 
the Impoundment Order and later held that 
Bates was the true owner of the materials, 
thus, relieving Bates of the bxarden of the 
original order. However, since Bates may 
have suffered damages as a result of Brooks' 
misappropriation of his material, he may 
assert claims based on the wrongful 
appropriation of his property by the use of a 
fraudulently obtained order. Therefore, Bates 
may amend to include this claim as well 
[FNll] 

6. Abuse of Process 



Bates further claims that the actual nefariouis 
purpose of the impoundment was to acquire 
his trade secrets and shut down Bates' 
business in order to deprive him of any future 
income. Moreover, by seizing the computer 
disks, and all copies thereof, including the 
internal hard disks of his computer, Bates 
alleges that Brooks and his attorneys' sought 
to deprive him of his business records and 
correspondence, many of which were also vital 
to his defense of the present action. 

A claim of abuse of process requires that the 
legal process was used "in an improper 
manner or to accomplish a puipose for which 
it was not designed." O'Rourke v, Tnisthouse 
Forte Food Services, Inc., No. Civ. 91 0118880 
1993 WL 104427, at *2 (Conn.Super. March 
25, 1993) (quoting Mozzochi v. Beck, 204 
Conn. 490. 494, 529 A.2d 171 (1987)). The 
misuse or misapplication of process occurs 
when it is used "for an end other than that 
which it was designed to accomplish." Id. at 
*2 (quoting Prosser & Keeton, Torts § 121 p 
897 (5th Ed.l984)). Bates has sufficiently 
alleged that the Order of Impoundment was 
used solely for improper ends. He may also 
amend to include this claim. 

7. Wrongful Delivery 

•10 As already noted. Bates has set forth 
allegations that Brooks gained access to the 
impounded materials in direct violation of the 
Order of Impoundment. These allegations are 
sufficient to support his claim against 
Chapman Moran that it knew and/or 
facilitated the wrongful possession of the 
materials. Therefore, asserting this claim is 
not futile and will be permitted at this time. 

8. Interference with Contract 

Bates also alleges that in December 1987 he 
granted a non-exclusive license to a Michigan 
corporation, known as Lorenz Management 
Systems, Inc. ("Lorenz"), to sell and pay him 
for copies of his JustText program. Bates 
contends that Brooks and Chapman Moran 
wrongfully informed the President of Lorenz 
that Bates was no longer the copyright owner 
of JustText and that payment should be 
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remitted to Brooks' KEI corporation, rather 
than to Bates. As a direct result of this 
misrepresentation, Lorenz refused to pay 
Bates. Although Bates eventually settled 
with Lorenz, Bates claims that he agreed to 
less than the full amount of his losses. 

The elements of an action for tortious 
interference with a contract are: 1. proof that 
a contract or beneficial relationship existed; 
2. the defendant knew of this relationship and 
intentionally tried to interfere with it; and 3, 
as a result of the interference, plaintiff 
suffered an actual loss. Stripling v Fleet 
Natl. Bank. No. 52 16 61, 1993 WL 451412 
at *1 (Conn.Super. Oct. 22, 1993). A person 
interferes with a contract if the person 
engages in "improper conduct." Id. at *2, 

• Bates' allegations sufficiently set forth a 
claim in satisfaction of these three 
requirements. First, Bates alleges that he and 
Lorenz had an agreement for payment. 
Second, he claims that Brooks and his counsel 
made material misrepresentations, knowing 
them to be false, to Lorenz, and thereby 
sought payment for KEI instead of Bates. 
Third, despite the settlement with Lorenz* 
Bates claims that there remain outstanding 
losses caused by the misrepresentation. It is 
of no consequence that Bates and Lorenz 
eventually settled since a general release 
executed in a settlement contract does not bar 
suit on claims unrelated to the settlement. 
Bellefonte Ins. Co. v. Argonaut Ins. Co 757 
F.2d 523 (2d Cir.1985). Since Bates ^eks 
redress for Brooks and Chapman Moran's 
misrepresentation, and not for any claims 
arising from his settlement with Lorenz, the 
setUement does not bar his instant claims 
(FN 12] 

In summary, Bates is granted leave to amend 
to set forth those claims permitted in 
accordance with this Opinion. Granting leave 
to amend, however, is not tantamount to a 
decision on the merits of Bates' claims or a 
suggestion that these claims wUl eventually 
succeed. Rather, all I decide in this Order is 
that 3ates has stated sufficient allegations in 
support of his request to amend so that, at this 
time, it appears that he indeed states certain 



potentially viable claims. Thus, leave to 
amend should be granted to avoid improper 
and premature preclusion of potentially 
meritorious claims. Cf Zola v. Merrill Lynch 
No. 84 Civ. 8522-CS4, 1987 WL 7742, at *5 
(S.D.N. Y. 1987) (to comply with FedR.Civ.P. 
9Cb), plaintiff should be allowed to replead a 
cause of action in order to avoid preclusion of 
a possibly meritorious claim). 

IV. CONCLUSION 

*11 For the foregoing reasons the defendant's 
motions for disqualification and joinder of the 
firm of Chapman Moran as third-party 
defendants are GRANTED, Leave to amend 
the Complaint in accordance with this Opinion 
is GRANTED. Service of the amended 
complaint should be accomplished within 25 
days, a copy of which should be mailed to 
Brooks at his New York address. 
Furthermore, Brooks has 60 days to obtain 
new counsel. A conference is scheduled for 
July 27. 1994, at 4:45 pm, at which time the 
parties should be prepared to discuss any 
remaining discovery issues and present a new 
case management plan. 

SO ORDERED. 

FN 1. At my March 11, 1993 bench conference with 
the parties \ held that KEI was a properly formed 
Connecticut corporation, 

FN2. Although KEI is a named defendant in die 
instont action, there are no claims set forth in the 
complaint against the corporation. 

FN3. The New York Suie Bar Association adopted 
whole the New York State Code of Professional 
Responsibility from the American Bar Association 
Code of Professional Responsibilily, effective 
January 1970. The code sections and the language 
therein are exactly those contained in the ABA Code 
and, therefore, my discussion of die ABA Code 
provisions apply equally with respect to the New 
York Code. 

FN4. The excq)tions to this Rule m limited and do 
not apply in this case. Sec ABA Code of 
Professional Responsibility, Disciplinary Rules 5- 
102, 5-101(B)(l>(4). 
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FN5. The exceptions to ABA Rule 3.7 are similar to 
those set forth in ABA Code Disciplinaiy Rule 5- 
101(B)(1), (3)-(4), and do not apply here. 

FN6. Although courts are hesitant to disqualify 
attorneys solely on Canon 9 grounds. Bennen 
SiJvershein Assoc. v. Funnan, 776 F.Supp. 800, 806 
(S.D.N.Y.1991), the instant action docs not turn on 
the existence of a mere appearance of impropriety 
without more. Assuredly. Chapman Moran's 
continued representation of Brooks, KEI, and the 
finn and its members-all parties with conflicting 
interests- will affect the outcome of this case. 1 
cannot ignore that it is both a duty and "a necessity 
to nip [this unprofessional conductj in the bud." 
Board of Educ. of N.Y.C. v. Nyquist, 590 F.2d 
1241, 1246 (2d Cir.1979). 

FN7. Additional delay in this already long-delayed 
action which may result from having to replace 
counsel is insignificant and outweighed by the need 
to resolve the obvious conflict of interest. 

FN8. Bates also argues that pursuant to 
Fed.R.Civ.P. 65, he was entitled to notice prior to 
the raid on his house. No preliminary injunction or 
temporary restraining order was issued in 
conjunction with the Order of Impoundment. 
Therefore, the provisions of Rule 65 requiring notice 
do not apply. 

FN9. Bates characterizes John Haven Chapman's 
misconduct in providing false information to the 
copyright office as "fraud on the U.S. Copyright 
Office." To avoid confusion, I accept and adopt this 
description of his claim. 

FN 10. Bates has also requested that this Court 
impose Rule 11 sanctions against Brooks and 
Chapman Moran for their unlawful conduct in the 
original copyright claim before Judge Haight. Rule 
1 1 sanctions are unwarranted at this time in the case 
and the motion is denied. 



existence of his cause of action. Conn.Gen.Stat. §§ 
52-584, 52-595 (1994). Bates' fraud claims wer« 
discovered and filed in 1992, weU within both 
limitations periods. 

FN 12. Bates' claims for abuse of process, wrongful 
delivery and interference with a contract, although 
subject to different limitations periods, are not barred 
by the respective statutes of limitations. Bales 
maintains that by deliberately seeking to "quash 
discovery,- Chapman Moran hoped to conceal 
information from Bates that his sources codes had 
been misappropriated. Viewing Bates' claim in the 
light most favorable to the moving party, as I must, 
see Santiago v. Steinhart, No. 89 CfV. 2069, 1993 
WL 410402 at ♦1-2 (S.D.N.Y. Oct. 13, 1993), 1 
assume that Bales' claims are true and that Chapman 
Moran fraudulentiy concealed information 
concerning Bates' claims against the firm. 
Under both Connecticut and New York law. the 
fraudulent concealment of a cause of action accrues 
until the time the person entitled to sue thereon first 
discovers its existence. See Conn.Gen.Stat. § 52- 
595 (1994); Stone v. Williams, 970 F.2d 1043, 1048 
(2d Cir.1992); Clark v. United States. 481 F.Supp. 
1086, 1095 (S.D.N.Y.1979). In order to estabUsh 
fraudulent concealment. Bates must show tfiat he was 
ignorant of his right of action, that Chapman Moran 
intended that he be kept ignorant and that Chapman 
Moran committed an affinnative act of concealment. 
See Hamilton v. Smith, 773 F.2d 461, 468 (2d 
Cir.I985) (setting forth the elements of fraudulent 
concealment under Connecticut law). Bates 
allegations certainly satisfy diese requirements and 
survive a prima facie challenge. 

END OF DOCUMENT 



FNll. As noted previously, Brooks and Chapman 
Moran's objections to the fraud claims as time- 
barred are without merit. Under New York law an 
action based upon fraud must be commenced within 
six years from when the fraud was discovered. 
N.Y.Civ.PracL. & R. § 213(8) (McKinney 1993). 
and under Connecticut law the three year statute 
does not accrtie until the person first discovered the 
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Frank C. BROOKS, Jr., Plaintiff. 

V. 

William E. BATES, Defendant, 
and 

Knowledge Engineering Inc., Nominal 
Defendant 

No. 89 Civ. 4478 (SS). 

United States District Court, S.D. New York. 

April 7, 1994. 

OPINION AND ORDER 

SOTOMAYOR, District Judge. 

•1 Defendant William E. Bates seeks to 
disqualify plaintiffs counsel, the firm of 
, Chapman Moran Hubbard Glazer & 
Zimmerman ("Chapman Moran"), and 
requests leave to amend his complaint to join 
Chapman Moran and individual attorneys of 
the firm as third-party defendants. For the 
reasons discussed below, the defendant's 
motions are GRANTED in accordance with 
this Order. 

1. BACKGROUND 

The motions before me are part of a long, 
convoluted litigation, arising from a copyright 
dispute that has been in the Southern District 
for five years and which is \anlikely to be 
resolved in the near future. Defendant Bates 
is a computer software developer who, in 
December 1984, began doing business in New 
York City under the company name of 
Knowledge Engineering ("KE"). Several 
years later, in April 1988, plaintiff Frank C. 
Brooks and defendant Bates formed a 
computer software company, named 
' Knowledge Engineering Incorporated CKEI"), 
which they incorporated in ConnecUcut. [FNl] 
The arrangement required Brooks to help 
finance KEI through his sales and marketing 
efforts. The Brooks/Bates partnership lasted 
barely a year and, by April 1989. the partners 
had a falling out and decided to dissolve KEI, 
although it is unclear exactly when KEI was 
indeed dissolved. Bates thereafter decided to 
continue his software development under his 
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KE company, in New York and without 
Brooks. 

After dissolution of their business 
partnership, Brooks commenced a shareholder 
derivative suit against Bates, alleging that 
Bates misapplied and wasted KEI assets and 
had improper dealings with KEI customers as 
the representative of his KE New York 
company. On July 5, 1989, as part of an 
earlier stage in this litigation, which at that 
time was before Judge Charles S. Haight of 
this Court, Brooks and the still-existing KEI 
corporation succeeded in securing an Order of 
Impoundment against Bates for certain 
copyrighted materials. The Order mandated 
Chapman Moran to hold the impounded 
materials in escrow imtil farther notice from 
the Court. Six days later, on July 11, 1989, 
Judge Haight voided the Impoimdment Order 
and in a subsequent Order held that Bates was 
always the proper owner of the copyrighted 
materials covered under the Order of 
Impoundment. 

Relying on the Impoundment Order, 
Chapman Moran took possession of Bates' 
computer hard drives and other materials in 
an unannounced raid on Bates' office. As set 
forth in his December 23, 1992 affidavit. 
Brooks claims that Chapman Moran then 
asked him to bring a Macintosh computer to 
the fum's offices so that the firm's attorney's 
could use the computer to read and inventory 
Bate's impounded disks. Id. Brooks assisted 
Brian Moran, a partner at Chapman Moran, 
with this process by installing the hard drives 
onto his Macintosh computer and preparing an 
inventory. 

Brooks contends that, while reviewing the 
impounded materials, he found a revision of a 
KEI computer program source code and 
various business correspondence, which he 
considered to be his property as a KEI 
incorporator. He was concerned that this 
material did not have a back-up copy so he 
stored the latest revision of KEI's source code 
and other materials from the impoiuided disk 
onto his Macintosh computer's hard drive. 
When the inventory of impounded material 
was completed. Brooks left with the Macintosh 
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computer and the back-up of the KEI source 
code and business records. Brooks claims he 
acted alone in creating the back-up file and 
did not tell anyone at Chapman Moran about 
his copying of the KEI source code and 
business records. See December 23. 1992, 
Affidavit of Frank C. Brooks. 

*2 The actions of Brooks and Chapman 
Moran and the events following the issuance 
of the Impoundment Order are the basis for 
Bates* instant request for disqualification -and 
leave to amend. Bates claims it was not until 
over two years after the impoundment, on or 
about February 24, 1992, that he learned of 
Brooks' access to the impounded materials 
back in 1989. Bates maintains that he first 
learned of the access in 1992 when documents 
uncovered during discovery in the instant 
action revealed that two days after the 
impoundment Brooks sent, via facsimile, 
copies of routine business letters from Bates to 
Chapman Moran. Bates alleges that these 
documents were taken from the impounded 
materials, and as proof of this claim he asserts 
that the documents included a draft press 
release, issued by Brooks at the MacWorld 
Expo Trade Show in Boston, announcing the 
sale by Brooks of JustText 1.2, a program that 
was part of the impoiinded materials. Bates 
. has also submitted an affidavit by one of his 
competitors which states that Brooks offered 
to provide him with copies of Bates' source 
code. 

Upon learning of this misappropriation and 
misuse of his property. Bates moved to 
disqualify Chapman Moran as coxinsel in this 
litigation because, according to Bates, the 
firm's members were obviously involved in a 
conspiracy with plaintiff Brooks to procure 
Bates' trade secrets. Thus, Bates contends 
that there is an unresolvable conflict of 
interest in Chapman Moran's continued 
representation of plaintiff Brooks. Bates also 
moved to amend his complaint to include the 
firm and several of its members as third-party 
defendants based on their conduct in 
permitting Brooks access to the impounded 
materials. - 

n. MOTION TO DISMISS COUNSEL 

Copr. e West 1998 No Claim 



Defendant Bates maintains that the Co\irt 
must order the removal of Chapman Moran 
and two of the firm's members, John Haven 
Chapman and Victor L. Zimmerman, Jr., as 
plaintiff's coxinsel because of the conflict 
arising from their representation of three 
adverse parties in the instant litigation. 
Bates argues that since Chapman Moran is 
the attorney of record in this litigation for 
KEI, the corporate nominal defendant, and 
also represents plaintiff Brooks in his personal 
capacity, there is a conflict between clearly 
divergent interests, [FN2J 

In addition to the conflict arising from the 
presentation of multiple-parties. Bates further 
claims that Chapman Moran must be 
disqualified becaxise members of the firm 
illegally and \methically collaborated with 
Brooks, deliberately giving him access to the 
impounded materials and then affirmatively 
concealing this information from Bates and 
the Court. The goal of the conspiracy being, 
according to Bates, to put him out of business 
and secure access to his computer programs in 
order for Brooks to gain a substantial 
economic benefit. 

The question of whether to disqualify counsel 
is solely within the Court's discretion. Fund 
of Funds Ltd. v. Arthur Anderson & Co., 567 
F.2d 225 (2d Cir.1977); United States v 
Perimutter, 637 F.Supp. 1134, 1137 
(S.D.N. Y. 1986) (citation omitted). In assessing 
the propriety of disqualification based on 
counsel's conduct. I note that there is no 
express statutory duty applicable to 
professional misconduct cases. Nevertheless 
federal courts have fi^quently relied on the 
New York Code of Professional ResponsibiUty 
("N.Y.Code"), N.Y.JUD.LAW app 
(McKinney's (1992)), [FN3] the American Bar 
Association Model Code . of Professional 
ResponsibUity (1981) ("ABA Code") and the 
American Bar Association Model Rules of 
Professional Conduct (1991) ("ABA Rules") in 
addressing issues of disqualification and 
potential counsel malfeasance. It is the 
judicial interpretations of these rules and 
notions of professional conduct, as well as the 
directives contained in the professional rules 
themselves, which guide my decision in this 
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case to grant the request for disqualification. 

•3 In this Circuit, disqualification is 
appropriate in limited circumstances, and 
rarely is such a harsh remedy invoked against 
counsel. Disqualification, however, is 
condoned, 

where an attorney's conflict of interests in 
violation of Canons 5 and 9 of the Code of 
Professional ReBponsibiHfry[ ] undermines the 
court's confidence in the vigor of the 

attorney's representation of his client 

Board of Educ. of N.Y.C. v. Nyquist 590 F 2d 

1241. 1246 (2d Cir.1979) (footnote omitted) 

(citations omitted). 

The Second Circuit has held that 
disqualification is mandatoiy where there is a 
high potential for conflicting loyalties and 
. where conflict might taint a trial by affecting 
an attorney's presentation of a case. 
Armstrong v. McAlpin, 625 F.2d 433, 444 (2d 
Cir.1980), vacated on other grounds 449 US 
1106, 101 S.Ct. 911, 66 L.Ed.2d 835 (1981). In 
the instant case. Chapman- Moran's position 
as a third-party defendant, in accordance with 
my discussion as set forth below, renders the 
firm's untainted representation of its clients 
dubious. 

The most compelling basis for disqualification 
IS that it is likely, if not certain, that members 
of Chapman Moran will testify adversely to 
Brooks in this action about Brooks' access to 
Bates' materials, creating a conflict situation 
exphcitly disfavored by the professional codes 
and the courts. The ABA Code and Rules 
condemn combining the role of lawyer and 
witness in a cUent's litigation, except in 
certain limited situations, none of which are 
applicable to this case. Specifically, 

• ?B A ^i"^ ^"^^ ^^'^ ^8"°" 5 of the 

^A Code, directs an attorney to withdraw 
from the trial, and the attorney's firm to 
terminate representation, once the attorney 
learns, or it is obvious, that the lawyer or 
another lawyer in the firm will be called as a 
witness on behalf of the client, or if not on 
behalf of the client if the testimony "is or may 
be prejudicial to (the) client." [FN4] ABA 
Rule 3.7 also prohibits an attorney fi^m 
serving at a trial in which it is likely that the 



lawyer will "be a necessary witness... " IFN5) 
See also Bass Public Ltd. Co. v. Promus Co 
Inc., No. 92 Civ. 0969. 1994 WL 9680, at *8 
(S.D.N.Y. Jan. 10, 1994) Oawyers may be 
properly disqualified where their "knowledge 
is highly relevant and peculiarly in (their] 
possession") (citation omitted). 

Disqualification is clearly warranted here 
where the testimony of Chapman Moran's 
attorneys is a critical issue in Bates' case. The 
testimony is necessary in order to establish 
the alleged improper access to and 
procurement of the copyright registration of 
Bate's work. Obviously, such testimony is 
directiy prejudicial to Chapman Moran's 
client. Brooks. In fact, the purpose of such 
testimony is to estabUsh Brooks' misconduct. 

Moreover, because I am permitting plaintiff 
to add the firm as a third-party defendant, the 
firm's position as counsel is compromised by 
its representation of three adverse parties 
including itself, in the same litigation. Such 
representation would be in direct 
conti-avention of one of the highest duties an 
attorney bears to a client: to "represent a 
client zealously." See ABA Code Canon 7. I 
am not convinced that in this case, under 
these facts. Chapman Moran can fiilfill its 
professional responsibility without 
endangering the position of its clients since as 
a defendant in this case, Chapman Moran 
must seek to absolve tiie firm and its members 
from any liabUity related to plaintiffs copying 
of the impounded materials. 

•4 To allow Chapman Moran's representation 
of Brooks and KEI to continue not only 
threatens the individual attomey-cUent 
relationship, but also compromises time- 
honored notions of legal professional conduct 
and behavior. Canon 9 of the ABA Code firmly 
states that attorneys "should avoid even the 
appearance of professional impropriety" in 
order to "promote pubUc confidence in our 
^stem and in the legal profession." See ABA 
Code, Canon 9, Ethical Consideration 9-1 
Attorneys should "stiive to avoid not only 
professional impropriety but also the 
appearance of professional impropriety." 
Ethical Consideration 9-6. Bates' allegations 
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that Chapman Moran, as counsel to KEI, gave 
Brooks access to the impounded information, 
certainly suggests, at least, an appearance of 
impropriety and a violation of professional 
tenets. In addition, representation of multiple 
parties, with adverse interests, in the same 
litigation, presents more than a mere 
appearance of a conflict. IFN6] 

Here, the fact that the attorney's conduct 
tends to "taint the underlying trial," and that 
there exists at a minimum an appearance of 
impropriety, are sufficient bases for 
disqualification. While I recognize the rarity 
of such judicial action, and the exceptional 
character of such a remedy, "[tjhe Courts have 
not only the supervisory power but the duty 
and responsibility to disqualify counsel for 
unethical conduct prejudicial to [the 
attorney's] adversaries." Ceramco v. Lee 
Pharmaceutical, 510 F.2d 268. 271 (2d 
Cir.1975). 

Further. Rule 1.16 of the ABA Code addresses 
directly the issues presented in the instant 
motion and likewise supports my decision to 
disqualify counsel in this case. That Rule 
requires that "a lawyer shall withdraw from 
the representation of a client if the client has 
used the lawyer's services to perpetrate a 
. fraud or criminal activity." Since Chapman 
Moran's defense to Bates' allegations of 
collusion and conspiracy is the innocence of 
the firm and its members, which defense must, 
at a minimum, insinuate that Brooks' acted 
improperly, the continued representaUon of 
Brooks' by Chapman Moran would be in direct 
violation of Rule 1.16. 

For the foregoing reasons. Bates' motion to 
disqualify Chapman Moran as counsel in this 
case is granted. [FN7] 

m. LEAVE TO AMEND THE COMPLAINT 

Federal Rule of Civil Procedure 15 recognizes 
tfiat "leave [to amend a pleadingl shall be 
freely given when justice so requires" 
Fed.R.Civ.P, 15(a). See also Day v 
Morgenthau. 909 F.2d 75. 78-79 (2d Cir.1990)* 
cert, denied. 506 U.S. 821. 113 S.Ct. 71 (1992) 
Oeave to amend a complaint shall be freely 
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granted). Pro se litigants are given even 
greater flexibility in drafting their pleadings, 
so that permission to amend should be granted 
"fairly freely." SatcheU v. Dilworth, 745 F 2d 
781. 785 (2d Cir.1984). A prt) se litigant 
should be afTorded every reasonable 
opportunity to demonstrate that [the Utigantl 
has a valid claim." Id. (quoted in Bobal v. 
Rensselaer Polytechnic Institute 916 F2d 
759, 762 (2d Cir.1990), cert, denied. 499 US 
943. Ill S.Ct. 1404. 113 L.Ed.2d 459 (1991))! 
Despite the apparent predisposition in Rule 15 
and the decisions of this Cirruit favoring 
granting a request to amend, the courts do not 
have carte blanche to automatically grant an 
amendment. The court may deny a request 
where the amendment would be futile, as in 
the case where the amended pleading fails to 
state a claim. Foman v. Davis, 371 U S 178 
182, 83 S.Ct. 227, 230. 9 L.Ed.2d 222*(1962)- 
Manson v. Stacescu, 11 F.3d 1127, 1133 (2d 
Cir.1993); Longo v. Shore & Reich, Ltd No 
90 CIV. 6905. 1993 WL 437773. at *1 
(S.D.N.Y. Oct. 25, 1993) (citation omitted); 
Santiago v. Steinhart, No. 89 Civ 2069 1993 
WL 410402. at *2 (Oct. 13, 1993). However, it 
IS within the discretion of the district court to 
allow the amendment once the proposed 
amended claims satisfy this threshold 
viabUity requirement. See Paliaga v 
Luckenbach S.S. Co.. 301 F.2d 403, 410 (2d 
Cm 1962) (district court has discretion to 
consider or dismiss a third-party complaint). 

♦5 In deciding whether Chapman Moran 
should be added as a third party, I note that 
joinder of the firm would consolidate and 
facilitate closure of the various claims, based 
on the Brooks/Bates business relationship, in 
one action, rather than burdening the parties 
and this Court with several mini-actions 
Moreover. Chapman Moran should be joined 
in the proposed third-party complaint because 
without the firm, "complete reHef cannot be 
accorded among those already parties," within 
the meaning of Ped.R.Civ.P. 19. Joinder 
thus, serves the ends of expeditious resolution 
of this litigation and judicial economy. 

As a preliminary matter, I am unpersuaded 
by plaintiffs objections to Bates' motion that 
the motion is untimely. A party may amend 
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its pleading at any time before service of a 
responsive pleading, or if no responsive 
pleading is permitted, within 20 days after it 
is served. Fed.R.Civ.P. 15(a). Once the time 
for amending the pleading has passed, a party 
may amend by leave of the court or upon 
consent of the parties. Id. It is true that 
Bates did not file his motion to amend until 
December 10, 1992, almost a year after the 
defendant was first permitted to amend his 
complaint and more than six months aft^r the 
answer was filed. Bates, however, contends 
that prior to discovery in 1992 he had no 
knowledge of the conduct which is now the 
basis for his claims, and that he did not have 
grounds to amend the complaint until he 
learned that Chapman Moran may have 
abused the impoundment process \mder the 
copyright law by giving Brooks access to the 
, impounded materials, which resulted in the 
offer by Brooks of Bates' trade secrets to a 
Bates competitor. 

Even when a party delays in the submission 
of the request to amend, if a defendant's delay 
is based on surprise, and the underlying action 
will not be unduly delayed or complicated 
because all the parties and claims will be 
resolved in one action, the motion to amend 
should be granted. See e.g., Mutual Life 
Assur. Co. V. Arthur Anderson, 65 F R D 618 
522 (S.D.N.Y.1975) (third-party complaint 
filed three years after the filing of an answer 
allowed on grounds that it would not cause 
unreasonable delay). There is no dispute here 
that Bates was unaware of Brooks' access to 
the impounded material until shortly before 
he made his motion to amend and I am 
convinced that leave to amend should not be 
denied with respect to potentially viable 
claims arising from this new information. 

' rV. THE THIRD-PARTY CLAIMS 

In order to determine whether inclusion in 
this action of Bates' proposed claims would be 
otherwise futile, I wiU, however, also decide 
whether the aUegations in the proposed 
amended complaint state a claim upon which 
relief may be granted, including whether the 
claims themselves are time-barred. After 
careful consideration of Bates' claims and the 
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responding papers, I am persuaded that Bates 
has sufficienUy set forth allegations, at this 
preliminary stage, in support of the m^ority 
of his claims and he should be allowed to 
amend his complaint to add most of his claims. 

1. Wrongful Attachment 

*6 Bates claims that his property was 
wrongfully attached as a result of the Order of 
Impoundment. A United States marshal 
seized Bates' property, the computer material, 
and then turned it over to Chapman Moran! 
The Copyright Rules of Procedure, 35 Stat, at 
1082 (1992), authorize a marshal to keep 
seized property in the marshal's possession, in 
a secure place, subject to the order of the 
court, Warner Bros. Inc. v. Dae Rim Trading 
Inc., 877 F.2d 1120, 1123 (2d Cir.1989), and 17 
U.S.C. § 503 (1993) authorizes the court to 
order impoundment on "such terms as it 
deems reasonable." The impoundment by the 
marshal and ultimate placement of the 
materials in the possession of Chapman 
Moran was done in furtherance of Judge 
Haight's Order, an Order whose terms were 
clearly within the authority of the Court. 
Bates has, therefore, failed to allege a viable 
claim on this cause of action and leave to 
amend his complaint to plead this cause of 
action is denied. [FN8] 

2, Negligence and Professional Malpractice 

In response to a pending claim in this 
litigation, wherein Brooks accuses Bates of 
breaching his duties of fidelity and loyalty to 
KEI, Bates implicates the incorporator of 
"KEF, proposed third-party defendant Victor 
L. Zimmerman, and asserts that Zimmerman 
committed negligence and professional 
malpractice. Bates claims that Zimmerman; 
1. failed to provide him with any notification 
that Bates was elected a KEI director; 2. 
failed to reply to Bates* written inquiry 'as to 
who were the directors; 3. failed to file a 
"Notice of Election or appointment of Officer/ 
Director" with the Office of the Secretary of 
Connecticut, announcing his director position; 
and 4. failed to call for an organizational 
meeting, in violation of the Connecticut Stock 
Corporation Law at § 33-294, thus concealing 
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Bates* Btatus as a director from him. Bates 
contends that if he had known he was a 
director of KEI, he would have obtained other 
counsel and made certain that KEI was 
properly dissolved before continuing in 
business with KE. 

Bates argues that as a result of Zimmerman's 
• inactions, two distinct injuries have occurred. 
First, KEI has been harmed as a result of 
Bates* breach of his duties of loyalty and 
fidelity to KEI when he dealt with .KEI 
customers in his capacity as sole shareholder 
of KE. Second, there is direct irgury to him if 
a judgment is rendered against him on the 
aforementioned breach of fiduciajy duty claim 
by Brooks. 

Brooks and Chapman Moran argue that the 
claims are time-barred by the three year 
statute of limitations applicable to attorney 
malpractice claims. A claim for attorney 
malpractice under New York law accrues 
when the malpractice occurs, except that the 
statute of hmitations may be toUed xmtil the 
attorney ceases to represent the client on the 
matter in which the alleged malpractice 
occiirred. Green v. Green, 56 N.Y 2d 86 94 
436 N.E.2d 496, 500, 451 N.Y.S.2d 46', 50 
(1982); Lazzaro v. Kelly. 87 A.D.2d 975,'450 
. N.Y.S.2d 102 (4th Dept.1982), afiTd 57 N Y 2d 
630, 439 N.E.2d 868, 454 N.Y.S.2d 59 (1982)- 
Siegel v. Kranis, 29 A.D.2d 477, 288 N Y S 2d 
831 (2d Dept.1968). Connecticut recognizes 
that a legal malpractice claim accrues on the 
"date of the act or omission complained of " 
Redden, 1994 WL 76807 at *4 (quotiiig 
Connecticut statute of limitations, (General 
Statutes § 52-577). 

•7 Even the most favorable reading of Bates* 
allegations, and assuming those allegations 
are true for puiposes of this motion, compels 
me to conclude that Bates' attorney 
malpractice claims xmder either New York or 
Connecticut's statutes of limitations are time- 
barred. Although it is not clear when the 
malpractice occurred or when the Chapman 
Moran attomey-client relationship 
terminated, I must assume, at the very least 
that Bates recognized the malpractice and 
termination of the attorney-client relationship 



once Brooks, with the assistance of the firm, 
commenced legal action against him, upon the 
filing of the instant complaint on Jxme 27, 
1989. Bates filed the instant motion, raising 
the malpractice claim for the first time on 
December 10, 1992, almost six months after 
the three year statute of Umitations had nm. 
Although Bates has fashioned his allegations 
to include some separate claim against the 
firm for negUgence, "the remedy for an 
attorney's professional negligence is a suit for 
malpractice." Inryco Inc. v. Metropolitan 
Eng'r Co. Inc., 708 F.2d 1225, 1235 (7th 
Cir.1983). 

Nevertheless, assuming that Bates' assertions 
were construed as a separate negUgence claim, 
such a claim is premature. Under both New 
York and Connecticut law, a caiise of action 
for negligence must be filed within three years 
of when an iivjury occurs. C.P.L.R. § 214(6); 
Redden v. Ebenstein & Ebenstein, No CV 92 
0517867S. 1994 WL 76807, *3 (Conn.Super.Ct. 
Feb. 23, 1994) (negligence becomes actionable 
when the party suffers some legally iryurioxis 
consequence as a result of the negligence); 
Triangle Underwriters Inc. v. Honeywell Inc ' 
604 F.2d 737 (S.D.N. Y. 1979), citing Schwartz 
V. Heyden Newport Chemical Corp 12 
N.Y.2d 212. 188 N.E.2d 142, 237 N.Y,S.2d 714 
(1963), cert, denied, 347 U.S. 808 (1963) (a 
cause of action for negligence accrues, for 
statute of limitations purposes, when acts 
constituting negligence produce iiyury), afPd 
on other grounds, 651 F.2d 132 (2d Cir.1991). 
A negligence claim requires that a breach of a 
professional standard of care occurs which is 
the proximate cause of the iiyuries suffered by 
the complainants. Somma v. Gracey 15 
Conn.App. 371, 374-75. 544 A.2d 668 (1988); 
Cotroneo v. Von Schilling, No CV 91 
0117356. 1994 WL 16510. *3 (Conn.Super.Ct 
Jan. 5, 1994). As KEI counsel. Zimmerman 
certainly may have had a professional duty to 
Bates which may have been violated if Bates' 
allegations are true. Bates has admitted 
however, that as yet he has not suffered any 
iiyiiry as a result of the aUeged lack of 
notification of his director status and that any 
lAiury is purely contingent upon a judgment 
against him from this Court on Brooks' 
claims. See Defendant's Reply Memorandum 



Copr. « West 1998 No Claim to Orig. U.S. Govt. Works 



PPPP 011637 



V\festlaw 



• Not Reported in F.Supp. 
(Cite as: 1994 WL 121851, •? (S.D.N.Y.)) 



Page 7 



at p. 3. If Bates is found liable, at that time 
not now, his iiyuries will be the proximate 
result of Chapman Moran's breach of their 
professional standard of care. For these 
reasons, leave to amend to add a cause of 
action for malpractice or negligence is denied. 

3. Common Law Fraud 

•8 Bates also asserts various fraud claims 
against the firm and its members, in 
particular Zimmerman. The premise of Bates' 
allegations is that Brooks and Chapman 
Moran coUaborated in their eflForts to establish 
KEI for the purpose of stealing Bates' 
intellectual property. In furtherance of that 
puipose, Bates claims that Chapman Moran 
and Zimmerman falsified documents, such as 
back^dating checks and a General Resolution 
. of KEI signed by Bates. Bates also claims that 
Zimmerman made a knowing 
misrepresentation of material fact when he 
signed documents attesting that an 
organizational meeting of KEI was held on 
December 5, 1989, and when he asked Bates 
to sign a Subchapter S election and told him 
that there were no potential implications in 
signing this document. Bates maintains that 
Zimmeiman had a duty to advise him and 
recommend to him that he seek independent 
counsel. 

A claim of fraud may be based on affirmative 
false statements when: l. a false 
representation is made as a statement of fact- 
2. the representation is untrue and known 
be untrue by the party making it; 3 the 
representation is made to induce the other 
party to act on the representation; and 4 the 
party acts on it to [that party's) iiyunr. 
So Conn. 314. 327, 

. 593 A.2d 478. 485 (1991). An omission may 
also constitute actionable fraud if there was 
an "afTirmative duty to disclose the fact at 
issue." Chiarella v. United States. 445 US 

no«ri5^'i°° ^^°S' 111^' 63 L.Ed.2d 348 
uaao); Shea v. Angulo, No. 93 Civ 4716 
1993 WL 498013 *4 (S.D.N. Y. Nov. 29, 1993) 

Zimmerman, as counsel to KEI, may have 
had a duty to disclose all relevant information 
to Bates, a mjuori^ shareholder in KEI 



Zimmerman's failure to alert Bates of the 
legal ramifications of signing the Subchapter 
S election may also constitute a fraudulent 
omission, with iiyury to Bates if he signed 
away rights to his company as a result of 
signing the IRS document. Thus, Bates may 
have a viable claim for common law and he 
diould have the opportunity to develop this 
claim. 

4. Fraud on the Copyright Office fFN9] 

Bates alleges that the applications for 
copyright registrations, submitted to the 
Copyright Office by Chapman Moran partner 
John Haven Chapman, and signed by Brooks 
contained two misrepresentations of material 
fact which facilitated Brooks' acquisition of 
Bates' trade secrets. The first 

misrepresentation was that Brooks was 
entitled to the works as a result of a "transfer 
of all rights by author." and, second, that 
Brooks was authorized to use the name KE 
Bates' New York company name. Bates 
contends that as a result of the fraudulent 
procurement of the copyright registrations. 
K£I improperly acquired ownership of Bates' 
works for a period of almost two and a half 
years, from the time the copyright 
registrations were granted in June 1989 until 
Judge Haight invalidated the copyright 
registrations in November 1991. Brooks 
claimB that since this matter was resolved by 
Judge Haight's November 26. 1991 opinion, 
invalidating the copyright registrations in 
KEI s name, and that Bates has no further 
remedy in this Court. 

•9 The invalidation of the copyrights in 
question is an appropriate remedy for a 
nua^presentation to the Copyright office. See 
Whimsicality. Inc. v. Ruble's Costume Co 
Inc.. 891 F.2d 452. 456 (2d Cir.1989) (bad faith 
misrepresentation made to copyright office 
rendered copyright registration invalid). It is 
undisputed that Bates secured this reUef with 
the issuance of Judge Haight's November 
Order. However, since Bates may be entitled 
to recover either actual damages suflFered and 
profits or. statutory damages pursuant to 17 
U.S.C. § 504 (1993), Bates has sufficiently 
stated a claim for such damages. See e.g.. 
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United States Naval Inst. v. Charter Comm. 
Ins., 936 F.2d 692, 694 (2d Cir.1991) (actual 
damages granted in copyright infringement 
action for breach of exclusive licensing 
agreement). There is, moreover, nothing 
before the Court that suggests that Judge 
Haight addressed the issue of damages. 
Therefore, there is no law of the case on this 
. question and leave to amend is granted on this 
claim. [FNlOl 

5. Fraud upon the Court 

Bates has set forth further allegations of 
intentional fraud committed by John Haven 
Chapman before this Court. According to 
Bates, at an in camera hearing on June 28, 
1989, Chapman made fraudulent 
misrepresentations before Judge Haight in 
order to secure the issuance of the 
Impoundment Order. According to Bates 
Chapman told Judge Haight that Bates was 
an employee of Brooks* corporation, that Bates 
stole the items in question from the firm's 
Connecticut offices and that the inteUectual 
property was misappropriated and in 
imminent danger of compromise. He further 
alleges that Chapman misled Judge Haight to 
believe that KEI and KE were the same 
entities. In addition. Bates claims that in 
, order to secure a lower cost bond at $10,000 
Brooks misrepresented, in his supporting 
afTidavit on the instant motion, the value of 
Bates' intellectual property at only $5 000 
instead of the actual value which Bates 
alleges is $650,000. 

It is undisputed that Judge Haight vacated 
the Impoundment Order and later held that 
Bates was the true owner of the materials, 
thus, relieving Bates of the burden of the 
original order. However, since Bates may 
have suffered damages as a result of Brooks' 
misappropriation of his material, he may 
assert claims based on the wrongful 
appropnation of his property by the use of a 
fraudulenUy obtained order. Therefore Bates 
may amend to include this claim as well 
[FNll] 

6. Abuse of Process 



Bates further claims that the actual nefarious 
purpose of the impoundment was to acquire 
his trade secrets and shut down Bates' 
business in order to deprive him of any future 
income. Moreover, by seizing the computer 
disks, and all copies thereof, including the 
internal hard disks of his computer. Bates 
alleges that Brooks and his attorneys' sought 
to deprive him of his business records and 
correspondence, many of which were also vital 
to his defense of the present action. 

A claim of abuse of process requires that the 
legal process was used "in an improper 
manner or to accomplish a purpose for which 
It was not designed." O'Rourke v. Tnisthouse 
Forte Food Services, Inc., No. Civ. 91 0118880 
1993 WL 104427. at *2 (Conn.Super. March 
25, 1993) (quoting Mozzochi v. Beck, 204 
Conn. 490. 494, 529 A.2d 171 (1987)). The 
misuse or misapplication of process occurs 
when it is used "for an end other than that 
which it was designed to accomplish." Id at 
*2 (quoting Prosser & Keeton, Torts § 121 p 
897 (5th Ed.l984)). Bates has sufficiently 
alleged that the Order of Impoundment was 
used solely for improper ends. He may also 
amend to include this claim. 

7. Wrongful Delivery 

•10 As already noted. Bates has set forth 
allegations that Brooks gained access to the 
impounded materials in direct violation of the 
Order of Impoundment. These allegations are 
sufficient to support his claim against 
Chapman Moran that it knew and/or 
facilitated the wrongful possession of the 
materials. Therefore, asserting this claim is 
not futile and wiU be permitted at this time. 

8. Interference with Contract 

Bates also aUeges that in December 1987 he 
granted a nonexclusive license to a Michigan 
corporation, known as Lorem Management 
Systems, Inc. ("Lorenz"), to sell and pay him 
for copies of his JustText program. Bates 
contends that Brooks and Chapman Moran 
wrongfully informed the President of Lorenz 
that Bates was no longer the copyright owner 
of JustText and that payment should be 
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remitted to Brooks* KEI corporation, rather 
than to Bates. As a direct result of this 
misrepresentation, Lorem refused to pay 
Bates. Although Bates eventuaUy settled 
with Lorenz, Bates claims that he agreed to 
less than the full amount of his losses. 

The elements of an action for tortious 
interference with a contract are: 1. proof that 
a contract or beneficial relationship existed" 
2. the defendant knew of this relationship and 
intentionaUy tried to interfere with it; and 3 
as a result of the interference, plaintiff 
suffered an actual loss. Stripling v. Fleet 
Nafl. Bank. No. 52 16 61, 1993 WL 451412 
at *1 (Conn.Super. Oct. 22, 1993). A person 
interferes with a contract if the person 
engages in "improper conduct." Id. at *2. 

• Bates' allegations sufficiently set forth a 
claim in satisfaction of these three 

requirements. First, Bates alleges that he and 
Lorenz had an agreement for payment 
Second, he claims that Brooks and his counsel 
made material misrepresentations, knowing 
them to be false, to Lorenz. and thereby 
sought payment for KEI instead of Bates 
Third, despite the settlement with Lorenz 
Bates claims that there remain outstanding 
losses caused by the misrepresentatioa It is 
of no consequence that Bates and Lorenz 
eventuaUy settled since a general release 
executed in a settlement contract does not bar 
^t on claims unrelated to the settlement 
Bellefonte Ltis. Co. v. Argonaut Ins. Co 757 
F.2d 523 (2d Cir.1985). Since Bates '^eeks 
redress for Brooks and Chapman Moran's 
misrepresentation, and not for any claims 
arising from his settlement with Lorenz the 

[FN12T"* ^^^^ 

In summary, Bates is granted leave to amend 
to set forth those claims perinitted in 
accordance with this Opinion. Granting leave 
to amend, however, is not tantamount to a 
decision on the merits of Bates' claims or a 
suggestion that these claims will eventually 
^cceed. Rather, all I decide in this Order is 
that Bates has stated sufficient allegations in 
support of his request to amend so that, at this 
time. It appears that he indeed states certain 



potentially viable claims. Thus, leave to 
amend should be granted to avoid improper 
and premature preclusion of potentially 
meritorious claims. C£ Zola v. Merrill Lynch 
No. 84 Civ. 8522-CS4, 1987 WL 7742 at *5 
(S.D.N.Y.1987) (to comply with Fed.R.Civ.P 
9(b), plaintiff should be allowed to replead a 
cause of action in order to avoid preclusion of 
a possibly meritorious claim). 

IV. CONCLUSION 

•11 For the foregoing reasons the defendant's 
motions for disqualification and joinder of the 
firm of Chapman Moran as third-party 
defendants are GRANTED. Leave to amend 
the Complaint in accordance with this Opinion 
is GRANTED. Service of the amended 
complaint should be accomplished within 25 
days, a copy of which should be mailed to 
Brooks at his New York address 
Furthermore. Brooks has €0 days to obtain 
new counsel. A conference is scheduled for 
July 27, 1994, at 4:45 pm, at which time the 
parties should be prepared to discuss any 
remaimng discovery issues and present a new 
case management plan. 

SO ORDERED. 

FNl. At my March 11, 1993 bench conference with 
the partes I held thai KEI was a properiy formed 
Connecticut corporation. 

FN2. Although KEI is a named defendant in the 
instant action, there are no claims set forth in the 
complaint against the corporation. 

FN3. The New York Sute Bar Association adopted 
whole the New York Sute Code of Professional 
Responsibility from the American Bar Association 
Code of Professional Responsibility, effective 
January 1970. TTie code sections and the language 
tfierein are exactly those contained in the ABA Code 
and. therefore, my discussion of the ABA Code 
provisions apply equally with req»ect to die New 
York Code. 

FN4. The exceptions to this Rule ai« limited and do 
»»ot apply in this case. See ABA Code of 
Professional Responsibility, DiscipUnary Rules 5- 
102, 5-101(B)(l)-(4). 
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FNS. The exceptions to ABA Rule 3.7 are similar to 
those set forth in ABA Code Disciplinajy Rule 5- 
101(8X1), (3H4), and do not apply here. 

FN6. Although courts are hesitant to disqualify 
attorneys solely on Canon 9 grounds. Bennett 
Silvershein Assoc. v. Furman. 776 F.Supp. 800, 806 
(S.D.N.Y.1991), the instant action docs not turn on 
the existence of a mere appearance of impropriety 
without more. Assuredly, Chapman Moran*s 
continued representation of Brooks, KEI, and the 
fim and its members-aU parties with conflicting 
interests- will affect die outcome of this case. I 
cannot ignore that it is both a duty and "a necessity 
to nip [this unprofessional conduct) in the bud." 
Board of Educ. of N.Y.C. v. Nyquist, 590 F.2d 
1241, 1246 (2d Cir.1979). 

FN7. Additional delay in this alreadiy long-delayed 
action which may result from having to replace 
counsel is insignificant and outweighed by the need 
to resolve the obvious conflict of interest. 

FNS. Bates also argues that pursuant to 
Fed.R.Civ.P. 65, he was entitled to notice prior to 
the raid on his house. No preUminaiy injunction or 
temporary restraining order was issued in 
conjunction with the Order of Impoundment. 
Therefore, the provisions of Rule 65 requiring notice 
do not apply. 

FN9. Bates characterizes John Haven Chapman's 
misconduct in providing false information to the 
copyright office as "fraud on the U.S. Copyright 
Office." To avoid confusion, I accept and adopt this 
description of his claim. 

FN 10. Bates has also requested that this Court 
impose Rule II sanctions against Brooks and 
Chapman Moran for their unlawful conduct in the 
original copyright claim before Judge Haight. Rule 
1 1 sanctions arc unwarranted at this time in die case 
and the motion is denied. 



existence of his cause of action. Conn.Gen.Stat. §§ 
52-584, 52-595 (1994). Bates' fraud claims were 
discovered and filed in 1992. weU within both 
limitations periods. 

FN 1 2. Bates' claims for abuse of process, wrongftil 
delivery and interference with a contract, although 
subject to different limitations periods, are not barred 
by the respective stanites of limitotions. Bates 
maintains diat by deliberately seeking to "quash 
discovery," Chapman Moran hoped to conceal 
information from Bates that his sources codes had 
been misappropriated. Viewing Bates' claim in die 
light most favorable to die moving parly, as I must, 
see Santiago v. Steinhart, No. 89 CfV. 2069, 1993 
WL 410402 at *l-2 (S.D.N.Y. Oct. 13, 1993). I 
assume that Bates' claims arc true and that Chapman 
Moran firaudulendy concealed information 
concerning Bates' claims against the firm. 
Under both Connecticut and New York law, the 
fraudulent conceahnent of a cause of action accrues 
until the time die person entitled to sue thereon first 
discovers its existence. See Conn.Gen.Stat. § 52- 
595 (1994); Stone v. Williams, 970 F.2d 1043, 1048 
(2d Cir.1992); Clark v. United States. 481 F^Supp. 
1086, 1095 (S.D.N.Y.1979). In order to establish 
fraudulent concealment. Bates must show tfiat he was 
ignorant of his right of action, diat Chapman Moran 
intended that he be kept ignorant and tfiat Chapman 
Moran committed an affirmative act of concealment. 
See Hamilton v. Smidi. 773 F.2d 461, 468 (2d 
Cir.1985) (setting forth the elements of fraudulent 
concealment under Connecticut law). Bates 
aUegations certainly satisfy tfiese requirements and 
survive a prima facie challenge. 

END OF DOCUMENT 



FNll. As noted previously. Brooks and Chapman 
Moran's objections to die fraud claims as time- 
barred are widiout merit. Under New York law an 
action based upon fraud must be commenced witfun 
six years from when die fraud was discovered. 
N.Y.Civ.Prac.L. & R, § 213(8) (McKinney 1993)1 
and under Connecticut law die diree year statute 
does not accrue until die person first discovered die 
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INTRODUCTION 

AVE asks this Court to take the extraordinary step of disqualifying ACS's trial 
counsel because some members of trial counsel's firm prosecute patent applications for 
ACS, and because one former member of trial counsel's finn filed an application for the 
patent-in-suit after leaving the firm. The request is extraordinary because it is supported by 
neither the facts nor the law, it defeats the very purpose of standard confidentiality orders 
entered by this Court, it would deprive ACS of counsel of its choosing even after ACS 
agreed to a waiver of any possible conflict of interest and, if granted, would chill the 
common practice in this Court for companies involved in patent litigation to retain capable 
law firms familiar with the patents in suit. The request to disqualify is even more unusual, 
and is indeed suspect, because it is not brought by a current or former client of trial counsel 
but by an adversary of ACS in litigation and a competitor in the stent market. For the 
following reasons, AVE's request should be denied. 

NATURE ANT) STAnr QF THE PRnCEEDINn.S 
There are now three cases between Advanced Cardiovascular Systems, Inc. ("ACS") 
and Arterial Vascular Engineering ("AVE") in this Court. The first filed action, ACS v. 
AVE, C. A. No. 98-314-SLR, was filed on December 24, 1997 in the United States District 
Court for the Northem District of California and involves allegations of patent infringement. 
Specifically, ACS alleges that AVE has infiinged U.S. Patent Nos. 5,421,955 ("'955 
patent"). 5,514.154 ("'154 patent"), and 5,603,721 ("'721 patent"). At AVE's request, the 
first filed action was transferred to this Court on June 10, 1998. 

Rather than file an answer to the first filed California action, AVE instead filed a new 
action in Delaware on February 18, 1998 captioned AVE v. ACS . C.A. 98-80-SLR. hi the 
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Delaware action, AVE makes various assertions in response to ACS's complaint in the 
California action, including 1) that ACS's '955, '154 and '721 patents are not infringed and 
are invalid and unenforceable; 2) that ACS has wrongfully acquired from a third party, 
Michael Boneau, the secret technological information that lead to the issuance of the '955, 
' 1 54 and '72 1 patents; and 3) that Boneau was the true inventor of the '95 5, ' 1 54 and ' 72 1 
patents. AVE also asserted that ACS has infringed certain AVE patents, namely U.S. Patent 

Nos. 5,292,331 ('"331 patent") and 5,674,278 ("'278 patent"). 

The third action, ACS v. AVE. C.A. No. 98-316-SLR was filed by ACS on April 10. 
1998 in the Northern District of California. In that action. ACS alleges that AVE has 

infringed U.S. Patent No. 5.735.893 ("'893 patent"). This second California action also was 

transferred to this Court on June 10, 1998. 

In the first filed action, C.A. No. 98-3 14-SLR in this Court, AVE filed a motion to 

disqualify ACS's lead trial counsel, Fulwider, Patton, Lee & Utecht, LLP ("Fulwider firm"). 

The parties stipulated that no further action would be taken in 98-80-SLR, 98-3 14-SLR. and 

98-3 1 6-SLR until AVE's motion to disqualify could be decided. This is the answering brief 

of ACS in opposition to AVE's extraordinary motion. 

SUMMARY OF ARfillMFNT 

1. AVE cannot meet the heavy burden imposed on a party seeking 
disqualification of its adversary's lead trial counsel. Motions to disqualify are disfavored 
and frequently are found to be merely impermissible trial tactics. 

2. AVE has cited no authority holding that an entire law firm must be 
disqualified from patent litigation upon motion by the opposing party where that firm 
prosecutes patent applications for the party it represents in the litigation and may have access 



RLF3-I056252-I 



2 



PPPP011396 



to the opposing party's confidential information in the future. AVE cannot establish any 
basis sufficient to warrant denial of ACS's right to counsel of its choosing or demonstrate 
that a standard protective order will not address its concerns. TTie standard confidentiality 
orders entered in this Court ^^•ill provide more than adequate protection to AVE should it 
produce confidential documents in the litigation. 

3. AVE also has failed to show that any current Fulwider attorney will 
be a necessary witness at trial or that ACS will not suffer hardship if Fulwider is 
disqualified. In addition, Model Rule of Professional Responsibility 3.7 dictates against 
disqualification of the entire Fulwider firm even if one of its attorneys is a witness at trial. 

4. Even if a Fulwider attorney is a witness at trial, ACS has consented 
to the Fulwider firm's continued representation of it in this case. ACS's right to counsel of 
its choosing outweighs any potential conflict posed by the attorney's appearance as a 
witness. 

STATEMENT OF FArTS 

A. Background. 

While AVE spends several pages of its brief arguing the merits of its case against 
ACS and comparing the patented technology of the parties, see, e^ OB at 3-8.' it spends 
very little time on the salient facts necessary for the Court to decide the motion to disqualify, 
namely that: 1) The ACS patent application that allegedly misappropriated Boneau's tech- 
nology was filed by a former member of the Fulwider firm who was no longer in its employ 
at the time the application was filed; 2) the current trial counsel for ACS were not involved 



u • ''^X,^^°P^'^S*'"^'"^'^^ "^California in support ofits motion to disqualify 
heremas OBat ". t / " 
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in the preparation and filing of the patent applications at issue for ACS; and 3) a standard 
confidentiality order, and the Rules of Professional Responsibility, will assure against 
improper use of any AVE confidenUal information which may be produced in the underlying 
litigation. As discussed below, these important facts are largely dispositive of AVE's motion 
to disqualify. 

ACS's Lon g Relationship With The Fulwider Firm. 
The Fulwider firm has a long and established relationship with ACS. ACS first 
retained the Fulwider firm in 1987 to assist in development and protection of ACS 's 
intellectual property rights. TTie Fulwider firm has since become ACS's primary outside 
counsel for intellectual property matters relating to stent implants. (Barclay Decl., f 3)? 

ACS's reliance upon the Fulwider firm is further attested to by the numerous patent 
litigation matters in which the Fulwider firm acts or has acted as lead counsel. (Barclay 
Decl., 114). Of particular note is the pending Cordis v. ACS et ^\ (C.A. No. 97-550 (SLR)) 
litigation currently pending before this Court, in which the Fulwider firm serves as ACS's 
lead attorneys. (Barclay Decl.. 1 4). As this Court is well awar^. that action is of great 
importance to the parties involved. In an action of such importance, a party such as ACS 
does not choose its lead trial counsel lightly. 



The Declaration of Bnice J Barclay is filed simultaneously herewith. 
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C. AVE's Allegations Of Technology Misappropriation Relating To The 
Fulwider Firm * 

J- The Filing O f The '5S8 Ap pliraHnn ^ 

With respect to the Fulwider finn, AVE's allegations of technology misappro- 
priation are centered on the filing of a patent application by Edward Lynch ("Lj-nch") that 
allegedly contained confidential infonnation derived from Mr. Boneau ("Boneau"). On or 
about October 28. 1991. Lynch, who was formerly a partner at the Fulwider finn. filed a 
patent application, namely Application Serial No. 783.558 (the "'558 application"), that 
eventually led to the issuance of the '955, '154. '721. and '893 patents. AVE alleges that 
the '558 application filed by Lynch contained infonnation derived from the Boneau Patent 
Application which Lynch allegedly had obtained by way of a confidential disclosure made 
by Boneau. (AVE Compl., 32-33) (D.L I. C. A. No. 98-80 (SLR)). 

As AVE admits in its own complaint, however, the '558 application was filed 
by Lynch in late October, 1991. nearly three months af^er Lynch had left the Fulwider finn. 
(AVE Compl.. ^ 31-32) (D.I. 1, C.A. No. 98-80 (SLR)). No one involved in the pre- 
paration and filing of the '558 application is cunently at the Fulwider finn. (Barclay Decl.. 
•I 6). In other words, as it relates to the cunent Motion to Disqualify, the alleged act of 
technology misappropriation, namely the filing of the '558 application, was perfonned by 
an individual who was not with the Fulwider finn. 

'For purposes of this motion, it is not necessary to recite all facts pertaining to AVE's 
allegations that ACS misappropriated certain technology from Boneau. However ACS is 
confident that the facts will establish that its involvement with Boneau was limited ii did not 
mjsappropnate his or AVE's technology and that since the ACS and Boneau stents are so 
different, any evidence of wrongdoing by ACS is lacking. ACS believes that AVE's alle- 
gation of misappropnation are made merely to cloud the fact that AVE is infringins ACS's 
patents as asserted by ACS in the first-filed action. Significantly, most of AVE's factual 
assertions are supported by no evidence, and only by citations to unverified allegations of 
AVE s complaint which, contrary to AVE's representation, ACS has denied 
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2. The Prosecution Of The *558 Ap pliVafinn 

AVE ftirther alleges that attorneys of the Fulwider firm, including John S. 
Nagy ("Nagy"), had "substantive involvement in the prosecution of [the '558] application." 
(AVE Compl., H 35) (D.I. 1. C.A. No. 98-80 (SLR)). Their involvement, however, is alleged 
by AVE to have begun in 1992. which is well after the '558 application was originally filed." 

As this Court is well aware, no new matter can be added to the disclosure of 
a patent application after it is filed. See 37 C.F.R. 1.53(b). Thus, Nagy and the Fulwider 
firm had to rely entirely upon the technological information already included in the original 
application as previously filed by Lynch in October of 1991. Hence, the subsequent pro- 
secution of the '558 application by Nagy and the Fulwider firm cannot serve as a basis for 
a charge of technology misappropriation. Any alleged trade secret misappropriation could 
only have occurred at the filing of the application, not during the subsequent prosecution 
thereof. 

D. ACS's Stent Design Was Not Derived From The Boneau Patent 
Application. 

ACS's Sten t Design Is Not Like The Boneau Device, 
As AVE acknowledged in its complaint, on or about October 2, 1 997, ACS 
received FDA approval to market its revolutionary Multi-Link Stent in the United States. 
The Multi-Link Stent is a highly fiexible stent which includes a plurality of ring-like cylin- 
drical members connected together to form a flexible and strong stent. Each cylindrical 

"There are allegations in AVE's brief that Dick Bardin and Craig Bailey, members 
of the Fulwider finm, were involved with the prosecution of the patents in suit AVE offered 
no evidence to support this allegation other than the fact that their names may have appeared 
on certam powers of attorney, standard to the prosecution of patents after the applications 
were filed. Indeed, AVE concedes that "each and every responsive document submitted to 
the Patent and Trade Office ("PTO") relating to the ACS '955 patent was signed and filed 
by John S. Nagy." OB at 8. 
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member is comprised of an undulating, serpentine pattern that provides longitudinal flexi- 
biiit>' to the stent. Since its introduction, the Multi-Link Stent has gained wide acceptance 
in the United States and throughout the world. 

ACS's '955 patent (Exhib it A he reto) (D.I. 1, C.A. No. 98-80 (SLR)) covers 
features of the Multi-Link Stent. As depicted on the following page in Fig. 1 (from the '955 
patent), the ACS stent is a unique and innovative structure that combines flexibility with 
high strength. 

In marked contrast, the Boneau device is a single wire joined end-to-end and 
bent into a cylindrical zig-zag shape. The resulting device is a complete stent formed from 
a single wire, as depicted on the following page in Fig. 3 (from the Boneau '331 patent). 
(Exhibit B hereto) (D.I. 1, C.A. No. 98-80 (SLR)). 
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As shown by a comparison of the Boneau device with the stent from ACS's 
'955 patent, ACS's stent design in no way resembles the Boneau device, and was not derived 
from any knowledge regarding the Boneau device.* 

2- AVE's Stent Design Was Derived Frnm ACS's Farjier Desiy ns 
AVE's baseless allegations of misappropriation of trade secret by ACS, and 
the pending motion to disqualify the Fulwider firm, appear to be an attempt to cloud the real 
dispute in this case, namely AVE's misuse of ACS's technology, including AVE's infringe- 
ment of ACS's patents. By making allegations of trade secret misappropriation, AVE appar- 
ently hopes to distract the Court's attention from clear evidence that indicates that AVE has 
misappropriated ACS's stent technology. 

a. AVE Is Largely Comprised Of Former ACS Employees, 
Many Of Whom Had Intimate Knowledge Of ACS's Stent 
Development. 

AVE has a large number of former ACS employees, including individuals 
who were involved with ACS's stent development program. Many former ACS employees 
hold or have held key positions at AVE, including positions of president, CEO, chaimian, 
and vice-president. AVE's research and development department has several former ACS 
employees, and AVE's current and fomier vice-presidents of Research & Development, 
namely Mark Brister and Bob Lashinski, are both ex-employees of ACS. (Barclay 
Decl.,P). 



In Its brief, AVE has completely misconstrued the evolution of ACS's technology 
and patent filings. Contrary to AVE's assertions, some of the earliest ACS patent applica- 
tions, filed m 1988, were directed to an expandable wire cage, and not to a rolled sheet stent 
Nor did ACS discontmue filing applications for a rolled sheet stent once the '558 application 
was filed, as AVE implies. ACS continued to file applications for rolled sheet designs well 
into 1995, long after the '558 application was filed. (Exhibits C and D hereto) The 
Document Transmittal Affidavit of Jennifer C. Bebko is filed simultaneously herewith 
(Bebko Aff. ^2). 
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b. AVE's Stents Are More Similar To The Device Depicted 
In ACS's '955 Patent Than To The Device Depicted In 
The Boneau Patent. 

As discussed previously, there is no resemblance at all between the crude 

Boneau zig-zag stent (Fig. 3) and the device shown and described in ACS's '955 patent (Fig. 

1) . The Boneau stent is a relatively simple stent fonmed from a single ware joined end-to-end 
into a zig-zag pattern. The '955 patent depicts a stent that is, in contrast, a complex pattern 
of undulating, serpentine U's and W's that form a plurality of cylindrical rings connected 
together. 

AVE's GFX stent depicted above in Fig. 2 (Exhibit E hereto) (Bebko AfF. ^ 

2) , which is alleged to be a variation of the Boneau stent, in fact bears little resemblance to 
the Boneau device (Fig. 3). A side-by-side comparison of AVE's GFX stent (Fig. 2) with 
the device from ACS's '955 patent (Fig. 1), however, strongly suggests that AVE's stents 
were derived not from Boneau but from ACS's design depicted in the '955 patent. This is 
not surprising when one considers that AVE has numerous employees that were previously 
involved with ACS's development of stents, including development of the stent in the '955 
patent. 

Comparison of AVE's stent to ACS's '955 patent, combined with considera- 
tion of AVE's apparent access to ACS's stent development infomiation, indicate that it is 
AVE that has appropriated ACS's technology, and not the other way around. Accordingly, 
AVE's allegations of technology misappropriation appear to be an attempt to cloud the real 
issue in this case, which is AVE's appropriation of ACS's patented stent technology. 
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Zig-Zag Stents Were Weil-Known Before Boneau's Application 
Was Filed. 



AVE appears to suggest that it had some exclusive rights to all stents that 
have anything even remotely resembling a zig-zag pattern. However, using a zig-zag pattem 
for stents was well known long before the Boneau patent was filed. For example, Fig. 4 
below, which is from U.S. Patent No. 4,580,568 to Gianturco (Exhibit F hereto) (Bebko AfF., 
H 2), filed October 1 , 1 984 and issued April 8, 1 986 (well before filing of the Boneau patent 
application), depicts a stent formed from a wire bent into a closed zig-zag shape highly 
similar to that of Boneau. 



FIGURE 4: GIANTURCO STENT 




Although the Gianturco patent does not describe the zig-zag stent being 
expanded by a baUoon, articles of die period specifically describe using a balloon to expand 
a zig-zag Gianturco stent. (Exhibit G at 121) (Bebko AfiF., \ 2).* 

4. AVE Inappropriately Attempts To Compare The Boneau Device 
With Just An Isolated Portion Of ACS's Stent. 

AVE has argued that a single portion of the stent shown in Figure 4 of ACS's 

'955 patent, if isolated from the rest of the stent, may be compared with the zig-zag stent 



'Indeed, based on the information contained in AVE's brief, it is difficult to 
determine what aspect of the Boneau stent design was not publicly known. 
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depicted in the Boneau patents. However, that reasoning is at odds with the way the Boneau 
stent was described to the Patent Office. 

During prosecution, the Patent OflBce Examiner took the position that a single 
isolated portion of the balloon-expandable stent depicted in U.S. Patent No. 4,776,337 to 
Palmaz (Exhibit H hereto) (Bebko AfT., H 2), which is prior art to the Boneau patents, results 
in a device essentially identical to the Boneau device. As depicted below in Fig. 5 (which 
is a modified figure fi-om the Palmaz patent), when one views just a single isolated zig-zag 
portion of the Pahnaz stent in the absence of the rest of the stent, the resulting device is a 
zig-zag structure like the one described in the Boneau patent 



FIGURES: PALMAZ STENT 
73 




Zig-Zag Portion 

AVE strenuously opposed the Examiner's attempts to isolate just a portion 
of the Palmaz device, arguing that it was improper to compare the Boneau stent to just a 
portion of another device. In its arguments on appeal, AVE argued as follows: 



RLF3-1056252-I 12 

PPPP 011406 



"Again, the Examiner has resoned lo excising the 
parts [of Palmaz] he finds helpful, and ignoring the 
rest." (Applicant's Appeal Brief, p. 6) (Exhibit I 
hereto). 

. . how would a person of ordinary skill in the art . 
. . make the logical step to cut off most of Palmaz' 
stent? The simple answer is: He wouldn't, without 
having [Boneau's] invention before him." (App- 
licant's Reply Brief, p. 4) (Exhibit J hereto) (Bebko 
Aff.,112). 

"The Examiner's dissection of the Palmaz device to 
find anticipation should not be permitted under the 
reasoning in Lindemann Maschirienfabrik GMBH v. 
American H oist & Derrick . 221 USPQ 481, 486 (Fed. 
Cir. 1984), where the court stated that the reference 
claims used to support an anticipation rejection had 
wrongly been treated 'as mere catalogs of separate 
parts, in disregard of the part-to-part relationships set 
forth in the claims and that give the claims their 
meaning.' Like the Examiner in Lindemann [sic], the 
Examiner in the instant case has used sections of the 
Palmaz stent while disregarding the clear teaching in 
Palmaz of a mesh stent." (Applicant's Reply Brief, p. 
4) (Exhibit J hereto) (Bebko Afif., 2). 

AVE's arguments against isolating just part of the Palmaz stent for 
comparision with the Boneau device were accepted by the PTO Board of Patent Appeals, 
which viewed the device depicted in Palmaz "as a whole" and noted the inappropriateness 
of "ignoring the remaining structure of Palmaz," (Appeal No. 93-0992, Decision on Appeal, 
p. 8) (Exhibit K hereto) (Bebko Aff., ^ 2). 

In a reversal from their arguments during prosecution of Boneau, AVE now 
argues that isolating portions of the ACS device is appropriate for purposes of showing 
technology misappropriation and patent infringement. This is entirely inconsistent with 
AVE's position during prosecution of the Boneau patent, wherein AVE strenuously objected 
to the Examiner's isolating portions of the Palmaz device. 
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^- ACS's Tria l Counsel And Access To Confidential Information. 

At this time, Richard Bardin, Craig Bailey and Richard Gates are expected to be lead 
trial counsel for ACS. They will be bound by the confidentiality orders entered in these 
cases, as will any other attorney at the Fulwider firm, or at ACS, who has access to confi- 
dential AVE material.^ Indeed, after AVE moved to disqualify the Fulwider firm, it allowed 
attorneys from Fulwider to participate in the preliminary injunction proceedings initiated by 
Cordis against AVE in the 98-550-SLR action. During those proceedings, attorneys at 
Fulwider had access to confidential AVE documents and deposition testimony without 
objection by AVE. There is certainly no reason to believe that Fulwider attomeys are any 
less likely to respect confidentialit>' designations in this case than they did in the Cordis v. 
AVE case.' 
I. ARGUMENT 

Without citing a case on point, and ignoring case law and the Model Rules of 
Professional Conduct to the contrary, AVE asks this Court to disqualify its adversaiy's trial 
counsel because (1) attomeys at that firm cannot be trusted with its confidential information 
and (2) the firm's appearance would create a "full-blown conflict of interest."* OB at 9-10. 



'AVE filed its motion to disqualify without first attempting to negotiate a form of 
confidentiality order which could address its concerns. 

'It is significant to note that while AVE objects to providing its confidential infor- 
mation to outside counsel for ACS in this case, in a draft protective order recently proposed 
by AVE in Cordis, C.A. No. 98-550-SLR (Exhibit L hereto) (Bebko Aff., 1 2), AVE's own 
in-house patent prosecution counsel Richard Klein was named by AVE as an authorized 
recipient of highly confidential information. 

'In support of a potential "fiill-blown conflict of interest," AVE cites cases dealing 
with the imputed knowledge theory prohibiting representation against a former client in a 
related matter. OBat9n.3. These cases are simply inapposite. The imputed knowledge 
theory is premised upon the rule of professional conduct which prohibits an attomey from 
representing a new client that would be in conflict or adverse to a former client in a related 
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Fatally for AVE, however, its insinuations against the attorneys at the Fulvvider firm are 
supported neither by the law nor the facts. At best, AVE's motion is an unfortunate early 
trial tactic either (1) to make it difficult for ACS to find capable trial counsel familiar with 
the patents in suit or (2) to allow AVE to take early discoveiy from ACS on the underiying 
claims without exposing itself to discovery on its alleged trade secrets. As stated below, 
AVE's arguments are without merit and AVE's motion should be denied. 
A. AVE Cann ot Meet Its Heaw Burden Of Proof. 

Motions to disqualify opposing counsel are disfavored. A.I. Credit Cnrp v 
Providence Washington Tn^ Pn , Tn» c.A. No. 96 Civ. 7955, 1997 WL 231127, at M 
(S.D.N.Y. May 7, 1997) (Exhibit M hereto). "[DJisqualification is a measure to be taken 
only after a cautious examination of the circumstances has shown it to be necessary." Q.S. 
deBraak, Ltd. v. We>-mouth F^nip Cnrp , C.A. No. 86-404-CMW, 1987 WL 18093, at *2 
(D. Del. Sept. 30, 1987) (Exhibit N hereto). Disqualification of an attorney impedes Sixth 
Amendment concerns that favor the freedom to be represented by counsel of one's own 
choosing. In re American Cable Publi cations. Tnc 768 F.2d 1 194, 1 196 (10th Cir. 1985). 
See also Mitts & Merrill. Inc. v. Shr^H Pav Porp ] 12 F.R.D. 349, 353 (N.D. III.), affM, 
C.A. No. 79C 3379, 1986 WL 466 (N.D. III. 1986) (motions to disqualify another party's 
chosen trial counsel are disfavored). Disqualification motions also are disfavored as a 

matter. Courts assume that in an attorney-client relationship the client has shared confid- 
ences which adversely affect the former client in the lawyer's present representation. See 
Lg^^Rosenfeld Constr. v. Superior 0 , 286 Cal. Rptr. 609. 612 (Cal. App. 1991) (cited^ 
AVE). Moreover, any problems of future representation based on imputed knowledge can 
be waived by consent of the clients. See, e^ Calif. Rule of Professional Conduct 3-310 

Unlike past confidences shared in a attorney-client relationship, the concerns presen- 
ted by representation against a former client are not implicated here. Any ftrture information 
disclosed by AVE m its adversarial relationship with the Fulwider fiim can be limited or 
restncted without impairing the ability of either party's counsel to adequately represent their 
client. 
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litigation tactic.*^ See, e^, Chiron Corp. v. Abbott Lah^;.. 156 F.R.D. 219, 221 (N.D. Cal. 
1994) (noting that specious allegations of inequitable conduct give rise to disqualification 
motions which can be used as "a delaying tactic, as an attempt to confuse the issues or mis- 
lead the court, or as a tool to generate more fees or make the case more expensive ... to 
settle"); Optvl Eyewear Fashion IntM Corp. v. Stvle Co. . 760 F.2d 1045, 1050 (9th Cir. 1985) 
(recognizing that disqualification motions are often misused for tactical purposes)'*; The 
Delaware Lawj^ers' Rules of Professional Conduct Preamble: Scope (effective Oct. 1, 1985) 
(explaining that the Rules are "subverted when they are invoked by opposing parties as pro- 
cedural weapons").*^ As a result, courts require the party seeking disqualification of 
opposing counsel to meet a high standard of proof before disqualification will be granted. 
Evans V. Artek Sys.Corp.,, 715 F.2d 788, 791 (2d. Cir. 1983). See also Cohen v. Oa5;in. 844 
F. Supp. 1065, 1067 (E.D. Pa. 1994) ("The party seeking to disqualify opposing counsel 
bears the burden of clearly showing that continued representation would be impermissible."). 



*°These tactics are disfavored because "[a] client whose attorney is disqualified incurs 
a loss of time and money in being compelled to retain new counsel who in turn have to 
become familiar with the prior comprehensive investigation which is the core of modem 
complex litigation. The client moreover may lose the benefit of its longtime counsel's 
specialized knowledge of its operations." Government of India v. Cooks. Indus.. Inc. . 569 
F.2d 737, 739 (2d Cir. 1978). 

* 'Actually, in Optvl Eyewear, a trademark case, the Court imposed sanctions upon 
the party moving for disqualification because the motion was "utterly without merit" and 
was brought in bad faith for tactical reasons. Id at 1050. At this time, ACS is not seeking 
sanctions against AVE for seeking to disqualify the Fulwider firm. After briefing is 
complete, however, ACS reserves all relief available to it with respect to AVE's motion. 

'^See also Geoffiey C. Hazard and W. William Hodes, The Law of Lawyering: A 
Handbook on The Model Rules Of Professional Conduct . § 1.7:103 (2d ed. 1994 and Supp. 
1998) (noting that disqualification motions under the Model Rules in private litigation have 
"engendered a serious problem of both law and morality, namely the use of the disqualifi- 
cation motion as a tactical or strategic weapon. Lawyers too often gain time or other advan- 
tage by moving to disqualify opposing counsel on grounds that are firivolous or nearly so."). 
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While "courts should be quite hesitant to disqualify an attorney," Telectronics 
Proprietary, Ltd. v. Medtronic, Inc. 836 F.2d 1332, 1336 (Fed. Cir. 1988), the disqualifi- 
cation of an entire firm should give a court even more pause. "[AJttomey disqualification, 
particularly the disqualification of an entire firm , is a sanction that must not be imp n«;eH 
cavalierly." Federal Dep osit Ins. Corp. v. United States Fire Ins. Cn 50 F.3d 1304, 1316 
(5th Cir. 1995) (emphasis added)." Here, AVE cannot justify the disqualification of the 
entire Fulwider firm. 

B. DisqualificaHoD Of Any Fulwider Attorney Is Inappropriate In This 
Instance. ^ 

AVE has cited no authority supporting its assertion that a law firm should be 
disqualified fi-om acting as trial counsel on the hypothetical ground that the finn's lawyers: 
(1) may gain confidential information in the litigation, (2) may at some point in the fiiture 
prosecute patents in related technology, and (3) may violate their legal and ethical obliga- 
tions by using such confidential information obtained during the litigation for their own gain 
or for that of their client. In the absence of any supporting authority, AVE, nevertheless, 
requests that this Court deny ACS the benefit of representation by trusted litigation counsel 
of its choosing. AVE's motion is a tactic to gain an unwarranted advantage over ACS by 
denying it the services of the Fulwider firm as trial counsel. 

1. Courts Have Resisted Efforts to Disqualify Counsel Where There 
is No Present Conflict. 

Although no court has passed on a motion as extraordinary as AVE's present 
motion, where, as here, there is no present confiict or prejudice, courts have denied motions 

'^In Federal Deposit, the Court held that the although one member of the firm was 
likely to be called as a witness on the issue of bad faith, the disqualification of the entire firm 
was not warranted. Id. at 1 3 1 5. 
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to disqualify. See Lemelson v. Synergistics Research Corp.. 504 F. Supp. 1 164 (S.D.N.Y. 
1981) (denying motion to disqualify brought against counsel who was alleged to have 
received confidential information from movant during prior representation where court 
found no unfair advantage or threat to the integrity of the proceedings); Rice v. Baron . 456 
F. Supp. 1361 (S.D.N.Y. 1978) (denying motion to disqualify where movant failed to show 
prejudice required for disqualification under Canon 5 of the ABA Code of Professional 
Responsibility); Foster Wheeler Corp. v. Babcock & Wilcox Co. . 440 F. Supp. 897 
(S.D.N.Y. 1977) (denying a motion to disqualify attomeys who acted as patent counsel and 
litigation counsel where there was no evidence of wTongful conduct by counsel). AVE's 
motion is a trial tactic which is not directed to any present conflict or injury and it should be 
denied. 

Nevertheless, as stated below, a confidentiality order can be drafted that is 
sufficient to protect AVE's interests. 

2. A Confidentiality Order Is The Appropriate Tool For Protecting 
Confidential Information In Patent Cases. 

In any intellectual property case, there exists a tension between the need to 

protect a litigant's confidential information and the right of an opponent to access 

information to present a claim or defense. E. I. DuPont de Nemours & Co. v. Phillips 

Petroleum Co., 219 U.S.P.Q. 37, 38 (D. Del. 1982) (recognizing the 'tension" between the 

competing interests).'* Federal courts deciding intellectual property cases have long held 

*^AVE does not specifically identify the confidential information it will produce in 
this case. Much of the discovery undoubtedly will be publicly available information or 
material that is not patent-sensitive. Even in the technology area, a great amount of infor- 
mation about AVE's stent design already exists in the public domain. Even assuming, how- 
ever, without conceding, for purposes of this motion that AVE will need to produce some 
highly confidential information pertaining to its stent technology, such production is not 
uncommon in patent cases. Many of the cases cited by AVE stand for (1) the unremarkable 
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that the appropriate balance is struck through the use of a confidentiality order limiting 
access to confidential information and restricting the use of the information to the litigation. 
See Ouotron Svs.. Inc. v. Automatic Data Processinp, Inr Ml F.R.D. 37, 40 (S.D.N.Y. 
1992) ("Protective orders that limit access to certain documents to counsel and experts only 
are commonly entered in litigation involving trade secrets and other confidential research, 
development, or commercial information."). See also Charles A. Wright, et al.. Federal 
Practice and Procedure § 43 (2d ed. 1994) ("The most common kind of order allowing 
discovery on conditions is an order limiting the persons who are to have access to the 
information disclosed and the use to which these persons may put the information."). 

This Court has followed that practice in patent cases. See Safe Flight Instru- 
ment Corp. V. Sun.«;traud. 682 F. Supp. 20, 23 (D. Del. 1988) (entering a confidentiality order 
granting access by party's in-house counsel to opponent's confidential information where 
attorney was admitted to the bar of the Court and subject to the Court's disciplinary rules); 
Scovill Mfg. Co. V. Sunbeam Corp , 61 F.R.D. 598, 602 (D. Del. 1973) (entering confi- 
dentiality order limiting disclosure of confidential information to trial counsel); Struthers 
Scientific and Int'l Corp. v. General Foods Corp . 51 F.R.D. 149, 153-55 (D. Del. 1970) 
(permitting discovery pursuant to confidentiality orders). Federal courts are confident in the 
use of confidentiality orders because they have the power to impose severe sanctions for 
violations of the terms of such an order. See, e^ Hi-Tek Bags Ltd. v. Bobtron Int'l. Inc. . 
144 F.R.D. 379, 384 (CD. Cal. 1992) (civil contempt and dismissal with prejudice).'^ 

proposition that such production must occur (OB at 11-12) or (2) that under certain 
circumstances need not be produced. OB at 12-13. In any event, none of the cases require 
the disqualification of an entire law firm under the facts present here. 

"Of course, to warrant the entry of a protective order prohibiting disclosure of certain 
documents at all, AVE would have to establish (I) that there is confidential information 
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In fact, in Struthers Scientific, this Court found a confidentiality order 
sufficient to protect a party's confidential information even in the face of allegations that an 
opponent had misused confidential information already provided during discovery. 51 
F.R.D. at 153. Struthers was in the business of selling know how to General Food's compet- 
itors. 14 General Foods attempted to resist Struther's discovery on the ground that Struthers 
had shown a propensity to misuse General Foods' trade secrets already disclosed in discov- 
ery. Although the record was not clear, the Court rejected General Foods' argument noting: 

The discovery of both parties is subject to protective orders. 
If such orders are violated, the parties have their respective 
rights thereunder. 

Id at 154-55. 

The Fulwider attorneys who will act as trial counsel in this matter will be 
admitted eto hac vice, will be subject to this Court's disciplinary rules, see D. Del. L.R. 83.5 
and will be bound by the confidentiality order entered. In addition, consistent with the 
general practice in this Court, ACS is willing to have designated persons receiving the 
confidential information execute an appropriate undertaking in which they submit to the 
jurisdiction of the Court for enforcement of the confidentiality order. See E. I. DuPont de 
Nemours & Co. v. Phillins Petroleum On 219 U.S.P.Q. 37 (D. Del. 1982) (permitting 



sought through discovery; (2) that AVE would be harmed by disclosure; and (3) that there 
is good cause for the entry of the order. Fed.R.Civ.P. 26(c); Zenith Radio Corp. v. 
Matsushita Elec. Indus. Co. T.td 529 F. Supp. 866, 889-890 (E.D. Pa. 1981). AVE would 
be required to come forward with specific facts to support the request for entry of a 
protective order. Cioollone v. Liggett Grmip, inr , 785 F.2d 1 108, 1 121 (3d Cir. 1986). 
AVE of course has made only conclusoiy statements about general categories of documents 
it expects ACS might request. Accordingly, any such motion at this stage of this case - 
before discovery has even begun - would be premature. See Wright & Miller, § 2043. 
Here, ACS is willing to negotiate a standard confidentiality stipulation with AVE which will 
guard against any misuse of confidential information. 
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disclosure where those persons receiving confidential material would execute sworn 
statements to be bound by the confidentiality order and submit to the jurisdiction of the 
Court). Under such an order, this Court will also retain the ability to enforce the order after 
the present litigation is concluded. In the event either party or counsel for either party 
violates the order, the aggrieved party will have its remedy. Struthers Scientific. 51 F.R.D. 
at 154-55. 

AVE is not aided in its efforts to disqualify the Fulwider firm by decisions 
it cites which recognize that precautions are appropriate to protect confidential information. 
For instance, any reliance by AVE upon Motorola. Inc. v. Interdigital Technnlnp v 
Corporation . C.A. No. 93-488-LON. 1994 U.S. Dist. LEXIS 20714 (D. Del. Dec. 19, 1994). 
is misplaced. (Exhibit O hereto). The Court in Motorola implicitly rejected the notion that 
a law film should be disqualified simply because it acts in the dual role of patent prosecution 
counsel and litigation counsel. 1994 U.S. Dist. LEXIS 20714. Instead, the Motorola court 
actually extended the restrictions in a stipulated confidentiality order to prevent the risk of 
inadvertent use of an opposing party's confidential information. 1994 U.S. Dist. LEXIS 
207 1 4, at ♦ 1 9. In imposing restrictions upon attorneys in the litigation, the Motorola court 
was faced with an existing conflict which had arisen during discovery and after voluminous 
confidential information had been produced to the law firm perfomiing the challenged dual 
role. Motorola. 1994 U.S. Dist. LEXIS 20714, at * 17-19. 

In the instant case, this Court has the power to consider in advance of disclo- 
sure the nature of any particular confidential documents or testimony and fashion safeguards 
that are appropriate in relation to the information to be protected.'* Accordingly, there is no 

"The particular restrictions imposed in Motorola are inappropriate here. The instant 
case is more like the situation distinguished in Motorola - "a situation where a client decided 
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reason to believe that a confidentiality stipulation will not work as well here as in other 
patent cases in this Court. 

3. ACS's Ch oice of Counsel Should be Respected. 

Absent from AVE's brief is any recognition that a party should be able to 
' retain the counsel of its choosing. Disqualifying an attorney denies a client of his right to 
be represented by its counsel of choice which "is an important one, subject to override only 
upon a showing of compelling circumstances." Chapman Eng'rs. Inc. v. Natural Gas Sales 
Co, 766 F. Supp. 949, 954 (D. Kan. 1991); Rounick v. Fireman's Fund Tns Cn QA. No. 
95-7086, 1996 WL 269495, at *2 (E.D. Pa. May 20, 1996) ("The disqualification of a lawyer 
is generally disfavored because it deprives the party of his choice of counsel.") (Exhibit P 
hereto). "The right of a party to be represented in litigation by the attorney of his or her 
choice is a significant right and ought not be abrogated in the absence of some indication the 
integrity of the judicial process will otherwise be injured . . . ." Smith. Smith & Krinp v 
Superior Court , 70 Cal. Rptr. 2d 507, 51 1 (Cal. App. 1997) (citations omitted). See also In 
re American Cable Publications, Inc , 768 F.2d 1 194, 11 96 (1 0th Cir. 1985) (explaining that 
"[ijmportant Sixth Amendment right to counsel principles are at issue in this situation. [The 
defendant] has an unquestioned right to self-representation ... A corollary to that is 
representation by counsel of his choosing."). 



that jt would be efficient to retain trial counsel who had prosecuted the particular patent in 
the past." 1994 U.S. Dist. LEXIS 20714, at *16. In contrast to the facts presented to the 
Motorola court, this is not a case where ACS has retained new counsel to represent it in the 
mstant litigation and then decided to have the same counsel take over the prosecution of 
related patent applications in the future. §eg Motorola 1 994 U.S. Dist. LEXIS 207 1 4, at ♦ 1 8. 
ACS has a long standing relationship with the Fulwider firm. The Fulwider fim has 
developed a sophisticated knowledge of the technology at issue in this case and ACS is 
entitled to the benefit of that expertise in this action. (Barclay Decl., f 5). 
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Motions to disqualify are often disguised attempts to divest opposing parties 
of their counsel of choice. Kalmanovitz v. G. Heileman Brewinp C.n , 610 F. Supp. 1319, 
1323 (D. Del. 1985) (quoting J.P. Foley & Co.. Inc. v. Vanderhilt , ^71 F.2d 1357, 1360 (2d 
Cir. 1975) (Gurfein, J., concurring)) ("The attempt by an opposing party to disqualify the 
other side's lawyer must be viewed as a part of the tactics of an adversary proceeding. As 
such it demands judicial scrutiny to prevent liberalism from possibly overcoming substantial 
justice to the parties."). Again, because of the potential for misuse "disqualification motions 
should be subjected to 'particularly strict judicial scrutiny'." Optvl Eyewear Fashion Inf 1 
Corp. V. Style Co. Ltd. . 760 F.2d 1045, 1050 (9th Cir. 1985). See also Security General T ife 
Ins. Co. y. Superior Court, 718 P.2d 985, 988 (Ariz. 1986) (en banc) ("the obvious dangers 
inherent in such a practice and the importance of the right to have the counsel of one's 
choice require careful scrutiny of the facts before such a result is permitted"). This Court 
has also recognized that motions to disqualify are often tactical actions to deny an opponent 
its choice of counsel. See Cannon Airw avs. Inc. v. Franklin Holdinps Cnrp 669 F. Supp. 
96, 99 (D. Del. 1987) (explaining that motions to disqualify are misused as a tactical device 
to disrupt an opposing party's preparation for trial); Kalmanovitz. 610 F. Supp. at 323 
(noting that motions to disqualify must be scrutinized because they can be a tactical device). 

AVE knows too well that law firms who prosecute patents often litigate those 
patents against their clients' competitors. Because AVE has not objected to Fulwider's 
review of confidential information in the Cordis case, it may be assumed that all AVE seeks 
to accomplish in its motion is to deny ACS of its counsel of choice in this action. In 
addition, AVE's motion, if granted would chill the common practice in this Court for 
companies to retain capable law firms familiar with the patents in suit. It would require such 
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companies to hire at least two sets of attorneys, one to prosecute the patents and one to 

litigate them and would require segregation of those attorneys to the detriment of their 

clients. ACS respectfully suggests this is a precedent the Court should not establish. ACS 

has a right to its choice of counsel, and that right should not be disturbed. 

C. Under Model Rule 3.7 Of Professional Responsibility AVE*s Motion 
Must Be Denied. 

AVE suggests that because one or more of the attorneys in the Ful wider firm "may" 
have played a role in the events surrounding the alleged misappropriation that the law 
necessitates the disqualification of the entire Fulwider firm. OB at 15-16. This argument 
is contrary to the law and the facts. Model Rule of Professional Responsibility 3.7(a) states: 

(a) A lawyer shall not act as advocate at a trial in which 
the lawyer is likely to be a necessary witness except where: 

(1) the testimony relates to an uncontested issue; 

(2) the testimony relates to the nature and value 
of legal services rendered in the case; or 

(3) disqualification of the lawyer would work 
substantial hardship on the client. 

(b) A lawyer may act as advocate in a trial in which 
another lawyer in the lawyer's firm is likely to be called as a 
witness unless precluded fi-om doing so by Rule 1.7 or 1.9. 

Thus, AVE must first prove that a particular attorney would be a "necessary" witness. 

Regardless of whether an attorney of the Fulwider firm is held to be a necessary witness, the 

disqualification would still not be warranted if it would impose a substantial hardship on 

ACS. Finally, even if AVE could prove that an attorney at the Fulwider firm would be a 

necessary witness at trial, the law does not require the exclusion of the entire finn fi-om 

representing ACS in this present litigation. The court may disqualify only the necessaiy 
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witness from acting as trial counsel. Of course, that attorney-witness may still participate 
in other aspects of the litigation. 

1 . AVE FaUs To Show That Any Attorney Of The Fulwider Firm Is 
Likely To Be A Necessary Witness. 

An attomey will not be disqualified because he or she might be a prospective 
witness. Schwartz v. Indus. Valley Title Ins. . C.A. No. 96-5677, 1997 WL 330366, at *6 
(E.D. Pa. Jun. 5, 1997) (Exhibit Q hereto). In order to establish grounds for disqualification 
of an attomey, AVE must show that the attomey is a necessary witness.*^ An attomey is a 
necessary witness if his or her testimony: (i) is material and relevant to the litigated issues, 
(ii) contains infonmation that is unobtainable elsewhere, and (iii) is prejudicial or potentially 
prejudicial to the attorney's client. Leonard v. University of Delaware . C,A. No. 96-360, 
1997 WL 158280, at ^3 (D. Del. Mar. 20, 1997) (citations omitted) (citing numerous cases 
interpreting Rule 3.7) (Exhibit RJiereto). Because of the potential for abuse, courts have 
applied a restrained approach in determining whether an attomey is a necessary witness.'* 
Summagraphics Corp. v. Sanders Assocs. Inc., 19 U.S.P.Q.2d 1859, 1860-61 (D. Conn. 
1 991). Accordingly, the moving party needs to make "more than a showing that the testi- 
mony is relevant, material, and necessary." Id at 1 861 . Of course, if the lawyer's testimony 
is cumulative, disqualification is not required because the attomey is no longer a "necessary" 
witness. Cannon Airways. Inc. v. Franklin Holdings Corp.. 669 F. Supp. 96, 100 (D. Del 



"^"Likely to be a necessary witness" language of Rule 3.7 is more restrictive than the 
former "ought to be called as a v^tness" language of D.R. 5-1 01(B) and DR 5-1 02(A). 
Cannon Airwavs. Inc. v. Franklin Holdings Corp.. 669 F. Supp. 96, 99 (D. Del. 1987). 
Accordingly, this places a greater burden on the party seeking disqualification. R 

**Seeking to depose opposing counsel is "not encouraged and is typically permitted 
only where a clear need is showti." Pvne FV v. Procacci Bros. Sales Corp.. C.A. No. 96- 
7314, 1997 WL 634370, at ^2 (E.D. Pa. Oct. 8, 1997) (citations omitted) (Exhibit S hereto). 
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1987). "In short, Rule 3.7 ensures a litigant's choice of trial counsel will not be lightly 
disturbed." Leonard 1997 WL 158280, at *3. 

Here, the only attorney alleged to have had knowledge of the alleged mis- 
appropriation of trade secrets at the time in question was Lynch. He is no longer with the 
Fulwider firm. By AVE's own admission, Nagy started work on prosecution of the patents 
in suit long after the alleged misappropriation occurred. Hence. AVE cannot show that a 
Fulwider attorney is likely to be called as a witness or to have relevant infonnation in their 
possession. 

AVE relied on the fact that two of the attorneys that have been identified as 
trial counsel were identified on the power of attorney for the patent application at issue. OB 
at 16. Even if tnie, this is simply irrelevant. No member of ACS's trial counsel team was 
involved in the preparation and filing of that application. (Barx:lay Decl., H 6). Therefore, 
it is impossible for any member of the trial counsel team to have personal knowledge that 
is material and relevant to the alleged misappropriation. Because AVE cannot show that 
ACS's trial counsel possess any material or relevant information, it follows that AVE will 
be unable to show that any attorney of the Fulwider finn is a necessary witness." 



.K 1, ^A■ i^' ^ i"«Pli"bly denotes a substantial portion of its brief to addressing 

^ llT^^^i^JJ^-^u- ^ ^^'^^° 1 990), ^ 8 F.3d 1 358 (9th 

■ ^ u ^ ^ R^^^^^<=h. the attorney was disqualified but 

only because he confiised his role as witness and trial counsel in a securities fiaud case' He 
.ssued a press release about a securities offering that he knew was fiaudulent. Rana 
IS inapplicable because the trial counsel thei« acted outside his role as coun^ 

FulSlV ' No present member of the 

Fulwider firm is in a similar situation. 
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2. Disqualification Of The Entire Fulwider Firm, Even If A 
Fulwider Attorney Is A Necessary Witness, Will Impose A 
Substanfifll Hardship on APS. 

Courts recognize that "disqualification usually imposes a substantial hardship 
on the disqualified attorney's innocent client, who must bear the monetary costs of finding 
a replacement." Gregori v. Bank of Am., 254 Cal. Rptr. 853 (Cal. App. 1989). Pursuant to 
Model Rule 3.7, a court should not disqualify an attorney, even if that attorney is a necessaiy 
witness, if it would impose a substantial hardship on the client. Certainly, a court normally 
would not disqualify an entire law firm because one attorney in that firm becomes a 
necessaiy witness. To do otherwise, would impose a substantial hardship on the client. Case 
law implicitly supports this proposition. See, e^. Stole v. Sollas Tnip C.A. No. 96-0723 
1997 WL 83750, at *11 (E.D. Pa. Feb. 21, 1997) (Exhibit Uhereto) (failing to recognize a 
substantial hardship argument by the nonmoving party because the court held that although 
one attorney in the finm would be disqualified as a necessary witness, that attorney could still 
participate in other aspects of the case and choose another attorney in his firm to be trial 
counsel, and accordingly the client would still have the benefits of its chosen counsel's fiim). 
(Exhibit V hereto). 

ACS will suffer a substantial hardship if the Fulwider firm is disqualified. 
The disqualificaUon would impose a substantial hardship, not only in monetary expenses and 
time delays in preparation, but also through the loss of Fulwider's specialized expertise in 
both patent prosecution and litigation. (Barclay Decl., 3, 5). As mentioned before ACS 
and Fulwider have maintained an attorney-client relationship since 1987. (Barclay Decl., 
m 3, 5). This relationship has included ACS's reliance on the Fulwider firm in other liti- 
gation involving many of the same patents and technologies at issue in the instant action. 
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anomey may be a witness due to that attorney's alleged misrepresentation). 
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Here, the only possible witness AVE could call is Nagy due to his work for 
ACS in the prosecution of the patents in suit in late 1992. However, Nagy's appearance at 
trial would not preclude others of his firm from serv ing as trial counsel. 

4. Rule 3,7 Does Not Bar An Attorney- Witness From Pre-trial And 
Post-trial Proceeding s. 

Even if the Court limits certain Fulwider attorneys such as Mr. Nagy from 
acting as trial counsel, Rule 3.7 does not preclude that anomey from participating in pre-trial 
and post-trial proceedings, including discovery. See Lebovic v. Nip m C.A. No. 96-319, 
1 997 WL 83735, at * 1 (E.D. Pa. Feb. 26, 1 997) (holding that nothing in Rule 3.7 prohibits 
a disqualified attorney from assisting a party "in all pre-trial matters, including discoveiy"). 
(Exhibit^ hereto). TTie Third Circuit recognizes that "simply because an attorney must 
'decide whether to serve either as an advocate or a witness in a particular case' should not 
be a valid basis to exclude the attorney from being privy to pretrial discovery material that 
is subject to a protective order of confidentiality." Sibleriine Mfg. Co.. Inc. v. IntM Nirk^l 
Cojnc, 569 F.2d 1217, 1219 n. 2 (3d Cir. 1977) (citations omitted). 

"[N]othing in Rule 3.7 prohibits [the attorney-witness] from representing 
Defendant during the pre-trial and post-trial phases of this litigation." Rounickv. Fireman'^ 
Fund Ins. Co., C.A. No. 95-7086. 1 996 WL 269495, at * 1 (E.D. Pa. May 20, 1 996). Further, 
the case law clearly holds that a disqualified attorney-witness is only disqualified from 
acting as an advocate at trial and is not disqualified from participating at trial other than as 
an advocate, or in the pre-trial and post-trial proceedings. See. e^ Brotherhood Rv-Carmpn 
V. DelproCo. , 549 F. Supp. 780, 790 (3d Cir. 1982); Caplan v. Biavem^.n 876 F. Supp. 
710, 71 1 (E.D. Pa. 1995) (only applies to acting as advocate at trial.); Kabi Pharmacia AR 
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V. AlconSurgica], Inc. , 803 F. Supp. 957, 963 (D. Del. 1992) (same); ABA Informal Op. 89- 
1529 (Oct. 20, 1989) (Rule 3.7 applies to trial, not to pre-trial and post-trial proceedings.).^" 
Thus, even if this Court should hold that Rule 3.7 excludes, for example, 
Nagy from acting as a trial advocate for ACS, this Court should simultaneously hold that the 
Rule does not exclude Nagy from acting in any other capacities on ACS's behalf Speci- 
fically, Rule 3.7 does not provide that an attorney-witness from the Fulwider firm would be 
excluded from any pre-trial or post-trial preparations or proceedings, including discovery. 
The Rule also does not exclude an anomey-witness from the Fulwider firm from partici- 
pating at trial in other ways which would not confiise the jury as to the role of that attorney- 
witness. 

5. Even If Certain Attorneys At The Fulwider Firm Are Held To Be 
Necessary Witnesses, ACS Can, and Has, Consented To The 
Fulwider Firm Continued Representarioo In This Action. 

"[The court] should consider the ends that the disciplinaiy rule is designed 

to serve and any countervailing policies, such as pennitting a litigant to retain the counsel 

of his choice and enabling attorneys to practice without excessive restrictions." United 

States V. Miller , 624 F.2d 1198, 1201 (3d Cir. 1980). Rule 3.7 is designed to protect the 

client. If the client consents to his or her attorney's continued representation despite the fact 

that the attorney will testify at the trial, then the disqualification of that attorney will not 

serve the ends of Rule 3.7. 



20t 



°In fact, Rule 3.7 was changed from a previous rule which stated that such an 
attorney- witness "shall not accept employment." DR 5-101. 
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Under Rule 3.7 in conjunction with Rule 1.7(b)^' the client may consent to 
his or her attorney's continued representation after full disclosure and consultation. Caplan. 
876 F. Supp. at 71 2-1 3. Above all, the lawj'er's duty under Rule 1 .7 must be one of loyalty 
to the client. Nemours Fo und, v. Gilhane. Aetna. Fed Ins Cn , 632 F. Supp. 418 (D. Del. 
1986). Accordingly, if the lawyer believes that the continued representation will not be 
adversely affected and the client consents, then the opposing party and the court should 
respect the client's decision. 

Likewise, California has recognized that a "fully informed client's right to 
chosen counsel outweighs potential conflict or threat to trial integrity posed by counsel's 
appearance as witness."" Maxwell v. Superior Ct. . 639 P.2d 248, 255 n.9 (Cal. 1982). As 
a result, counsel need not withdraw from a case if the client consents. Id- "[I]f a party is 
willing to accept less effective counsel because of the attorney's testifying, neither his 

opponent nor the trial court should be able to deny this choice " Lvle v. Superior 0 . 122 

Cal. App.3d 470, 471 (Cal. App. 1981). The fact that the client has consented to his or her 
attorney's participation in a dual capacity at trial must be given great weight. Reynolds v. 
Superior Ct. , 177 Cal. App. 3d 1021, 1028 (Cal. App. 1986). Finally, when the court is 



^'Model Rule of Professional Conduct 1.7(b): 

(b) A lawyer shall not represent a client if the representation of that client 
may be materially limited by the lawyer's responsibilities to another client or to a third 
person, or by the lawyer's own interests unless: 

(1) the lawyer reasonably believes the representation will not be 
adversely affected; and 

(2) the client consents after consultation. 

"Accordingly, ACS does not dispute AVE's assertion that the California Rules of 
Professional Conduct allow an attorney to continue a representation despite a conflict if the 
attorney obtains the client's informed written consent. OB at 1 8. Additionally, ACS does 
not dispute AVE's assertion that the Model Rules also allow a consent exception to the 
general rule that a lawyer shall not represent a client if the representation of that client may 
be materially adverse to the lawyer's own interest. OB at 19. 
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balancing the competing interest of maintaining the integrity of the judicial proceeding, close 
cases should be resolved in favor of a client's representation by an attorney of choice. Lids, 
122Cal. App.3dat482. 

Here, ACS is fully aware of the consequences to Fulwider's continued 
representation. ACS. after careful consideration, has consented to the continued represen- 
tation of the Fulu-ider finn. (Barclay Decl., 1 7)." If ACS has consented to cominued 
representation, the loyalty of the Fulwider firm and the effect on ACS should not be 
questioned by AVE. 

The criminal cases cited by AVE involving disqualification of trial counsel 
despite consent because the lawyer's interests were held to be adverse to the client's are 
mapposite here because of the distinct differences between civil and criminal law as well as 



AVE implies that Fulwider attorneys may be witnesses at trial and may have 
participated m actions that may lead to (their) own liability." OB at 17. Notwithstanding 
A ^Pf,^"l^f "v "^"^q^^'ifi^tion is not necessary when the parties consent after being 
mformedofthensks of multiple representation. A.I. Credit Corp v. Providenr^ W.cH.nfH J 
InsXaJoc„C.A.No.96Civ.7955. 1997 WL 231127 (S.D.N Y. May 7. 1997) OfcoT^ 
wntten consent is required whenever an attorney represents two or more clients'in the same 
matter. ZadorCorp. v. Kwan, 37 Cal. Rptr. 2d 754. 759 (Cal. App 1995) See also Cal 
Prof Conduct Rule 3-3 10 cmt. (1 997) (stating that in situations of concSt re^^Jon 
of multiple parties "for the sake of convenience or economy, the parties may well prefe to 

IZ^t?o? ''T ' •'^J "^"^ the pJential adverse 

a^te of such multiple representation and must obtain the informed written consent of the 
chents. ). Thus, if informed wntten consent is obtained two defendants may share the same 



- -A ^u ^' " "^^^ ^"^^ P^'^s agree to shared representation as 

T9mni T'^^ '° Klemmv. Superior Coim. 142 Cal. Rptr. 509. 512 (Cal. App. 
1977). OBatlg. TTw lOemm court i^cognized that 'Mf the conflict is merely potential, 
being no existing dispute or contest between the parties represented as to any point in 
litigation, then with full disclosure to and infomied consent of both clients there may^ dual 

P.2d505(Cal. 1947); Lys.ck v. Walcom 258 Cal. App. 2d 136, 146-147 (Cal. App. 1968)) 
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penalties." Further, AVE cites Brooks v. Bates . C.A. No. 89 CW 4478 (SS) 1994 WL 
121851 (S.D.N.Y. Apr. 7, 1994) (Exhibit ^ereto) as support for the proposition that dis- 
qualification is appropriate in a civil context. OB at 17-18. The court, however, in Brooks 
began its analysis by stating that "disqualification is appropriate in limited circumstances, 
and rarely is such a harsh remedv invoked ap ainst counsel " Id, at *3 (emphasis added). 
Although the court did disqualify the law firm in that case, AVE fails to mention that the law 
firm was a named party in the action and that the court found that testimony of certain 
members of the law finn would be "directly prejudicial to the client's interest." Id, at ♦3-4. 
None of these particular facts exists here. 

In addition, while AVE is concerned with how the Fulwider fimi's continued 
representation of ACS will affect it, AVE fails to show that it has standing or justification 
to raise this argument. AVE cites no case law to support its perceived prejudice. Appall- 
ingJy, AVE suggests to this Court that ACS and the Fulwider finn will plot together to 
defi-aud this Court and then try to hide those discussions behind the attorney-client rela- 
tionship. Such accusations of sinister motives are without merit or factual support. 

Even if the Fulwider finn is disqualified, that disqualification will not 
diminish the attorney-client relationship that existed while the Fulwider firm was represent- 
ing ACS. As a result, past communications between the Fulwider firni and ACS will remain 
protected by the attorney-client privilege. See, ej,, T.C. Theatre Com, v. Warner Rm^ , 
PictUTK, 113 F. Supp. 265 (S.D.N. Y. 1953) (explaining that a lawyer is enjoined for all time 
from disclosing client confidences unless ordered by the court to divulge). Likewise, any 

"See, e^. People v. Bailey, 12 Cal. Rptr. 2d 339 (Cal. App. 1992) (holding that 
appomted trial counsel should not represent criminal defendant on appeal on issue of 
meffective counsel). Ineffective counsel is plainly a ground for appeal only in criminal 
cases. 
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disqualification of the Fulwider finn as trial counsel will not prohibit ACS from continuing 
to retain the Fulwider firm as its attorneys in this matter or in any other matter. TTius, feature 
communications between the Fulwider firm and ACS will also remain protected by the 
attorney-client privilege. AVE's access to the infomiation will be the same whether dis- 
qualification of the Fulwider fim. is granted or denied. Thus, under this particular argument, 
any disqualification order would be futile to AVE as AVE cannot make a sufTiciently strong 
showing of prejudice to justify disqualification. 

Finally, in support of its groundless argument that courts have disqualified 
lawyers from serving as trial counsel "solely" by virtue of their prosecution of patents 
allegedly obtained fraudulently AVE, cites to Personalised M.cc Medi. Pnm . tk. 
Weather Channel Tnr , 899 F. Supp. 239. 243 (E.D. Va. 1995). (OB at 20). Again, how- 
ever, AVE misses the point of the court's holding. The court did not base the disqualifica- 
tion on the fact that trial counsel prosecuted the patent. Rather, the court disqualified the 
attorney because the attorney's testimony would be adverse to the client's position and as 
a result, pursuant to the applicable Virginia disciplinary rule, the attorney must withdrawal 
if his testimony will be prejudicial to the client. Id. Obviously, in any jurisdiction an 
attorney cannot continue to represent a client in a case in which he will be testifying adver- 
sely to the client's interests. Regardless, a client would never consem in that instance." 



"Without citing authority in support of its request, AVE asks in the altemaUve for 
d.scoveo' into whether the Fulwider firm should be disquklified. OB at 2? As Ae Comt 

s3:t ^tn 'V' ''^'^ ^ '° '""^ °" ' '"^'^^ seek d scove 

support the motion. Transcnptof August 18. 1998 Teleconference at 8. Given the weakness 
of Its motion, .t appear. Uie only reason AVE seeks discovery is to investigate i^alSo" 

secrets. AVE s request for early discovery should be denied. 
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CONCHJSION 

For the foregoing reasons, AVE's request to disqualify ACS's trial counsel, or to take 
discovery on the issue, should be denied. 
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ABSTRACT 



The invention is directed to an expandable stent for 
implantation in a body lumen, such as an artery, and a 
method for making it from a single length of tubing. 
The stent consists of a plurality of radially expandable 
cylindrical elements generally aUgncd on a common 
axis and interconnected by one or more interconnective 
elements. The individual radially expandable cylindri- 
cal elements consist of ribbon-lilce material disposed in 
an undulating pattern. The stents are made by coating a 
length of tubing with an etchant-rcsistive material and 
then selectively removing portions of the coating to 
form a panem for the stent on the tubing and to expose 
the portions of the tubing to be removed. This may 
<Jone by machine-controlled activation and relative 
positioning of a laser in conjunction with the coated 
tubing. After the patterning of the tubing, the stent is 
formed by removing exposed portions of the tubing by 
an etching process. 

15 Claim, 3 Drawing Sheets 
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EXPANDART P <!TPiCTC Axm kn-runn wv%» ^* resulting stent structure is a series of radially ex- 
EXPANDABLE srojre AND METHOD FOR pandable cylindrical elements which are spaced longitu- 
iwAJLUxi, SAME dinally close enough so that small dissections in the wall 

08/164,986, nied Dec. 9, 1993, now abandoned, which mise the longitudinal flexibility of the stent 

it. 1991. (now abandoned). ,o adjacent cylindrical dements without significant 

BACKGROUND OF THE INVENTION Reformation, cumulatively giving a stent which is Hexi- 

-n.;, i ^ 1 , . , 10 ble along its length and about its longitudinal axis bnt 

This mvention relates to expandable endoprosthesis which is still ver? stiff in the radial dirwtion in ^er to 

devices, generally called stents, which are adapted to be resist collapse """ou" oirecuon m order to 

implanted into a patient's body Inmen. such as blood The stent embodying features of the invention can be 

v«sel. to mamtam the patency hereof. These devices readily delivered i^L desiwd Z^^c^iZ^ 

S i^ bTo^v^'''''*"""'"'"'^"""'""^"'""" " """""^ " »" "P»««»We mcmbcTof a ddTvi; 

.„ -ZT^ « . u . . . . catheter, for example a balloon, and passing the cathet- 

f^cS^ ^Vu ^ '"''"^ '^'^ ^•'ly the body tou^ to fte to- 

funcuon to hold open a segment of a blood vessel or plantation site. A variety of means for securing thTst^t 

,^in?l,^^.tf '^'^ and hold lack a dissected anenal 20 to the desired location are available. It is presently pr,; 
Immg which can occlude the nmd passageway ther^ ferred to compress the stent onto the tell~n. oS,« 

S^o^'etSXiS'So^i^^^^^^^^^^ „ Svr"""'' '""^ 

fuJ2t(^m2fvs^^'^'' J^^^?"**- ^ ^"^^y f« expandable 

S U S m WsSfiiie^L^^^^ f ^ "^"i"*""^ ^^'^ f"™ ««« of Se pres. 

No 4 fwat^^^^^^ " ^ generally have a circumferential undulat- 

h^et L^iZ^^^}^ }^ ''^''^ incorporated ing pattern. e.g. serpentine. The transverse cross^ction 
h^em in their entL^ety by reference thereto. 30 of the undulating component of the cylindrical elemrat 

Vanous meaiB have been described to deUver and is relatively smdl and pr^bly h^a^a^t rafe^ 
rniplan stents. One method frequently described for about two to one to ab^« to om ("X, 
bd^d'^i:,^^ to a desired intndumenal location thehdgh, to the width ofTu^dSn) AoLTonl 
a^le m^^rrt "T^"' ?" »" "P^"* 'P^ nitio has been found particularly suitable. The 
f " P'"^'"'^ on the distal 35 open reUculated structure of fte stent allo«« for tte 

.n^W «»^»°«°B *e "theter perfusion of blood over a Urgetmten of ^ ^eriS 

inflating the balloon on the catheter to expand the stent damaged arterial lii^e 

JSl°il»w!!?-f «P»^de<l condition and then deflating The radial expansionof the expandable cylinder de- 
c JtS^~rf3'^ri^ '^'^ *° pattern ther^simL^^XjL 

^n^p J^. * "^^L""? .T"'"^ ° * ^^'vefotm which result from decreasing the wa5^ 

taimng the radud ngidity needed to hold open a body form's amplitude and the frequency^ferabW th^ 

iTM^'if^f^^rrr'^^'^^'''''^'^'- '"'»"'''ti"ipa««»of.heindMd^cy^^s\,S^ 
Wh=^ to facUtate its dehvery. tures are in phase with each other m order to p.^ 

SUMMARY OF THE INVENTION supcrclastic NiTi alloys, the expansion occurs 

to flex relative to one another. The intfividXdMy .nter™=d»te product. 
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llo^^ln^f'jT^" ^ « « ^ ^^"^^^ rcptcscntaiion of equipment for 

si^el^rt? expansion, when mca- scleciivdy removing coating applied to tobikfi in the 

m^l2^™^T°r' ""^f' the interconnecting m^ufactoring of the stents of the present invention 

*=?^«^«J to the cylindrical elements at oppo- FIGS. 7 through 10 are perspective views schemaU- 

^t^>^' • 5 cally illustrating various config^ons of interconnec- 
I ne num&er and location of elements mtcrconnecting bve element placement between the radiaDy expandable 
adjacent cyhndncal elements can be varied in order to cylindrical clemcnte of the stent, 
develop the desired longitudinal flexibility in the stent FIG. U is a plan view of a flattened section of a stent 
structure both in the unexpanded as well as the ex- illustrating an alternate undulating pattern in the ex- 
panded condition. These properties are important to P^^able cylindrical elements of the stent which are out 
minimize alteration of the natural physiology of the P^*^ 

body lumen into which the stent is implanted and to t^xtta h ct> t^t^c^^^,^^^ 

maintain the compliance of the body iLen wMch fe ""^''^iS^SJ^N ™^ 

miemally supported by the stent GencraUy, the greater INVENTION 

the longitudinal flexibQity of the stent, the easier and the ^ ^^t^ates a ncnt 10 incorporating features of 

more safely it can be deUvered to the implantation site. invention which is mounted onto a delivery catheter 

In a presently preferred embodiment of the invention ^^ent generally comprises a plurality of radially 

the stent is convcnienUy and easily formed by coating ^'^Pa^ablc cylindrical elements 12 disposed generally 

stainless steel hypotubing with a material resistant to f^^ly and interconnected by elements 13 disposed 

chemical etching, and then removing portions of the ^^wecn adjacent cylindrical elements. The delivery 

coating to expose portions of underlying tubing which *^"*«ter 11 has an expandable portion or balloon 14 for 

are to be removed to develop the desired stent struc- "P^°Jf£ the stent 10 within an artery 15. The artery 

ture. The exposed portions of the tubing are removed I * ^ , ?^ ° l.has^ dissected Immg 16 which 

by chemically etching from the tubing exterior leavins ,< ^^^^i r ^ ^^^^ ^^^^ ^^"^ passageway, 

the coated portion of the tubing mat^al in the desired a '""^ '^^•^'^ " "^^^^ *tent 10 is 

pattern of the stent structure. The etching process de- i t*l^'*^^ ^ conventional bal- 

velops smooth openings in the tubine wSl withom i "^"^^^^ angioplasty procc 

buns or other artifacts which are cl^^ct^ti^^^ dur«. The balloon 14 may be fo^^ 

chanical or laser machining proceS th^^ ,n ^"5^ «^P<'>yfthylcne, polyethylene terephthalate. 

The fonnmg of a mask in the extremely small sizes 35 within the artery IS^tiSe stMt l^^^ 

needed to n^e the small stents of the invention would balloon. A retSKroSe dX^^ 

sHln?^ ^'"h hypotubing by repeating the 07/647,464. fded on^r^, 19^^^1i^titl^^ 

r . ^'rr'^"'? DELIVERY SYSTEM may be provided To fu^ 

comiect the stents. After the etching process, the stents 40 ensun; that the stent stays in placi on the expimSbte 

wWrfT r^i^t'^K ^ "^''^""^ ^^"^ "^^^ °' ^J"?*^ ^^^"^^'y *^theter 11 and prevent abrasion 

nt t f . . '^'^ hy the open surface of the stent 10 

uiner tcaturcs and advantages of the present inven- deUvcry to the desired arterial locaUon. Other 

uon wui become more apparent from the following ™eans for securing the stent 10 onto the baUoon 14 may 

detailed descnption of the invention, when taken hi ^ t)e used, such as providing collais or ridges on the 

conjunction with the accompanying exemplary draw- the working portion, ic. the cylindrical portion, 

ings. ofthebanoon. *^ 

BRIEF DESCRIPTION OF THE AWiisir^c ^dial I y expandable cylindrical element 12 of 

Pir , - ™^ DRAWINGS thes^ent lOmay be independently expanded. Therefore, 

FIG. 1 is a elevational view. partiaUy in section, of a ^ the balloon 14 may be provided with an inflated shape 
stent embodying features of the invention which is °**?^'^ cylindrical. e.g. tapered, to facihtate implan- 
mounted on a delivery catheter and disposed within a ^^^^ *tent 10 in a variety of body lumen shapes, 

damaged artery. In a preferred embodiment, the delivery of the stent 

FIG. 2 is an elevational view, partially in secrion ^ accomplished in the following manner. The stent 

similar to that shown in FIG. 1 wherein the stent i^ " J? 's 'iret mounted onto the inflatable balloon 14 on the 
expanded within an damaged artery, pressing the dam- Jlf . «?tr"nity of the delivery catheter IL The balloon 
aged lining against the arterial waD. « slighUy inflated to secure the stent 10 onto the 

FIG. 3 is an elevational view, partially in section balloon. The cathcter^tent assembly is 

showing the expanded stent within the artery after ^ |?^"if*?^.*^thin the paUcnVs vasculature ma con ven- 
withdrawal of the delivery catheter Scldmger technique through a guiding catheter 

FIG. 4 U a perspective view of a stent embodying ^. 18 « disposed across the 

features of the invention in an unexpanded state, damaged art^ial secuon with the detached or dissected 

-one end of the stent being shown in^ exploded view ^ ^ the catheter-stent assembly is ad- 

iUustratc the details therwf. «P'«xi«i view ^^ccd over a guidcwirc 18 within the artery 15 unttl 

HG. 5 is a plan view ofa flattened section of a stent S^^n U^of^^^^ 
of the invention which illustrates the undulatine Mtt^ «Z?^ n the catheter is expanded, expanding the 
of the stent shown in RG. 4 "'^^"^tmg panem slat 10 against the artery 15. which is Dlustrat^ in 

MG. 2. While not shown in the drawing, the artery 15 
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Ln7[o m ^^^^ '^'^"^I ^l"^' unduMons. art chosen to fiD particular mechanical 

mov.L.nr ^ '° P^'^^"' requirements for the stent such ai radial stinhc« 

of^r^t^^^^ arcumsiances dunng the treatment TTie number of undulations may also be Wicd to 

of stenouc portions of an arter>'. the artery may have to accommodate pUccmcni of intcrtinl^ti^ dS^cnte 

^hS^nfn^^^n'^^^^^ ' 13.e.g.atthep^ofthcunduhtionsorS^^^^^ 

of blood or ottier fluid therethrough. of the undulations as shown in FIGS. 5 and 11 

The stent 10 serves to hold open the artery 15 after The stent 10 of the present mvention can be made in 
the catheter 11 is withdrawn, as illustrated by FIG, 3. many u-ays. However, the preferred method of maldne 
uue to the formation of the stent 10 from an elongated the stent is to coat a thin-wallcd tubular member such 
tubular member, the undulating component of the cylin. 10 as stainless steel bypotubing, with a material wWch is 
dncal elements of the stent 10 is relatively flat in trans- resistive to chemical etchants, and then to remove por- 
^if «;"»S:SCCtion. so that when the stent is expanded. tions of the coating to expose the underlying hypotob- 
the cyUndncal elements arc pressed into the wall of the which is to be removed but to leave coated portions 

artery IS and as a result do not interfere with the blood of the hypotubing in the desired pattern for the stent so 
flow through the artery 15. The cylindrical dements 12 >5 that subsequent etching wfll remove the exposed por- 
of stent 10 which are pressed into the wall of the artery of the metallic tubing, but will leave relativdy 

15 will eventually be covered with endothcKal cdl ""touched the portions of the metallic tubing which are 
growth which further minimircs blood flow interfer- form the sienl. The coaled portion of the metallic 
encc. The undulating portion of the cylindrical sections tube is in the desired shape for the stent An etching 
12 provide good tacking characteristics to prevent stent process avoids the necessity of removing burrs or slag 
movement within the artery. Furthermore, the closdy "iherent in conventional or laser machining processes, 
spaced cylindrical dements 12 at regular intervals pro- ^ preferred to remove the etchant-resistive material 
vide uniform support for the wall of the artery 15, and means of a machine-controDed laser as illustrated 

consequently are well adapted to tack up and hold in schematically in FIG. 6. 

place small flaps or dissections in the wall of the artery ^ ^ coating is applied to a length of tubing which. 
15 as illustrated in FIGS. 2 and 3. cured, is resistive to chemical etchants. "Blue 

FIG. 4 is an enlarged per3pcctivc view of the stent 10 Pl>otoresist" made by the Shipley Company in San Jose, 
shown in FIG. 1 with one end of the stent shown in an ^ example of suitable commercially available 

exploded view to illustrate in greater detail the place- Photolithographic coatings. The coating is preferably 
ment of interconnecting elements 13 between adjacent ^ ^PP^'^d by clectrophoretic deposition, 
radially expandable cylindrical elemenu 12. Each pair ^ ensure that the surface finish is reasonably uni- 
of the interconnecting dements 13 on one side of a ^"^"^ pneof thedectrodesused forthedectrochemical 
cylindrical dement 12 arc preferably placed to achieve Po'^^S ^ ^ doughnut-shaped electrode which b 
maximum flexibility for a stent In the embodiment »^."t the central portion of the tubular member, 

shown in FIG. 4 the stent 10 has three interconnectine • ^ ""^^ °^ suitable biocompatible 

dements 13 between adjacent radially expandable cylin- S"ch as stainless sted, titanium, tantalum, »o- 

drica! dements 12 which are 120 degrees apart Each P^™^*^^ NTH alloys and even high strength thermo- 
pair of interconnecting elements 13 on one end of a P^^tic pclymeis. The stent diameter U very small, so 
cylindrical dement 12 are offset radially 60 degrees ^ ^" ^^^^ " " necessarily also 

from the pair on' the other side of the cylindrical de- 5?^^ * diameter. Typically the stent has an outer 
mcnt The alternation of the interconnecting dements a^T * ^^^^^ ^'^ inch in the unex- 

results in a stent which is longitudinally flexible in es- P^o«a condition, the same outer diameter of the hypo- 
sentially aU directions. Various configurations for the ^°^S ^^om which it is made, and can be expanded to an 
placement of interconnecting dements are possible and >.« diameter of 0.1 inch or more. The wall thickness 
several examples are illustrated schcmaticdly in FIGS v JyP^^"^""^ a*>out 0.003 inch. In the instance 
7-10. However, as previously mentioned aU of the v ^^^""^ ^ '"^^^ ^ ^ ^"t«* 

interconnecting dements of an individual stent should . ^"^^ ^^"^ "^^^ expanded to 

be secured to dthcr the peaks or valleys of the undulat. ^ expansion of the stent Once expanded, it is 

ing structural elements in order to prevent shonenine of v^ • i^^" Us expanded state. The stent may be 

the stent during the expansion thereof. ^ convemenUy heated by heating the fluid within the 

FIG. 10 iUustrates a stent of the present invention ^^^"^ * ^^^^ 

wherdn three mterconnecting demente 13 are disposed ^^5^ ^-^KZ 1^ "^ ,^«Pplication Ser. No. 
between radially expandable cylindrical dem^U ^o. 
TTieintercom.ectingd«nentsUarediSkut^^ „ c'ilJ^?^v^^ 

around the drcumference of the st<^ a I^^ " ^^1^ ''^^^^^'^^^ ^^'^ « 

spacing. Disposing four or more intercomiecting d^ ^^^ ^JZ''"^ ? ""^7 by rderence. The 
ments 13 between ad>cent cyUndricd dements Ux^ ^.^l^^ °^ WBttruds such as superdastic 
generally give rise to Uie sairi consSe«^ ^Jllf^^^ ^PP^c^n Ser. Na 

above for two and three interconnectine d7m«n^^ ^ ^ abandoned, enti- 

The properties of thrsrelT^ry^t":^^ by tt^^^"^"^ OUIDING MEMBER which 
alteration of the undulating pattern of the cySSriS ^^st«f w^H f ""H^'^i^'^f ^ 
demcnu 13. FIG. 11 Ulustmes an altemati™^ ^ o^n^ J^^^^ deformed 
•«ucture in which the cylindrical dements « in » ^ T^l"^ ""'^ ^^'^ ^'^5^' 
pentinepattermbutoutofphascwithad^anVc^^ « 'o^"* of the ddivcry catheter to facilitate 
cal deiients. Tht pirZ^S^t^ " hT'^ mtralumenal site. TTie stress induced by the 

unddationsperunitK^.r'^rihr^i^^^ J^^a^usSXc^ * .TT^^ 

of the cylindrical dement 12. or the amplitude of the '^lll^^^r^,^^^^^^^ 
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Ilm'lJS » Iht ™?« transfonna. inhibitors and a biodegiadable surface active agent The 

Re^„^.^l^rn.* ^ , . temperature is Lintained at about ll|.135 dl 

roSS^ 'i^^r*^'"".. " ^! P."" " ^ 8^ ^- ""^ ''««"y » 0.4 to about 1 J 

ff ^u"^ ' i^*^* contioDed appa- amps per in.2 Cathode to anode area should be at least 

S A^rHi^r^ V ' ''^^"^ to « I«er 5 about two to one. Tbt stenu may be toher triteStf 

^i>-^:^'^^J^^l^^'^^^^'1^..^^ biocompatible coat- 

b^^s^^v^^Jj^ "71"°' controlled. THe While the invention has been illustrated and de- 
^^ri^n. *S etchant-rensdve coating scribed herein in terms of its use as an intravascular 

^ abUtion and a pattern is formed such 10 stent, it wiU be apparent to those skilled in tte m^t 
'o • Ihe stent can be SS^ other te™^,^as^o«. 

snbsequen cheracaJ etching process is exposed. The pand prostatic urethras in cases of prostate hypoplaria 

^^^^nf^Vfi'^nJ?"''"'''""''"*'"^*'^'*' Other modifications and improvS J^Kie 
Tp-ftS^edTyliemrorremovingthecoat- .S -^^.^^^^--^^or....^^ 

Ku?h L-^lr^e-fMSelTi^ X° sti^^ ""^^ ' ^""^ ^""^ ^^'"-^ 

gw^ai^ — a)ap.Jng^.c^gres^e.ochemicaletch.^ 

™i7«it;Jlk J^,lii;i Z^,,^^ P"^' ^° ''^ selectively removing portions of the resistive coat- 
^?^n^t?£ ?JI^ °^- '"^ ' • "O "8 to expose sections of the tubing and 

tS^u^LvL^^r^T!,*" jet assembly on c) removing exposed portions of the^Wng. 
iSe^e^iLmh^^?^'?K'^*^,'*=^°'"P^^ JTheprocessofclaiml.whereinapluraK^ofstents 
^ of the fine focus head and the coUet fatnre. Opti- are made from a single piece of tubins 

SToS L^e'r^d-rT* Cl-d 25 3. •n.e process of?Iaim 1. wLlSe stent is m«le 

CO, Se^L^.tt ^ the energy of the from a biocompatible material selected from the group 
O^i^^r Tl^: f u ^ ^^y. consisting of polymers, stainless steel, tilaniurTsi 

^ * inch length of 0.06 inch stainless perelastic NiTUUoys^d tantalum. 

stem k au^«,ii'^,~^* resistive coatmg on the a) providing a discrete len^ of thin walled tubing- 
^^^T^^r^':X"'d^o:iT^yt 3, ^/r^-^^vecoarontotheexteHoroftT; 
fu°rr2^°for'1S?i^r«'l1?* ' opposing collect fa- c) selectively removing portions of the resistive coat- 

^ndLT^F^^ f "PP^"" of 5 wherein the exposed por- 

^d «^%*lu'LlrT?^'^^"^^ «• "^^ of 5 the laser used to 

^1 K:auil^ photonsistK:oated part of the selectively remove the resistive coating emits a ^c^ 

^tiiSr-^f ^r^."^So2s " i^tr '"''^ ' ""■'"^ '^"'^'^ 

masking techniques. o i-u ^ . ^ , . 

. AAerti^e coating is thus selectively ablated, the .uV ' ^•""^^•of^SwhereinthelaserisaCO, 
lulh^J'SoSl^ iSl'^lf "r^^ 'J** "nethod of claim 5 wherein the ,esi«ive coat- 

Kel.s^Ttin^^iir.-'ardSed'raS " ' ' Pl'O.oUthographic cheinically res^ve 

under vacuum or pressure. After the wax has solidified 11. A kit comnrisinB- 

-rempved. TT^ stents rpre?er;Wy"^:SS.5^^ of ryfindn^Td^e^^tirh"^ 

GLO CO.. inc. in C^o. Sfw^<^ts!^S^f ^^S^ " " " ' 

suJfunc acid, carboxylic acids, phosphates, corrosion IZ A stent deUvery system comprising: 
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an elongated stent delivery catheter having proximal 
and distal extremities, and an expandable member 
on the distal extremity; and 

a longitudinally flexible stent which is adapted to be 
slidably mounted onto the expandable member of 5 
said catheter and which comprises a plurality of 
cylindrical elements which are independently ex- 
pandable in the radial direction and which are in- 
terconnected so as to be generally aligned on a 
common axis. jq 

13. A method for making a pattern in an intravascular 
stent comprising the steps of: 

providing a discrete length of thin-walled hypotube- 

applying a resistive coating on to the exterior of at 
least a portion of said hypotube; 15 



10 



means for selectively removing portions of the resis- 
tive coating from the exterior of said hypotube; 

applying a chemical etchant to said hypotube so that 
said chemical etchant removes those portions of 
said hypotube where said resistive coating has been 
removed; and 

removing the remaining resistive coating to provide 
an intravascular stent havmg a distinctive pattern. 

14. The method for making the intravasctilar stent of 
claim 13. wherein said means for selectively removing 
said resistive coatmg is by a machine controlled laser. 

15. The method for making the intravascular stent of 
claim 14. wherein said laser is a CO2 gas laser operating 
in a pulsed mode. 
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ABSTRACT 



An endovascular suppon device for treatment of 
chronic restenosis or other vascular narrowisg is dis* 
closed together with a method of manufacture and a 
method for delivering a plurality of such devices to an 
affected area of a vessel. In a preferred embodiment, the 
endovascular suppon device comprises a unitary wire- 
like structure configured to form a plurality of upper 
and lower peaks which may be compressed for delivery 
to an affected area of a ooroxtary or peripheral vessel in 
a human, and then expanded to maintain a passageway 
through the vessel. 

7 CUiffli, 3 Drawifig Sheets 
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ENDOVASCUI^ SUPPORT DEVICE Tj^T^l^^r '^bS,K'.,"j;^ 

nELDOFTHEir^VENTlON «.U1 A. Iu»« of 0^ «,ery b «tbf«.orily 

The present invenuon relates gcncnlly to medicAl ^ Unfortunately. whiJe the affected Anery can be en- 

devices, and panicularly relates to tmpUnublc devices Urged, in some instances the vesaeJ restenoses chroni- 

for treating narrowing of coronary or peripheral vessels cally, or closes down acutely, negating the positive 

ia humans. effect of the angioplasty procedure. In the past such 

BACKGROUND OF TOE INVEhOlON lo ^T^^Tj^Z.^^'i^lL'^' 7^ 

Open Dean surgery, while such rcstenosu does not 

Cardiovascular disease, including atherosclerosis, is occur in the majortfy of cases, it occun frequently 

the leading cause of death in the U.S. The medical com- enough that such complications comprise a significant 

muniiy has developed a number of methods for treating pcrccnugc of the overall failures of the PTCA prx>ce- 

coronary heart disease, some of which arc specifically dure, for example, fwenty-fivc to thiny-fivc percent of 

designed to treat the complications resulting from ath- 1^ failures. 

erosclerosis and other forms of coronary arterial nar- To lessen the risk of restenosis, various devices have 

^r^.^l^^ ; ir ^ i ... propoMd for mechanically keeping the affected 

The most impelling development m the past decade vessel open after completion of the angiopUsty procc. 
for trea ting atherosclerosis and other forms of coronary dure. Such mechanical eodoprosthetic d/vicei which 
Xrhl^S:"::^^ ^ « ««eraUy nrferted to as ^ts. are typi^inseSS 

of -^lA^:^??^ "^^'^ " -angioplasty- i„,o the vesael poritioDed acrou the l«ion, and then 

S^ell^of'ir&^^S?^^^ -pandedtokeepthep.^ 

hydraulic expansion. The procJS!^ ISplUh^ T """^^ T"^ of the veisd waUs 

inflating a bK, within the narrowrflZTof the 23 P**""** back dou^^^^^^ maintain- 

coronary artery. Radial expansion of the coron^. ^! SL*wTm ^f^-^rr?^ "^"^ 
lery occurs in several difrerentdimensions and is reUied ^ ^T^^* "^J^* "^^^ " 

to the nature of the plaque. Soft fatty plaque deposits Various typo of stents have been proposed, although 
are flancned by the balloon and hardened deposiuare date none has proven satisfactory. One proposed 

cracked and split to enlarge the lumen The wall of the 30 involves a tube of stainless wire braid. During 
artery itself is also stretched when the balloon is in- «^™>o. the tube b positioned along a delivery device, 
flated. >ucb as a catheter, in extended form, making the tube 

PTCA is performed as follows: A thin-walled, hoi- ditmeicr tsnnall as possible. When the stent is posi- 
low guiding catheter is typically introduced into the ^^ncd across the lesion, it is expanded, causing the 
body via a relatively large vessel, such as the femoral 35 'cnfith of the tube to contract and the diameter to ex- 
anery in the groin area or the brachial artery in the arm. P*"*** E^n>cnding on the materials used in constrtiction 
Access to the femoral artery in achieved by intrxxlucing ^ neni, the tube mainiaint the new shape cither 

a large bore needle directly into the femoral artery, a through mechanical force or otherwise. For example, 
procedure known as the Seldinger Technique. Oiice 'tent is a self-expanding stainless steel wire 

access to the femoral artery is achieved, a short hollow 40 hraid. Other forms of stents include various types lubu- 
sheath is tnsened to maintain a passageway during ^ metallic cylinders expanded by baUoon dilaution. 
PTCA. The flexible guiding catheter, which is typically *uch device is referred to as the Palmaz stent, dis- 

polymcr coated, and lined with Teflon, is inserted cussed further below. 

through the sheath into the femoral artery. The guiding Another form of stent is a beat expandable device, 
catheter is advanced through the femoral artery into the 43 This device, originally designed using KITINOL by 
iliac artery and into the asTrnding aorta. Further ad- Dotter has recently been modified to a new tin<oated. 
vancement of the flexible catheter involves the negotia- heat expandable coil by Regan. The stent b delivered to 
tion of an approximately ISO degree turn through the the affected area on a catheter capable of receiving 
aortic arch to allow the guiding catheter to desccxid into heated fluids. Once properly positioned, heated saline is 
the aortic cusp where entry may be gained to either the 30 PM»ed through the portion of the catheter on which the 
left or the right coronary artery, as desired. stent is located, causing the stent to expand. Numerous 

After the gtiiding catheter is advanced to the ostiimi difBculties have bees encountered with this device, 
of the coronwy artery to by treated by PTCA, a Oexible including difficnhy in obtaining reliable expansioa, and 
guidewire is inserted into the guiding catheter through difTtcnlties in wnmi^mi^g^ the stent b its expanded sute. 
a balloon and advsxmd to the area lobe treated. The 53 Perhaps the most popular stent presently under inves* 
guidewire provides the oeooaary steerabthty for lesion ligation b the United States b referred to as the Pahnax 
pMsage. The guidewire b advanced acroas the lesioa, or ttcat The Palmax stent bvolves yi/bMX may be thought 
•^lares- the lesion, b preparstion for the advancement of as a stainless sted cyliDder having a number of slits b 
of a polyethylene, polyvbyl chloride, polyolefm, or its circumfcreace. resulting b a tneab when ^w*^ 
other suitable substance balloon catheter across the «0 The stainless nod cylmder b ddivcrtd to the affected 
guide wire. The balloon, or diUtation, catheter b placed area by meaas of a baDoon catheter, and b then ex- 
mio position by sliding it along the guide wire. The use panded to the proper size by iniUting the ballooo. 
of the rcUtivcly ripd guide wire b necessary to ad- Significant difficulties have been encountered with all 
^^^wx the catheter through the narrowed lumen of the prior an stents. Eac has its percentage of thrombose. 
anery andtodir«ihe b^ e5 rtstenosb and tbsue tn-growth, as weU as varying de- 

«^ » deployment Another d&ty 

^^il!rC™ ^cihute pouDomng with at least some of prior art stents b that they do not 

across the lesion. The balloon catheter is then bfUted readfly conform to the vessel shape. In addition, the 
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rcUtively ions length of ttich prior an nenxs has mMdc Thc»e and other objccis of the preicnt invention can 

ii difTicuii lo treat curved vcneU. asd has alto efTec- be bener appreciated from the following detailed dc- 

tively prevented tocccssfu] nnplactation of multiple »cription of the invention, taken in conjunction with the 

such stents. Anticoagulanu have historically been re- attached drawings, 

quired at least for the firsi three months after placexDcnt. 5 

Thac and other complications have resulted in a low FIGURES 

level of acceptance for such stenu within the medical FIG. 1 shows a perspective view of an endovascular 

commimity, and to dau stents have not been accepted suppon device constructed according to the present 

ts a practical method for treating chronic restenosis. invention, is iu expanded form. 

Thus there has been a long felt need for a stent which 10 FIG. 1 thows a suppon device constructed according 

is effective to maintain a vessel open, without resulting ^ present invenbon and compressed onto a balloon 

in significant thrombosis, which may be easily delivered catheter. 

to the affected area, easily expanded to the desired m*^, FIG. 3 shows a suppon device compressed onto a 

easily conformed to the affected vessel And easily used balloon catheter ts shown in FIG. 2, and positioned 

in multiples to treat curved vessels and varying lengths ^^hin a sectioned portion of an affected area of a artery 

of lesions. or other vessel 

— ^ - FIG. 4 shows • suppon device accordinft to the ores- 
SUMMARY OF THE INVENTION en. invention in iu k^«doJ totm^ . «lio^ 
The present tnveotioD tubftutially reduces the com* portion of a vessel including a lesion, 
plications and overcomes the limiutions of the prior an ^ ^P\^ shows a suppon device of the present inven- 
devices. The endovtsctUar suppon device of the pres- "* expanded form within a sectioned portion of 
cni invention comprises a device having very low m«c * lesion after removal of the baUoon catheter, 
which is capable of being delivered to the affected area FIGS. «<i-6 show alternative configurations of a sup- 
by means of a slightly modified conventional baUoon device according to the present invention, 
catheter similar to that used in a standard haUoon angio- DETAILED DESCRIPTION OF THF 
pl«.y procedure. . INVENTION 

The suppon device of the present mvention ojy then t> r ■ c 

be expanded by normal espMsion of the btJIoon cathe- . Kefemng firw to FIG. X, u endovascular auppon 

ler used to deliver the stent to the affected area, and its ** hereinaftCT more conveniently as 

size can be adjusted whhin a relatively broad range in " * ""^ constructed in accordance with the present 

accordance with the diagnoais of the ireadns physician "I'^il*^ *" P="P«:«i ve view. The stent 10 

Because of the range of diameters through which the "G- » «» «o»wi m lU expanded form, prior to com- 

suppon device of the present invention may be ex- T"?*!!^* delivery syitem as discussed in 

panded. it may be custom expanded to the specific k- , ^ ^. 

sion diameter, and is reuJily conformable to veuel " , * embodiment the stent 10 comprises a 

shape. In addition, a pluralhy of «.ppon devi^ oMhe ^ *^ "Ilf™^ "» * 

pr=ent invention may'^l^^ily y^^.^ ^S^t'S^in'^G^rf/^ 

commensurate with the length of the lesion under treat- ••"^ « f G- »• «»PP« turns 13 are 

ment. As a result. curv«J of-S" ^^^^^L ^ "^^^ " ««« »* by wbstantiJly 

treated »n«P«i v««eu may oe 45 ffm^K segmeats M. The aztal turu U and 14 cu be 

•nie stent, or endovascular suppon device, of the ^* "v!" '^.«»P'«^ ex- 

present invention may przitnl^y^c^^l^ of ^. ^ff tl^r ' TJ* •J^* ta^taining «gnif.. 
pUflUble quality high i«d« st^^S^hii^ ^^T^ S^. ** P**^' * 

specially for ^v:^^JS^,^^^^^^^^^ ^, ^^^^^ «^«*»«- ^ V^^^^^ 
de^c. may comprise, in eff^. o^JS: ^ S^t^w'Sf'XSr^^^iSSt^ """^ ' 
•Old formed to create a plurality of axial bends* thereby i. Jfii 777.^^, ?! ? oc acoeptawc. 

, . J. . ^ However, it is currently believed that the oocimum 

J,, w^i!^ mventionw provide a of or pej^,^?^ b«we^ tSSTJS 

^LSi IK^forn««.ppli<So«.and^2L«l.riyfoJ^^ 

j.'^^-"". .. . ^ vascular appBcMiona. 

y^V^^^^^t, 10 is prrfefrf,ly conducted of imputable 

vjdea.ientc.pd,kofbang«p>"ted.nnply«dreh- jj ««eriaU having good mecLnical soeagth. An «bcdi. 

A^tfk^ - - **ich has proven suooeasful in prdiminary lestiag 

'T"' '"^**!*"''''^ ■ machined fiom3Jtt^SimplantaMe<jiulityitainle« 
i.^.^i^r'*^"'"''^"^'*^" ««»b«««*-Theb.r.toSi.m«*i.SVfer»«»K 

YSr^L^S^«r.K. • • • ""ti^y . u-oid. wUch is tb« acid etched in pho.. 

Yet another object of the preaew Bvenooms to pro. «o phoricandBUfurfcacidaiapproxiaately 18<rto l85*to 
v.de a «», wh«h c». be aelectively ued in aecor- y^ii^ Tbe etehS^SSSb iLm pUud wiA 

^v^. the anatomic configuration dictated by the copper to galling «k) .S^SelStSt^ 
^niii furiw «».-« -r .w- . • • **PPer toroid is thee best to the ahape of 

rr^viSf a^^SL/feTJli^f P**^^"?" » » the stent 10 ibowi. is no. I. after which the oc^pet 
K^^^SS Z^l^ t ^T^H!^ ** " ^ Th« tent is tto >^ 

pon device which pennitt a plurality of such devices to turned to the acid bath to reduce the wire «» to the 
with the length of the le- d<«r«l diameter, which is in the ™g7^fTo(^" w 
son under treatment. 0.025". It is preaeady believed that the optimum wire 



PPPP011445 



5,292,331 



cxe for the fmal prodiict b in the nnge of O.OOS" to 
0.009". It wilj be apprecuied th^t the iircngth of the 
fteni— that ts, its abUity to prevent restcnosi»— is in- 
versely proponionjJ to the number of peaks or turns in 
the sienu so that stents having a greater number of turns 
will typically be formed of Urgcr wire diameters. Fi- 
nally, although not required tn alt cases, the outside of 
the stent may be aclectivcly plated with platinum to 
provide improved visibtlity during fluoroscopy. The 
cross-sectioiuJ shape of the finished stent may be circu- 
lar, ellipsoidal, rectangular, hexagonal, square, or other 
polygon, although at present it is believed that circular 
or ellipsoidal may be preferable. 

The minimum ten^ of the stent, or the distance 
between the upper turns 12 and lower turns 14. b deter* 
mined in large measure by the size of the vessel into 
which the ncnt will be implanted. The stent 10 will 
preferably be of sufTicient length as to tnaintain ttt axial 
oricnutioD within the vessel without shifting under the 
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present invention particularly flexible in the treatment 
of chronic restenosis. 

Because of the xnAation of the balloon, the lesion 103 
in the vessel 104 is expanded, and causes the arterial 
wall of the vessel 104 to bulge radially, as simplistically 
depicted in FIG. 4. At the same time, the plaque depos- 
ited within the intima of the vessel is displaced and 
thinned, and the stent 10 b embedded in the plaque or 
other fibrotic material adhering to the intima of the 
vessel 104. 

Following inflation of the balloon 100 and expansion 
of the stent 10 within the vessel 104, the balloon b de- 
flated and removed. The exterior wall of the vessel 104 
returns to its original shape through elastic recoil. The 
stent 10. however, remains in its expanded form within 
the vessel and prevenu further restcnosb of the vessel. 
The ncnt maintains an open passageway through the 
vessel as shown m FIG. 4, so long as the tendency 
toward restcnosb b not greater than the mechanical 



hydraulics of blood flow (or other fluid flow in different ^ strength of the stent 10. Because of the low mass of the 
types of vessels), while also being long enough to ex- 
tend across at least a significant portion of the affected 
area. At the same time, the nent should be short enough 
as to not introduce unnecessarily large amounts of mate- 
rial as might cause undue thrombosu.- Typical cardio- 
vascular vessels into which the stent 10 might be im- 
planiedjange from 1.5 millimeters to five millimeters in 
diameter, and corresponding stents may range from one 
millimeter to two centimeters in length. However, in 
most instances the stem will range in length between 3.5 
millimeters and 6 mUlimeters. Preliminary testing of 
stents having a length between 3.5 millimeters and 4.5 
millimeiers has been performed with good success out- 
side the United Sutes, and testing on animals b also 
ongoing. 

Once the wire size of the stent 10 has been reduced to 
the desired size, the stent 10 may be crimped onto a 
balloon 100, as shown in FIG. 2, for delivery to the 
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support device 10 of the pr esent inventiotu ihrombosb 
b less likely to occur. IdeaUy. the dbplacement of the 
plaque depodu and the implanution of the stent 10 will 
result in a smooth inside diameter of the vessel 104, 
although thb ideal cannot be achieved in all cases. 

One of the advanuges of the stent 10 b that multiple 
stents may be used in the treatment of a single lesion. 
Thus, for example, in the event the affected area shown 
in FIGS. 3 and 4 was longer than the stent 10, additiotial 
stents 10 could be positioned elsewhere along the lesion 
to prevent restcnosb. In preliminary testing, up to four 
stents have been used successfully along a single lesion. 
Due to the conformability of the stent 10, not only can 
varying lesion lengths be treated, but curved vessels and 
-S" shaped vessels may also be treated by the present 
invention. In instances where it b known in advance 
that multiple stecu will be the preferred method of 
treatment a plurality of such stenu may be positioned 



affected region 102 of a vessel 104 such as a coronary 4^ along a single balloon catheter for simultaneous deliv- 



ancry. For the sake of simplicity, the multiple layers of 
the vessel wall 104 arc shown as a single layer, although 
it will be understood by those skilled in the an that the 
lesion typically b a plaque deposit within the intima of 
the vessel 104. 

One suiublc balloon for delivery of the stent 10 b 
manufactured by Advanced Cardiovascular Systeins, 
Inc., of Sanu Clara, Calif. (-ACS'*), and b eight milli- 
meters in length with Microglide ® on the shaft only. 
The stent-carrying balloon 100 b then advanced to the 
affected area and acrou the lesion 103 m a conventional 
manner, such u by use of a guide wire and a guide 
catheter (not shown). A suiuble guide wire b the 0.014" 
Hi Torque Floppy manufactured by ACS, and a suit- 
able guiding catbeier b the ET.07€ lumen guide cathe- 
ter, also manttfactured by ACS. 

Once the balloon 100 b in place across the lesion 102, 
as shown in FIG. 3. the balloon 100 may be inflated, 
again substantially m a convcotiooal manner. In aelect- 
ing a balloon, it b helpful to ensure that the balloon will 
provide radially uniform inflation so that the stent 10 
will expand equally along each of the peaks. The mfla- 
tion*of the balloon 100. shown in FIG. 4, causes the 
*expansion of the stent 10, from iu crimped configura- 
tion back to a shape substantially like that shown m 65 
FIG. 1. The amount of inflation, and commensurate 
amount of expansion of the stent 10. may be varied as 
dicuted by the lesion rtaelf. making the stent of the 
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cry to the afTected area. 

As discussed above, the number of peaks or turns 12 
and 14 in the stent 10 may vary between two and ten. 
To thb end, shown in FIGS. 6c and 66 are two alterna- 
tive configurations of the stent 10. The alternative em- 
bodiment shown in 6a can be seen to have three upper 
and three lower peaks or turns, while the embodiment 
shown in RG. 66 can be seen to have ten upper and ten 
lower peaks. 

While the primary application for the stent 10 b pres- 
ently believed to be treatment of cardiovasctilar disease 
such as atheroaderosb or other fonns of coronary nar- 
rowmg, the stent 10 of the present mvention may also be 
used for treatment of narrowed vesseU in the kidney, 
leg. carotid, or elsewhere in the body. In such other 
vends, the size of the stent may need to be adjusted to 
compe ns ate for the differing sizes of the vessel to be 
treated, bearing in mind the sizing guidelines provided 
above. 

Having fuUy described a preferred embodunent of 
the invention, those skilled in the art wiD immediately 
appreciate, given the teachings herein, that numerous 
altemabves and equivalenu exist which do not depart 
from the present invention. It b therefore to be under- 
stood that the present invention b not to be limited by 
the foregoing description, but only by the appended 
claims. 

I claim: 
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1. A fieni for nnpUnution within • vcsm] within the 4. The new of cUim 3 wherein ihe plurality of leg- 

humui body compristnf • plunlity of N lobstAntiaUy ncnu arc formed of turgicaJ nainkis uecl. 

ttfvght aesmcnu of wire-like materit]. each tegtDcnt ^ ^ ^ wherein the plurality of teg- 

hjving a fim and second ends wherein the firat end of pUtinum. 

a fint segment b connected to the fim end of .second ' k SS** tmplanuiion in a vessel within the 

«*™^f .K^ ^ ^ ^ I- «o oi • Kxsono human body oomprumg s unitary wire-like circular 

segment, the second end of the second segment is con. member bent to form I pluralil/ oTn suteSw 

nccted to the second end of the third segment, (he fint straight, non<verlapping segmenu wherein each seg' 

end of the third segment b connected to the first end of »>"t ^ • first cod and a second end, and the fim end 
the fourth segment, and so on unUl the second end of ^® ^ ^ aegmcnl b connected to the fim end of the 

the Nth segment u connected to the second end of the f«cond aegmeoi, the second end of the second segment 

fim segment, with no segment overUppinfl any other ^ connected to the second end of the third segment, the 

segment and the plurality of segment, being capable of If.l"!?^ !lv " "^"^ ^"^^ ^ 

.J* . u 7 of the fourth segment, and so on until the second end of 

SeTZ^v'' I • J't::'; ^ elivery to an ,5 ^ Nth aegmenVT connected to the second enS of t^^e 

alTcctcd area of a veasc! and then forcibly expanded to fint segment, the stent being compressed onto a cathe- 

mainiain the afTccted area of a vessel at a diameter tcr for delivery to an affected area of a vessel and then 

larger than if the support device were not implanted. fordbly expanded 10 maintain the affected area of a 

2. The stent of claim 1 wherein the value of N b • diameter larger than if the support device 
between six and tweoty. ^ implanted, the value of N being between sU 

3. The stent of claim 3 wherein the plurality of ses- li^"^*^' r . - ^ ^ 

• i-t ' ^ ^ «t p»«™"y 01 K| 7 j^^j ^ wherein the stent is formed of 

menu of wue-Uke matenal are form«J as . single unit .urgicaJ stainless steel and plated with pl.iinum 

and then bent to form the plurality of segments. • • • • * 
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[57] ABSTRACT 

A removable endo-anerial device intended to repair 
detachments in anerial walls which includes a deform- 
able cuff made of netting of interlocked wires and futed 
to the distal end of a catheter, the other end of which is 
equipped with a funnel. The device also includes a stiff 
wire extending over the entire length of the catheter 
and attached to the distal end of said deformable cuff. 
When this wire is pulled, the cuff is dilated and applies 
itself against the arterial wall Preferably, an inflatable 
balloon is disposed within the cuff to facilitate the ex- 
pansion thereof. One application of the invention is the 
repair of flaps of anerial wal which are detached during 
the course of an intervention correcting a stenosis with 
an inflatable balloon. 

3 Qaims, 2 Drawing SheeU 
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i^jrr^r^T. « tended to remove stenoses of the coronary arteries in 

,.JiJF"«^^ ^^^^ REMOVABLE case of a severe risk of infact or after an infarct has 

ENDO.ARTERIAL DEVICES TO REPAIR occurred. 

DETACHMENTS IN THE ARTERIAL WALLS The devices according to this invention present the 

_ . . 5 advantage that the defonnable net allows the blood to 

The present invoiiion covers endo-aneria] devices pass between the mesh openings when it is appUed 

temporanJy installed in an anery in order to re-aiiach against the wall of an artery. It can therefore be left in 

nap« which have been detached from the wall. place for a duration on the order of one or more hours 

The lecbnicaJ field of the invention is the construe- which is more than sufficient to ensure cicatrization of 

tion of surgical equipment used in cardio-vascular inter- 10 the flaps detached from the anerial WalL 

vcntions. As compared to the known devices which involve an 

There are known devices consisimg of a small inflat- elastic caff remaining stationary in the artery, the dc- 

able balloon at the end of a catheter used to dilate stric vices under this invention have the advantage of being 

turcs in the artenes, especially the coronary arteries. removable so that there is no risk of rejection phenom- 
Such a catheter bearmg a balloon is introduced into 13 ena or of the formation of blood clots. The devices 

an artery, for example into the femoral artery, until the under this invention include an inflatable balloon placed 

balloon reaches the stncture. The ballooon is then in- inside a cuff or dcformable net which makes it possible 

nated with a Huid pumped in through the catheter and to treat a stenosis and, if necessary, to immediately 

pushKback the anenal wall thus eliminating the stric- repair the arterial wall. They therefor reduce the risk of 
ture. The balloon must then be deHated very quickly, 20 postoperative complications end can even be used for 

since It blocks the artery and impairs the blood circula- intervcmions on strictures of the common trunk of the 

"^J^- coronary arteries. 

It so happeiu that a similar intervention may cause The following description refers to the enclosed 

detachment of the pan of the anerial wall called in- drawings which represent examples of embodiments of 
lima, and the detached wall flaps inhibit the bfood cir- 23 the devices under this invention without being in any 

culation and may result m severe and even fatal acci- way limitative. 

dents if the circulation is interrupted. FIG. 1 is a longitudinal section of a first embodiment 

Devices consisting of a cylindrical clastic cuff in- of a device according to this invention, in an elongated 

serted over an mnatable balloon fixed to the end of a position. 

catheter have been tried for the prevention of such 30 FIG; 2 is a longitudinal section of a device according 

^*=f!^"?^' - , ,^ , ^ . . to FIG. 1 in the deployed position. 

The balloon is folded back over the cuff so as to keep FIG. 3 is a longitudinal section of the fixation of the 

the latter m an elongated shape of small diameter while proximal end of the dcformable cuff over the distal end 

It is bemg pushed through the arteries. of a catheter. 
Once the balloon bearing the elastic cuff has arrived 33 FIG. 4 is a longitudinal section of a second embodi- 

at the site of the wal detachment, it is inflated so that ment of a device according to this invenuon. 

the folded part slips loose releasing the cuff which in- FIG. 5 U a longitudinal section of a third embodiment 

creases m diameter and plasters itself against the inter- of a device according to this invention. 

nalwall of the artery where it remains indefinitely. RG. 6 is a cross secton along VI— VI in FIG 5 
This device prevents the inconvenience of introduc 40 FIG. 1 shows a longitudinal section of an ariery 1 

mg a foreign body into the artery to remains stationary which could be a coronary artery presenting a stricture 

th«e with all the risks of blood clots which this implies. or stenosis. During a first imervention. a cafhcter bear- 

The object Of the present invention is attained with a ing an inflatable balloon at the end has been inserted 

nr^'tT'T^ dcformable cuff made up of a net into the anery unUl said balloon reached the sTen^U 

Of twisted and interlocking wires mounted at the end of 45 The balloon was then inflated with a fluid pumped in 

a catheter which is then introduced into an artery. It through the catheter. The inflated balloon has pushed 

also includes some means activated from the external the arterial wall back and removed the stenosis Since 

end of said catheter to move the two ends of said de- the inflated balloon blocks the artery, it had to b^ 

formable cuff closer together or farther apart in order to quickly deflated 

fn^l^r^^/l'ln"".^ wider shape which presses it against the 50 The inflating and deflating operation of the balloon 

anenal wall or a flat, elongated shape which pennits may be repeated several times. 

Ihlir whHSILl! """^ ''''^ '^'^ """'"^ Subsequently, the baUoon and catheter 'are with- 

- mcir wiinarawai. drawn. It happens that during these operations the 

According to the preferential embodiment of said internal wall of the anery. calW intima?^?fc^S^L)me 

invention, the means used to reduce or extend the dis- 33 deuchmenu 2 which coiw block ih^n^ z^^Z 

unce between the two end of the defonnable cuff are in the death of the patient 

made up by a wire of the piano wire type which makes A device according to this invention U a removable 

It possible to exen a push and which is fixed to the distal endoanerial prothesis intended to reduce th^ risL by 

m^ end of it and extcndmg through the entire length of 60 long enough for cicatrization to take place. 

^^A.!?^^;^!', .u u -.■ . . J^IG- 1 sJw>ws a device according to this invention in 

According to another embodmient. a device under its elongated shape which makes it possible to intrcduce 

this mveniion mdudes. m addition, an inflatable balloon or withdraw it from the anery introduce 

"^^V'^'*,.**^^^™^^^ k mounted at HG. 2 represents a device according to the invention 

■rv • • u presses the detached wall flaps against the artery 

The invention produces new devices usable in cardio- A device according to the in vention incS a de- 
vascular mterventions. especially in intervcmions in- fonnablecuff3 made of a net of twullSalid^^^^ 
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wires which could, for instance, be of stainless steel wire may be left in place for some minutes in case it 

wires or of any other material having equivalent prop- becomes neccssar>' to use the balloon again. 

erties of compatibility with the blood. The device according to FIG. 4 is designed to be used 

The defonnabie cuff 3 is fixed to the end of a small in this case. 
Hexible tube 4 which has a diameter on the order of a 3 The mark 11 represents a guide wire insened into 
few millimeters and serves as catheter. artery 1. 

The distal end of the deformable culT 3 is fixed to a The device again includes a net 3 in form of a dcform- 
small muflf 5 on which a small ncxible axial rod 6 is able cuff composed of interlocked wire mounted at the 
mounted which procedes the deformable cuff 3 and end of a small tube 4 and an axial wire 7 fixed to the 
serves as guide for the latter along the anery. - 10 distal end of the net which makes it possible to bring the 

A device according to FIGS. 1 and 2 includes, in latter closer to the proximal end in order to open the net 
addition, an axial wire 7 of the piano-wire type which is or to push it farther away in order to close the latter, 
fixed to the distal end of cuff S. passes through the latter The distal end is loccated to the left in FIG. 4. 
and extends over the entire length of the catheter. The device according to FIG. 4 also includes a small 

The catheter is equipped at its outer end with a funnel 15 piece of tubing 12 which delimits an axial conduit 12a 
4a of a known kind, for example a funnel of the "LU- passing through the distal end of the cufT. 
ER-LOCK*' type. Wire 7 passes through the connec- During application of the device according to FIG. 4, 
tion 4a, so that its end is accessible outside the catheter. the end of the guide wire which extends outside the 

Tlie practical application of a device according to artery in conduit 12a is inserted and then turned back 
FIGS. 1 and 2 is the following: 20 from the cuff towards the proximal end through the 

The catheter bearing at its end a deformable cuff 3 mesh of the net. This permits to guide the cuff until it 
which is fully elongated as shown in FIG. 1 and which reaches the zone where the stenosis had been located 
therefore has a very small cross section is introduced and previously corrected with an inflatable balloon, 
into the artery. The progress of cuff 3 is controUed by During this insertion, the net 3 is in an elongated 
radiography. When it reaches the area of the former 25 position. Once the device has arrived at the site, the 
stenosis, the end of wire 7 is pulled while the catheter is axial wire 7 is pulled to open the net and bring it into the 
held in place in the anery. The pull exerted on said wire position shown in FIG. 4. It may be left in this position 
has the effect of bringing the distol end of cuff 3 close to for several hours. Subsequently, the net is re-folded by 
its proximal end. pushing on the axial wire 7 and pulling on tube 4, and 

The cuff dilates as shown in FIG. 2 and comes to rest 30 the catheter is withdrawn from the artery along guide 
against the arterial wall, thus pressing the detached wire 11. 

flaps back against said wall. Cuff 3 is left in this position FIGS. 5 and 6 represent another embodiment of a 
for as long as one or more hours, since the blood can device according to the invention, including a netted 
freely circulate through the mesh openings of the cuff cuff combined with an inflatable balloon, 
which at that time are open. When it is deemed that 35 To this date, inflatable balloons are used to correct 
sufricicnt time has elapsed for the flaps to adher again to the stenoses of the coronary arteries but only down- 
the wall, the outer end of wire 7 which is stiff enough stream from the common trunk. Le. from the bifurcation 
not to bend is pushed and causes the distal end 5 of cuff of the circumncx and interventricular anterior arteries. 
3 to move away, so that the cuff is again in its elongated They are used only very exceptionally to intervene on 
position. The catheter 4, wire 7 and cuff 3 are them 40 the common trunk because of the fact that detachments 
withdrawn together from the artery. of the wall in the common trunk occurring after the 

FIG. 3 is a larger-scale axial section of the proximal invervcntion with an inflatable balloon would deprive a 
end of the deformable cuff 3. In this Figure we fmd large part of the heart of irrigation and thus cause al- 
again the flexible tube or catheter 4 and the axial wire 7. most instantaneous death. 

Wires 8 which make up the end of the deformable 45 FIGS. 5 and 6 show a device according to this inven- 
cuff are unraveled, inserted and fixed parallel to the axis tion which would permit interventions on stenoses of 
between the end of tube 4 and a second lube 9 which is the common trunk and also on strictures located below 
placed inside the latter and in which wire 7 runs freely. the lancr or on other arteries. 

Tube 9 should preferibly extend over the entire .The devices according to FIG, 5 include a deform- 
length of lube 4. The ends of wire 8 arc glued between 50 able balloon 13 of the kind currently used for angio- 
tube 4 and tube 9. plasty mounted at the end of a flexible lube 14. An axial 

It IS recommended to slip a ihcrmo-shinkeable sleeve tube 15 passes through the balloon from one end to the 
10 over the proximal end of the cuff and then heat- other and is fixed to the latter by one or both of its ends. 
^ t*"lL*h ^ t FIGS. 5 and 6 show an embodiment having two co- 

in FIG. 3 we see that the proximal end of the defonn- 55 axial tubes 14 and 15. 
able cuff 3 which is fixed to catheter 4 and to the inter- As a variation, a single tube divided into two conduits 
naltube 9 slides freely over the pull wire 7. by an inner partition could also be used. 

FIG. 4 shows another embodiment of a device ac- Tubes 14 and 15 extend to the outside where they end 
corduig to the mvcntion. in a funnel of a known type, for example a "LUER- 

When an mflatable balloon is introduced into an ar- 60 LOCK" funnel, which may be simple or include a deri- 
tery to correct a stenosis, the intervention generally vation for the injection of fluid into the catheter, 
begins with insertion into the artery of a guide wire of The axial tube 15 is to receive the guide wire 11 
the piano-wire type. The catheter is then slipped over which has previously been introduced into the artery, 
this wire beanng at its end the inflatable balloon The interspace between tubes 14 and IS is intended 
Xhtough which passes a small axial tube which engages 65 for injection or pumping of the inflation fluid into bal- 
saxd wfre and follows it loon U. 

When the stenosis has been eliminated, the balloon is The device also includes a net 3 in fonn of a cuff, 
deflated and withdrawn from the anery, but the guide composed of plaited wires surrounding the inflatable 
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balloon, the distal end of which is fixed to the distal end 
of said balloon, while the proximal end slides freely on 
tube 14. 

For the sake of clarity in the drawing, net 3 is shown 
partly cut away. 5 

Net 3 is mounted at the end of a flexible tube 16 
which encloses tubes 14 and 15. 

The steps of practical application are the following: 

When a stenosis is to be corrected, a guide wire 11 is 
first introduced into the artery. The axial tube 15 is then 10 
inserted over it and the device according to FIG. 5 is 
then pushed along guide wire 11 in a stretch. Le. the 
balloon 13 is collapsed and net 3 is elongated. The 
progress is checked by radiography. Once the net and 
balloon arc in place, a fluid is pumped in between tubes 13 
14 and 15 which inflates the balloon and, in tum» dilates 
the artery and eliminates the stricture. 

The highly flexible and deformable net 3 does not 
hamper the inflation of the balloon, since it slides in 
relation to the latter. The inflation of the balloon causes 20 
the dilation of the net. 

Once the stricture has been eliminated, the fluid is 
withdrawn and the balloon is deflated, but the net re- 
maiiis in place against the internal wall of the artery. If 



(d) reducing the axial spacing between the distal and 
proximal ends of the expandable member to expand 
the expandable member to radially press the 
strands thereof against the damaged arterial lining 
and thereby expand the passageway through the 
damaged arterial section and increase the blood 
flow therethrough; 

(e) holding the expandable member stationary within 
the damaged arterial section in the expanded condi- 
tion with the strands thereof pressing against the 
damaged arterial lining while blood flows through 
the arterial passageway for a period of sufficient 
length to ensure that the arterial lining within the 
damaged section is resecured to the arterial wall; 

(0 increasing the axial spacing between the proximal 
and distal ends of the expandable member at the 
end of said period to thereby reduce the radial 
dimension thereof so that the expandable member 
can be removed from the damaged arterial section; 
and 

(g) removing the catheter assembly from the patient's 
artery. 

2. The method of claim 1 wherein a guidewire is first 
advanced through the patient's arterial system to a site 



necessary, the net is pressed against the wall of the 15 therein for the interventional procedure and then after 
artery by pushing on lube 16 which is sufliciently rigid the interventional procedure the catheter assembly hav- 
10 transmit the thrust. The axial lube 15 is held fast to ing the expandable member at the distal end thereof is 
immobilize the distal end. advanced over the previously placed guidewire to the 

The blood circulates through the mesh of the nening site having a flow restriction which results from the 
and the prothesis may be left in this position for a time JO interventional procedure. 



on the order of one to several hours which is more than 
enough for the eventual detachments of the inner arte- 
rial wall to heal. 

Subsequently, lube 16 is pulled while keeping the 
axial tube 15 in place which has the effect of moving the 35 
two ends of net 3 further apart and putting the latter 
back into an elongated position, then the entire complex 
of the device is pulled out of the anery along guide wire 
n. In the embodiment according to FIGS. 5 and 6, it is 
not necessary to use a wire to cause the defonnation of 40 
cuff 3. The centra] tube 15 which is fixed to the distal 
end of the net and tube 16 which is fixed to the proximal 
end of the net arc sufficient to permit moving these two 
ends towards or away from each other. 

What is claimed is: 

1. A method of ueating a patient's artery after the use 
of a catheter in an interventional procedure therein has 
damaged a section of arterial lining which can result in 
a blood flow restriction through the damaged arterial 
section, the method comprising: 

(a) withdrawing from the patient's artery the catheter 
used in the interventional procedure; 

(b) providing a separate catheter assembly having an 
elongated catheter body with an expandable mem- 
ber at the distal end thereof formed of interwoven 53 
strands of wire or fiber which are secured at the 
proximal and distal ends of the expandable mem- 
ber; 

(c) advancing the catheter assembly into and through 
the patient's arterial system until the expandable 60 
member is disposed within the damaged arterial 
section; 
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3. A method of treating a patient's artery after an 
interventional procedure therein has damaged the arte- 
rial lining resulting in a blood fow restriction in the 
passageway therethrough, the method comprising: 

(a) providing a catheter assembly having an expand- 
able member at the distal end thereof formed of 
interwoven strands of wire or fiber which are se- 
cured at the proximal and distal ends of the expand- 
able member; 

(b) advancing the catheter assembly through the pa- 
tient's arterial system until the expandable member 
is disposed within the blood flow restriction in the 
arterial passageway; 

(c) reducing the axial spacing between the distal and 
proximal ends of the expandable member to in- 
crease the radial dimension thereof to radially press 
the strands thereof against the flow restriction and 
thereby expand the passageway and increase the 
blood flow therethrough; 

(d) holding the expandable member stationary in the 
expanded condition within the flow restriction 
while blood flows through the arterial passageway 
for an extended period of at least one hour; 

(e) increasing the axial spacing between the proximal 
and distal ends of the expandable member at the 
end of said period to thereby reduce the radial 
dimension thereof so that the expandable member 
can be removed from the site of the flow restric- 
tion; and 

(0 removing the catheter assembly from the patient's 
artery. 
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ABSTRACT 



An mtravascular stent including a cylindrical sheet having 
overlapping edges that interlock. The edges have a series of 
protrusions and apertures that interlock and ratchet as the 
stent expands to an open position to support a section of 
arterial wall. The stent may be expanded by a balloon 
catheter or it may be self-expanding. The stent is biocom- 
patible, may be bio-crodiblc. and capable of localized drug 
delivery. A plurality of retaining members to keep the stent 
open are disclosed. In one embodiment a buckle fastening 
member is used, while in another embodiment a helical seam 
coniainmg projecuons is employed. The stent may be wound 
in such a manner that during expansion of the stent one side 
of the sheet desires to return to its original shape, creating a 
bias. In addition, a variety of reUculated smicuire stents are 
disclosed, with novel geometric patterns that aid in 
increased flexibiUty while preserving radial strength and 
also allow blood-tissue interacUon and side branch access 
The mtravascular stem may be made of a sheet of material 
strengthened and stiffened by pyrolyiic carbon or by stnic- 
luial reinforcement as in composite laminates. 

1 Claim, 11 Drawing Sheets 
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This application is a division of VS. Ser. No. 08/052, 
410, filed Apr. 23. 1993, now U.S. Pat No. 5.441415. 



BACKGROUND OF THE INVEOTION 
1. Field Of The Invention 

The prcscm invention generally relates to expandable 
endoprosthesis devices, in particular expandable intralumi- 
nal vascular grafts, generally called Menis, adapted to be 
implanted into a body lumen, such as a coronary artery, to 
maintain the patency of the lumen. These devices are 
frequently used in the treatment of aiherosclcrotic stenosis in 
blood vessels, especially after percutaneous transluminal 
coronary angioplasty (PTCA) procedures, with the intent to 
help reduce the likelihood of restenosis of a blood vessel. 
Stems arc also used to support a body lumen where a flap or 
dissection has occurred or in general where the lumen is ; 
weak. The present invention also relates to an expandable 
intraluminal vascular graft that can be used in any body 
lumen, 

2.Description Of Related Art 

In expandable stents that are delivered with expandable ' 
catheters, such as balloon catheters, the stents are positioned 
over the balloon portion of the catheter and expanded &um 
a reduced diameter to an enlarged diameter greater than or 
equal to the diameter of the ancry wall, by infiadng the 
balloon. Stents of this type can be expanded to an enlarged 
diameter by deforming the stent, by engagement of the stent 
walls with respect lo one another, and by one-way engage- 
ment of the stent walls together with endothelial growth into 
the stem. Other stents are self-expanding, through the prop- 
cnics of the material constituting the stem or by design. 
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SUMMARY OF THE INVENTION 

The present invention is directed to a stent, adapted to be 40 
mscrtcd within a body lumen, and designed to expand and 
lock in an enlarged diameter form. 

The stent of the present invention is designed to engage in 
a sure manner, and. once engaged, to slay engaged with a 
high degree of reliability. 

The stem of the present invention comprises a variety of 
embodiments. In some embodiments of the stent the stent is 
locked along its scam by a locking member analogous to a 
"buckle." This buckle also may serve as a means for aligning 
ihc edges. 

In another embodiment of the stem a helical scam 
employing iccth is used, so that failure of the stent along the 
locking portion will not result in catastrophic failure of the 
stent in mainiaining patency. In yet another embodiment of 
the stent a plurality of reticulated sirucuires are used lo form 
the stent. 

The stent of the present invention may be made of a 
variety of materials, including biocompatible and bio-re- 
sorbable (bio-erodible) polymers, thermal shaped memory «, 
polymers or metals, biocompatible metals, or super elastic 
materials such as nickcl-Uianium alloys. A material consti- 
..ipning the stent can be a thin flexible polymer material, such 
as a-polyimidc. coated with a thin strengthening material 
comprising a pyrolytic carbon. 

The stem of the present invention is designed for flex- 
ibility coupled with radial strength. 
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The stent may be deployed in a body lumen through a 
variety of devices, including but not limited to balloon 
catheters and specialized stent delivery catheters. 

BRIEF DESCRIPTION OF THE DRAWINGS 

FIG. 1 shows a portion of a sheet forming the stent of one 
embodiment of the present invcntion. 
. FIG. 2 shows a cross-sectional view taken along a plane 
perpendicular to the longitudinal axis of the stent of FIG. 1. 
when the stent is rolled up in a reduced diameter form. 

FIG. 3 shows a cross-sectional view taken along a plane 
perpendicular to the longitudinal axis of the stent, when the 
stent is unroDed in an expanded diameter form. 

FIG. 4 shows a perspective view of an embodiment of the 
present invention. 

FIG. 5 shows a perspccUve view of another embodiment 
of the present invcnUon, showing the locking seam offset 
along a helical spiral. 

FIG. 6 shows another embodiment of the present inven- 
tion, showing a sheet forming the stent, prior to being rolled 
up to form the stent 

FIG. 7 shows a perspective view of a stem formed by the 
sheet of FIG. 6 of the present invention. 

FIG. 8 shows an embodiment of the present invention 
showing a portion of a stent forming sheet having apertures 
and projections. 

FIG. 9 shows a perspective view of a stent formed by the 
sheet of FIG. 8 of the present invention. 

FIG. 10 shows an embodiment of stent forming sheet 
employing a reticulated box-like configuration. 

HG. 11 shows a closeup view of a sheet employing 
reticulated S-shaped members. 

FIG. 12 shows an embodiment of the present invention 
using a reticulated honeycomb- like structured sheet material 
having horizontally spaced gaps to allow increased flexibil- 
ity. 

RG. 13 shows an embodiment of the present invention 
using a reticulated honeycomb-like stiucmrcd material hav- 
ing transversely spaced gaps to allow increased flexibility. 

FIG. 14 shows an embodiment of the present invention 
using a parallelogram shaped reticulated structured stent 
forming material having a helical locking seam with a 
plurality of hook sh^ed members on the helical scam. 

FIG. 15 shows an enlarged portion of the sheet of RG. 14, 

FIG. 16 shows a crass-sectional view of an embodiment 
of the present invention employing overlapping edges 
cogagcd by teeth. 

FIG. 17 shows an enlarged view of the edge of a stent 
portion. 

FIG. 18 shows a perspective view of a stent of the FIG 
17 embodiment. 

FIG. 19 shows a view of a stem forming sheet of material 
employing locking tabs. 

FIG, 20 shows a pcispecUve view of an embodiment of 
the present invention formed from the sheet of FIG. 19. 

FIG. 21 shows a view of a stent forming sheet of material 
employing a parallelogram shape. 

FIG. 22 shows a perspective view of another stent, 
emp]o)ring a ring-like configuratioa 

RGS. 23-26 show laid out views of other embodiments 
of stent forming sheets. 
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FIG. 27 shows a pcxspcciivc view of a stem fonning sheet 
of another embodimcni of the present invention. 

FIG. 28 shows a perspective view of a stent formed with 
the shed of FIG. 27. 

FIG. 29 shows a cross-seciional view of the stent of FIG ^ 
28. 

DETAILED DESCRIPTION 

As shown by FIGS. 1-4. a flat sheet or mcmbraiic of lO 
material 10 is formed with an oval -shaped mesh pattern in 
the body portion IS of ihc sheeL One end of body portion 15. 
buckJe portion 20. includes a pair of rows of teeth 25 and an 
outer loop portion 30. The sheet is formed into a substan- 
tially cylindrically-shapcd stent by passing the bottom end J5 
35 through the outer loop portion 30 of buckle portion 20. 
Teeth 25 then engage oval-shaped apertures 33, which form 
a mesh pattern. 

As seen in HGS. 2. 3 and 4. the bottom end 35 is threaded 
through buckle portion 20. which forms a loop or slot ^ 
extending along the longitudinal axis of the stenu and has 
loop ends 45. 47. In FIG. 2 the stent is shown in a reduced 
diameter form, and in this form the stent is placed on a stent 
delivery catheter to be transported to a site in a vessel at 
which the stent is to be deployed. The stent is then expanded ^ 
to an enlarged diameter form for deployment, as shown in 
FIG. 3. 

Operation of the stent of the present invention will now be 
described. The stent of the present invention is placed over 
a stent delivery catheter that has been prepared for PTCA 
angioplasty. The catheter is percutaneously introduced into 
a vessel, following a previously posiuoned guidcwire in an 
ovcr-thc-wirc angioplasty catheter system, and tracked by a 
fluoroscope. until the balloon portion and associated stent 
arc positioned at the point where the stent is to be placed. 
The balloon is then inflated and the stent is expanded by the 
balloon portion from a reduced diameter form to an 
expanded diameter form. After the stent has been expanded 
to its final expanded diameter, the balloon is deflated and the 
catheter is withdrawn, leaving the stent in place. As is 
appreciated by those skilled in the art, the stent while being 
transported is of a suffidently small, reduced diameter as to 
allow it to be readily transported through a vessel. Buckle 
portion 20 keeps the rows of tccih 25 engaged with apcnurcs 
33. at a suitable angle of engagement, to help pnivent 
misalignment and incorrect engagement 

FIG. 4 shows a perspective view of this locking feature of 
this embodiment of the present invention, while FIG. 5 
shows a pcrspccUve view of a substantially parallelogram- 
disposed sheet forming this embodiment of stent, employing 
a hdically-cxtending slot buckle. The helically-extending 
slot insures that the stress loads are directed in a direction 
anti-parallel to the longitudinal axis of the stem, which helps 
prevent catastrophic failure. ^ 

A material constituting any embodiment of stent can be a 
thin flexible polymer material, such as a polyimidc. coated 
with a su-engihening material comprising a pyrolyiic carton. 
The pyrolytic carbon coating is preferably only about one 
angstrom (10"'° m) thick, which does not inocasc the 60 
cross-sectional profile of the stent in any appreciable man- 
ner, yet provides for inacased tensile strength, stiffness, and 
-. resistance to radial compression. Furthermore, the pyrt>lytic 
caibon layer is anti-ihrombogenic. This material can not 
only be employed in the stent embodiment shown in FIGS. 
1-4, but also may be employed in all embodiments of stents 
disclosed herein. Furthermore, in all of the embodiments of 
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Stents disclosed herein the material comprising the stent may 
be made of a biodegradable material, and may be a material 
impregnated with a drug, so the stent may locally treat a 
particular lesion or disease 

Expansion of stent 10 from a reduced diameter form into 
an expanded diameter form is preferably performed by a 
balloon catheter. Any other means for expanding the stem, 
however, may be used Funhennorc, the present stent is not 
limited to use in coronary anerics and ovcr-ihe-wirc angio- 
plasty catheter systems, but the stent may be deployed in any 
body lumen by any suitable means. 

Another feature of the present invention of HGS. 1-4 is 
the spiral shape assumed by the cross-section of the stent 
when it is rolled up in a reduced diameter fonn as shown in 
FIG. 2. When the stent is expanded from a reduced diameter 
form, as shown in FIG. 2. to an expanded diameter form, as 
shown by HG. 3. end 35 is deflected by a greater angle of 
rotation and/or u-anslaiion than the buckle end 20, due to ihc 
geometry and composition of the wound up stent. This 
results in end 35 undergoing more deformation than end 20. 
Consequently end 35. and the bottom portion of ihc body 
portion 15, desires to return to its original reduced diameter 
shape more readily than buckle end 20 and the lop buckle 
portion of body 15, which makes the stent resilienily biased 
radially inward. The stem thus is biased to rcftjm to its 
reduced diameter form. This resiliency helps teeth 25 engage 
apertures 33 more completely. The bias feature can be built 
into all suitable embodiments of the present invention. 

Turning attention now to the embodimcni of FIGS. G and 
7, there is shown a sheet of material 50. in substantially the 
shape of an elongated parallelogram, having sides 60, 62. 
with side 60 having a plurality of projections 55 extending 
from the side. Sheet 50 may be formed of any suitable 
rnatcrial. and may be woven, textured or contain apertures 
like the embodiment of FIG. 1. Sheet 50 is wound into an 
elongated cylinder, with the sides 60, 62 overlapping and 
forming a helical scam 64 spiralling about the longitudinal 
axis of the stent. Projections 55 engage the material and 
maintain the stem in an enlarged diameter form, when the 
stent is expanded in the manner described above. 

FIG. 8 shows another embodiment of the present inven- 
tion. A substantially rectangular sheet 70 is formed with a 
plurality of apertures 75. On longitudinal edge 85 there arc 
a plurality of projections 80 that engage apertures 75 when 
the stent is nilled up. As shown in FIG. 9. when the sheet is 
rt)lled up into a cylindrical stent, .the edges of the sheet 
overiap along the longitudinal axis of the stent and projec- 
tions 80 engage apertures 75 to lock the stem in an expanded 
diameter form, to resist collapse of the stent back into a 
reduced diameter form. The stent may be made of the same 
material as the embodiment of FIG. 1. 

Tuniing attention now to FIG. 10, there is shown another 
embodiment of the present invention. A sheet of material 90 
constituting the stent is made up of a reticulated structure 
having protrusions 91 on one longitudinal edge which will 
engage the reUclcs on the opposite longitudinal edge when 
the stent is expanded from its reduced diameter state upon 
deployment in the body lumen to lock the stent in m 
expanded configuration. In FIG. 11, the reticulated stnjciurc 
employs S-shapcd bars 95 that are linked with one another 
by interspaced linking bars 100 at the top and bonora 
poTUons of the S-shaped bars. At the edge of sheet 90 is a 
row of iccth 105 thai form locking projecUons to engage the 
apertures in sheet 90 when the sheet is rolled into a cylin- 
drical shape to form the stent As can be seen from FIG. 11. 
the placement of the linking bars 100 along the S-shaped 
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bars 95 and ihc spacing of ihc S-shaped bare 95 about one 
anoihcr may be a repeating paticm, such as a paiicm thai 
achieves a subsianUalJy spiral paiicm of S-shapcd bars about 
Ihc stem longitudinal axis, insuring flexibiliiy. The reticu- 
lated sinictuic shown may be employed in all embodimems 5 
. of the pn^m invention. 

Turning attention to HCS. 12 and 13. there are shown 
aJicmatc embodimenu of the present invention disclosing 
rcticuJaicd stniciurcs having honeycomb-like cells with gaps 
imcTTupting the honcycomb-Iike cells in the reticulated "> 
smicuircs to increase flexibility. In HG. 12, sheet 110 has a 
plurality of honeycomb-like cells US that end at edge 120 
in a row of locking teeth 122, which function as in the above 
embodiments to hold the stent open in an enlarged diameter 
form. In addition, horizontally spaced gaps 125 among the 15 
honeycomb cells 115 allow increased nexibiliiy when sheet 
110 is rolled up into a cyiindricaJ form with overlapping 
edges extending along a longitudinal direction. The gaps 125 
extend along the horizontal direction orthogonal to the 
longitudinal direction of the sheet, which extends along the 20 
longitudinal axis of the stent. When the stent is formed from 
the honcycomb-likc sheet, gaps 125 form a series of bars 
interspaced along the longitudinal axis. Likewise as shown 
in HG. 13, sheet 130 has a plurality of honeycomb like cells 
135 that end at the edge in two rows of locking teeth 137. 25 
with the addition of diagonally slanted gaps 140 to allow 
increased flexibility The diagonally slanted gaps 140 form 
a spiral configuration along the longitudinal axis of the stent. 

Turning attention to HGS. 14-15 there is shown another 
embodiment of the present invention. A parallelogram- 
shaped reticulated sheet 150 is made up of box shaped ceUs 
that end along one edge in a series of locking members, 
hooks 152. The sheet 150 is rolled into a cylindrical form, 
as in the embodiment shown in FIG. 7. Like the embodi- 
ments of FIGS. 5 and 7, one advantage of a helically 35 
extending longitudinal scam over a non-helicaJly extending 
longitudinal scam is that in the event of a failure, a break or 
tear between the locking members and the sheet will not 
propagate along the longitudinal direction in as ready a 
manner as when the load is distributed over a non-helical 
interface. In addition, the helical locking seam appears lo 
distribute the load along the locking member interface in a 
more stable manner than a non-helical locking seam. 

As shown by FIG. 16, a sheet or membrane of material 
160, which may be any material suitable for a vascular 
prosthesis or stem, is formed with protrusions or teeth 165 
on both sides of the edges of the sheet. As the sheet is rolled 
up to a cylindrical shape the upper edge 170 will become the 
outer surface 170 of the cylindrical stent and the lower edge 
175 will become the inner surface 175 of the stent. ^ 

The protrusions art in the form of rows of individual 
iccih. In general the protrusions may be formed in any shape 
and m any manner, including but not limiicd to machining 
etching. ihcrmo<uring process, injection molding. laser 5, 
machming, extruding, casUng and adding the protrusions to 
a smooth body made of the same or different material from 
the protrusions, or treating the body lo create a roughened 
surface texture. In one embodiment, the teeth are arranged in 
a subsianUally orderiy, spaced arrangement of rows. In 
addition, the stem may be made direcOy into a cylindrical 
shape without first forming a flat sheet. 

'* ^^"^ « fonned from a 

rollcd-up cylinder of material having overlapping edges 180 
185, which lie along the longiuidinal axis of the cylinder in' 63 
a substantially parallel manner. Edge 185 fits through buckle 
slot 210, which serves as both a locking component and an 



alignment component Teeth 165 on each overiapping edge 
are slanted or sloped in opposite directions to each other, to 
form a one-way locking arrangement that resists collapse' of 
the stent to a smaller diameter, once the teeth are engaged. 
The stent is configured so it inherently tends to roll up into 
a smaller diameter, but is prevented from domg so by the 
intcriockiog teeth. 

When the teeth are engaged to one another the slope of the 
teeth allows the stent to be unrolled to an enlarged diameter 
much more readily than the stent can be collapsed to a 
rolled-up, reduced diameter. The cooperation of the teeth 
lock the stent in an expanded diameter form. 

Operation of the stent of the present invention will now be 
described. The stent is expanded from a reduced diameter, 
which is the slate the stent is in while it is being transported 
through the vasculature, to an expanded diameter, which is 
the state the stent is in when operau'onally deployed in the 
vasculature. As is appreciated by those skilled in the art, the 
stem whflc being transported is of a small, reduced diameter 
sufficient to allow it to be readily transported through a body 
lumen. In this reduced diameter form the stem would be a 
rolled cylindrical sheet with overlapping edges, but teeth 
165 would not be in contact with each other. When the stent 
is expanded from its reduced diameter to iis enlarged diam- 
eter, the teeth would engage each other and the stent would 
be locked in an operauonal manner to function as a pros- 
thesis. 



Expansion of the stent 'from a reduced diameter into an 
expanded diameter is preferably performed by a balloon 
catheter or other mechanical means. Any other means for 
expanding the stent, however, may be used, including rely- 
ing on the expansive properties of the material of the stent 
itself, which may be made of a shape memory material such 
as a polymeric compound including a nickel-titanium (NiTi) 
alloy, for example, those compounds manufacnired under 
the trademarks NITINOL and ELASnNITE, or other super 
elastic materials. Furthermore, it should be understood that 
the present stent is not limited to use in cortmary arteries and 
angioplasty catheter systems, but the stent may be deployed 
in any body lumen by any suitable 

Briefly and in general terms regarding the use of a balloon 
catheter to deploy the stent, when the stent is to be deployed 
in a coronary artery, the stent is placed over and mounted on 
the balloon portion of a catheter that has been prepared for 
PTCA. The catheter is percutaneously introduced into a 
body lumen, following a previously posidoncd guidewire in 
an over-ihe-wire angioplasty catheter system, and tracked by 
a fiuoroscope, until the balloon portion and assodaied stem 
arc positioned at the point where the stent is to be placed 
Thereafter the balloon is inflated and the stent is expanded 
by the balloon portion from a reduced diameter to an 
expanded diameter. After the stent has been expanded to iu 
final expanded diameter, the balloon is deflated and the 
catheter is withdrawn, leaving the stent in place. 

Deployment of the stent made of a super elastic material 
could be achieved by confimng the stent to a minimum 
diameter, for example by enclosing the stent while in iu 
reduced diameter with a sheath, and allowing the stent to 
expand when it is desired to employ the stent in an opera- 
uonal, expanded diameter fonn, by rctraaing the shcaih. In 
ihis case the expansion of the stem occun due to the inherent 
properues of the material constituting the stent Hie prop- 
erties of these super elastic materials are known by those 
skilled in the art. 

Similarly, thermal shape memory polymers or metallic 
matenals may be used as a stent material for another simflar 
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kind of self-expanding stent These thermaJ memory stents 
have a transition temperature set ai such a value thai at a 
normal body icmpcraiure the stent is in a collapsed (plasti- 
cally deformed) state, but with the application of heat, such 
as via a hot balloon catheter or a hoi liquid (such as saline) 5 
perfusion system, the stent would expand by itself to assume 
its final diameter in the body lumen. 

Stainless sieel, tantalum, gold, platinum or aroihcr bio- 
compatible metal, such as suitable tungsten alloys, also may 
be used as a material for the stent of the present invention, 

The stent may be made of a bioabsorbablc material, 
allowing the stent to. dissolve. Such materials include, but 
are not limited to, polymers of the linear aliphatic polyester 
and glycolide families. The stent may also be made of a 
material having a lubricous coaling such as silicone so that 
it has less resistance during deployment. These materials 
may also contam or be impregnated with various drugs, so 
that the stent may be used as a localized drug delivery 
device. The drugs impregnatiiig the stent may include 
enzymes 10 prevent blood coagulation, or medication to 
prevent hyperplastic response from a blood vessel or body 
passageway or reduce the likelihood of restenosis. 

Other materials contemplated for the stent embodiments 
of the present invention include biocompatible polymers, 
such as of the type from the polyethylene, polyester and 
polypropylene families and plastics such as a polymer from 
the linear aliphatic polyester family, such as polypaclie 
acid), poly(gIycolic acid) or polycaprolactone, and their 
assodaied copolymers, degradable polymers such as poly- 
orthoesier. polyanhydridc. polydioxanone and polyhydroxy- 
butyratc. 

Turning now to FIG. 17, ihcrc is shown a protrusion 
paiicm for the longitudinal edge of the stent of the present 
mveniion. A stent made according to the FlC. 17 cmbodi- 
menl has its teeth formed of triangular ridges 190, formed to 3^ 
extend along longitudinal rows ex lending along the length of 
the stent, to form a serrated longitudinal edge 225. Boih the 
inner and outer sides of the cylindrical sheet forming the 
stent have such serrated edges. 

Thus, as shown in FIG. 18, the triangular ridges lying on ^° 
the inner surface of the stent would protrude radially 
inwardly toward the center of the cylindrical stent, and 
would lie on the ouiermosu overlapping, longitudinal edge 
195 of the stent, the edge overlying innermost longitudinal 
edge 200. Likewise the triangular ridges that lie on the outer 
surface of the stent would protrude radially ouiwardly away 
from the of the cylindrical stent. As before, the triangular 
ridges on both the innermost and the outermost longitudinal 
edges arc sloped to resist collapse of the stem 10 a reduced 
diameter after it has been expanded to its larger diameter. 

In addiUon. there exist apertures 205 in the stent to allow 
endothelial growth into the stent, blood tissue intcr-action, 
access for side- branch patency, and as an aid for mechanical 
flexibility. The stent can have more or fewer apertures than 
depicted, or none at all. depending upon the desired appli- 
cauon. 

; Yet another embodiment of the invention is depicted in 
FIGS. 19 and 20. An intraluminal stent 240 has a plurality 
of tabs 245 along edge 250 of the stent Each of ubs 245 has 
a plurality of teeth 255 adapUMl to engage teeth 260. which 
are located along the edges of elongated slots 265. 

Each of tabs 245 and elongated slots 265 arc aligned on 
the. stent so that tab 245 can be inscned in crescent-shapc 
aperture 270 of the slot. When the tab is properly positioned 65 
in the eiongaed slot, the teeth 255 on the labs engage and 
imeriock wiih ihc teeth on elongated slot 265, thereby 
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locking the stent in a cylindrical form at a specific yet easily 
adjustable diameter. In order 10 prevent tabs 245 from 
uninienu'onally disengaging, a reinforcing member 263 may 
be affixed to all of the tabs after the stem is roUed, Funhcr- 
more, a pair of breakaway labs 275 may be used 10 connect 
the shcci at its overlapping edges while the stent is being 
transported, to maintain the stent in a reduced diameter form 
and preserve a minimal profile during transpon of the stent 
through a vasculature. Such breakaway tabs may be 
employed in all embodiments of stents of the present invcn- 
tioa 
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The deployment of stent 240 in a patient is much the same 
as previously described. The intraluminal stent is collapsed 
to a first diameter onto the balloon portion of a balloon 
catheter and delivered to the site of deployment in ihc 
marmcr previously described. 

When the balloon portion of the catheter is inflated, stem 
240 will correspondingly expand radially outwardly until it 
comes in contact with that portion of the body lumen where 
it is to be deployed. As the sicni 240 radially expands, 
retaining tabs 275 will break away and permit Ihe stent lo 
expand proportionately. The teeth 255 on labs 245 will 
ratchet along teeth 260 of elongated slots -265 and will 
engage in an inter-locking manner once expansion is com- 
pleted. The inherent tendency of the intraluminal stent to 
close, as well as any force exerted by the walls of the body 
lumen on ihe outside of the- stent, arc sufficiem to maintain 
teeth 255 and teeth 260 in an interlocking relationship so that 
the inu^uminal stent maintains its form as cylindrical body 
280. 

Intraluminal stent 240 may have a plurality of elongated 
apertures 285 which have hereinbefore been described 10 
allow endothelial growth into the stent, blood tissue intcr- 
action, access from side-bianch patency, and to provide for 
mechanical flexibility. If the stem is positioned in a particu- 
larly tortuous vessel or in a curved area, it is desirable that 
the stent be able to flex somewhat along its longitudinal 
length so thai the ends of the stent do not irritate the vessel 
wall. Flexibility is also desirable for stent deHverability. 
Elongated apertures 285 facilitate the flexibility of the stent 
in curved areas. Apertures 285 may lake many geometric 
shapes and still accomplish the desired objectives. For 
example, the apertures may be a plurality of randomly 
spaced laser pinholes throughout the stent 

FIG. 21 discloses another embodiment of stem that 
employs a parallelogram shape, and uses triangular notches 
as apertures 10 both grip the stent and encourage endothe- 
lium growth. In this embodiment the sieni would have a 
helically-spiralling seam, by nature of its parallelogram 
shape. 

As previously stated with respect to other embodiments, 
the intraluminal stent can be made of plastics, metals, and 
super clastic materials as described. Further, the intraluminal 
stent can be impregnated wiih various drugs, may be bio- 
compatible and/or bio-crodiblc. 

In another embodiment of the invention, ihe stent can be 
in the form of one or more rings rather than a cylinder. It is 
contemplated that a plurality of rings could operate cither 
independently of one another, either singularly or plurality 
in a side by side fashion, or, the rings could be intercon- 
ncctcd to one another. 

For example, as shown in FIG. 22. an embodiment of ihc 
present invention depicts stem 300 having a firsi longitudi- 
nal edge 305 and a second longitudinal edge 310. Fust 
long^mdinal edge 305 comprises an elongated slot 315 that 
is slightly wider than the width of second longitudinal edge 
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310. A plurality of tccih or proirusions 325 extend subsian- 
ually Oic cnUre length 330 of the stent ring. There may be 
fewer iccih than is depicted in FIG. 22. depending upon the 
use of the stem and the nature of the body lumen in which 
it will be deployed. Tooth georaeuy may vary widely. 5 

Sicnl 300 is coiled or rolled-up into a cylindrical con- 
figuration by inserting second longitudinal edge 310 through 
elongated slot 315 and sliding the stent onto the balloon 
portion of a catheter so that it has a low profile for transpon 
through a body lumen. When the stent is positioned at the " 
location where it is to be deployed, the balloon portion of the 
catheter is expanded, as previously described with other 
embodiments, unu'l the stent comes in contact with the 
arterial wall. As the stent expands to its larger diameter, teeth 
325 engage the edges of slot 315, in a ratcheting manner. 15 
until the stent is fully expanded. As previously described, the 
stent has a tendency to return to its coiled configuration and 
is prevented from doing so by the intcriocking relationship 
between tccih 325 and slot 315. As can be appreciated, the 
geometric shape of that portion of the stent surrounding 20 
elongated slot 315 may take any shape. Further, the dimen- 
sions of the stent can vary depending upon the application. 
As also can be appreciated, but not shown in the drawing 
figures, stent 300 may have a plurality of apertures that 
would increase its flexibility so it could be placed in a 25 
tonuous area of a coronary artery. 

Other embodiments of sheets forming ring stems are 
shown in FIGS. 23 and 24. As can be seen from the figurts. 
the ring stents are either interconnected (FIG. 23) or spaced 
from one another in a zig-zag or sinusoidal fashion (FIG. ^ 
24). If the ring stents are spaced from one another, as in FIG. 
24. the edges 340 may be tapered, so that if the rings stents 
overlap the profile may be kept at a minimum. It should be 
noted that the stem of FIG. 23. as any of the stem embodi- 
ments of the present invention, may employ a breakaway tab 
345 to maintain the stent in a reduced diameter form during 
transport of the stem through a vasculature, with the tab 
breaking when the stent is expanded during deployment In 
addition, the stent of FIG, 23 may have teeth 350 joined 
together in a unitary construction, for better structural inicg- ^ 
rity. with the teeth breaking apan when tab 355 is inserted 
into slot 360 and the stent expanded. 

Another embodiment of stem employing a single stem 
ring is shown in FIG. 25. Here one or more teeth 370 
engages one or more protrusions 375 inside of a slot-like 
portion of the stent. 

Yei another example of a stem employing a plurality of 
rings is depicted in FIG. 26. A plurality of strips or stem 
nngs 380 arc formed from a sheet of material, with the stent «> 
nngs 380 having along their edges teeth 385. The stent rings 
arc formed by passing ends 390 through slots 395. where- 
upon the stent is formed into a cylindrical shape having a 
plurality of stent rings joined at tab portion 400. The stent so 
formed is able to be expanded lo a plurality of different size 
diameters along its axial length, because the stent rings 380 
cap be expanded to various diameters independent of one 
another, as they arc joined only a connecting tab portion 400. 
The stent thus formed may be made moit flexible. Further- 
more, breakaway tabs may be employed to keep the stent in «) 
a collapsed state until such time that the stem is to be 
deployed, at which time the stent may be expanded and the 
Jweakaway tabs broken. 

In* another embodiment of the invenUon, depicted in 
BGS. 27-29, an imraluminal stent 410 is depicted as a flat 6S 
sheet and in its rolled-up cylindrical configuration. A fint 
longitudinal edge 415 has a slot 420 adjacent the edge and 
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extending through the sheet. A plurality of protrusions or 
teeth 425 arc located adjacent slot 420. At the opposite end 
of stem 410 is second longimdinal edge 430 which has a 
plurality of apertures 435 located adjacent edge 430. In order 
to roll down the stent, second longitudinal edge 430 is coiled 
up and inserted in elongated slot 420 unUI the stent is tightly 
coiled to a reduced diameter form and slid onto the portion 
of a catheter. When the stem is loaded onto a balloon portion 
of a catheter, it has a low profile and can be easily trms- 
ported through a body lumen and into, for example, the 
coronary artery. Once the stent is positioned in a coronary 
artery, the balloon portion of the caihcicr is radially 
expanded which in turn radially expands stent 410. As the 
stent expands, apertures 440 come in contact with teeth 425 
and engage each other in an interiocking relationship. Stem 
410 has tendency to return to its coiled state, thus, the 
mterlocking relationship of the apertures and teeth prevent 
the stem from contractiDg. 

The stent of the present invention, in particular the 
embodiments of HGS. 19-29. are designed to engage in a 
suit manner, and, once engaged, to stay engaged with a high 
degree of reliability. 

In all of the stent embodiments disclosed, it is desirable to 
minimize the protrusions thai line the inner surface of the 
stent, to minimize the possibility of fibrin accumulaUon and 
• thrombosis. To this end. the inner surface of the stent (the 
outermost edge) may have fewer rows of protrusions along 
the longitudinal edge, to maintain a smooth interior by 
I minimizing the protrusions exposed inside the stenU that is. 
to minimize the number of protrusions that arc not engaged. 

The stent may be deployed in a vessel by any suitable 
means, such as with a stent delivery catheter formed from a 
angioplasty balloon catheter. 

Again it should be understood that while in the above 
embodiments the protrusions on the body were formed from 
the body, in general the protrusions may be formed in any 
manner, including adding the protrusions to a smooth body 
made of the same or different material from the protrusions, 
or treating the body to create a roughened surface texture] 
with or without apertures in the body. As.bcforc, the surface 
texture forming the protrusions may be formed via plasma 
techniques, corona techniques, molding, casting, laser 
machining, etching, machining, extruding, or any other 
technique that changes the surface texture of the body. 

Although in the prcfcircd embodimcm the stent of the 
present invention is deployed in a vessel with a balloon 
catheter, any suitable means for transporting and delivering 
the stem may be used. Furthermore, other modifications can 
be made to the presem invention by those skiDcd in the art 
without departing from the scope thereof. 

The stent of the presem invention may be used not only 
in cardiovascular procedures, but also in urinary. prt)siaic 
renal, cerebral, nasal, auditory, rectal procedures and other 
medical procedures. 

Furthermore, it should be understood that any dimensions 
set forth for the above embodiments are not intended to limit 
the invcnUon to only those dimensions. For example, while 
certain dimensions might be appropriate for a stem used in 
a coronary artery, these same dimensions might not be 
suitable for a stem used in other areas of a patient*s 
vasculature or body lumen. It is also understood that the 
drawings arc not necessarily to scale. 

Other modifications can be made to the present invcnUon 
by those skilled in the an without departing from the scope 
thenM)f. ^ 
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We claim: 

1. An imraluminal sieni implantable in a body lumen, 
comprising: 

B subsiantially c>-lindrical body portion having a IcngUi 
extending along a longitudinal direction, the body 5 
portion having a first edge containing a slot extending 
along the longitudinal dircciion, and the body portion 
having a second edge extending along the longitudinal 
direction; ■ 

the second edge passing through the slot; 



12 

a ihinl edge and a founh edge each having a plurality of 
teeth for engaging the slot in inicrlocking relationship; 

wherein when the cylindrical body portion is expanded 
from a first reduced diameter to a second, enlarged 
diameter, the plurality of teeth engage the slot in an 
interlockiDg relationship to thereby hold the stem in tte 
second, enlarged diameter configuration. 
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Flexibility 



ULTRAFlepC helical 
laser fusion of 2 mm 
sinusoidal elements 
provides unsurpassed 
flexibility. 




Vessel Support 



6 crown, 2 mm elements 
and 12 VASOFljRM e///pto- 
rectangular struts deliver 
strong, uniform vessel support 

^ .0075 in 
I I i 1 




Ease of Use 



Premounted, sheathless and 
/ov/ profile. 
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Atraumatic 



Edgeless stent 
design reduces 
risk of trauma 
to the vessel wall 
or balloon rupture. 



Visibility and Conformability 



Moderate radi opacity. 
Highly flexible design n)ointains vessel morphology. 




Pre stem deployment. 




Post stent depigment. 
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Product Code 


Scent Diameter 


Stent Length 


Mininmim Cuidtng 
Catheter I.D. 


GFX 3008 


3.0 mm 


8 mm 


.064 in. 


GFX 3012 


3.0 mm 


12 mm 


.064 in. 


GFX 3018 


3.0 mm 


18 mm 


.064 in. 


GFX 3024 


3.0 mm 


24 mm 


.064 in. 


GFX 3030 


3.0 mm 


ju mm 


.Uo4 in. 


GFX 3040 


3.0 mm 


40 mm 


.072 in. 


GFX 3508 


3.5 mm 


8 mm 


.064 in. 


GFX 3512 


3.5 mm 


12 mm 


.064 in. 


GFX 3518 


3.5 mm 


18 mm 


.064 in. 


GFX 3524 


3.5 mm 


24 mm 


.064 in. 


GFX 3530 


3.5 mm 


30 mm 


.072 in. 


GFX 3540 


3.5 mm 


40 mm 


.072 in. 


GFX 4008 


4.0 mm 


8 mm 


.072 in. 


GFX 4012 


4.0 mm 


12 mm 


.072 in. 


GFX 4018 


4.0 mm 


18 mm 


.072 in. 


GFX 4024 


4.0 mm 


24 mm 


.072 in. 


GFX 4030 


4.0 mm 


30 mm 


.072 in. 


GFX 4040 


4,0 mm 


40 mm 


,076 In. 



Specifications 



Material 



3I6L Stainless Steel 



Design 



Six crown, 2 mm length 
sinusoidal elements 
withVasoform ellipto- 
rectangular strut 
geometry 



RadiopacKy 



Moderate 



Wire Diameter 



.005 in. 



Vessel Wall 
Coverage 



-20% 



Recoil 



-4% (.15 mm) 
"2% 



Foreshortening 



AVi 
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3576 Unocal Place 
Santa Rosa. CA 95403 
Tel: (707) 541-3228 
Fax: (707) 525-1990 

AVE UK Limited 

Castle Yard House 

2 Castle Yard 

Richmond 

Surrey 

TWI0 6TF 

United Kingdom 

Tel: +44-(0) 181-948-8989 

Fax: +44-(0) 18 1 -948-8988 

AVE SwitieriandAG 

Tulpenweg 2 

P.O. Box 545 

CH.6060 Sarnen 2 

Switzerland 

Tel: +41-41-6667066 

Fax:+41-41-6667060 

AVE France 

22 Avenue Jean Bart 
78960 Voisins le Bretonneux 
, France 

Tel: +(33). 1 39-44-7693 
Fax: +(33)- 1 39-44-7698 

AVE GmbH 

ForumstraBe 24 
41468 Neuss 
Germany 

Tel: +49-2131-3437-0 
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The Netherlands 
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Visibility • Conformability • Flexibiiity • Strength 



H/^/? density 31 6L stainless steel stent 
design provides moderate radiopacity. 




Short e/ement lengths, rounded 
stent geometry and ULTRAFlepC 
helical laser fusion maintains 
natural vessel morphology. 



ULTRAFleX helical laser fusion 
technology connects stent elements 
to provide superb stent flexibility. 

Smooth stent'to-balloon transition 
and low profile aids stent tracking 
and crossing. 



Unique sinusoidal elements and 
strut geometry create strength. 



Edgeless design reduces the risk of 
trauma and balloon rupture. 
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KEY GOALS IN STENT DESIGN 

Visibility • C o n f o r m a b i I i t y • Flexibility • Strength 




ThS making' of ' a stent 




Crown 



Element— 



I m 



Single sinusoidal 
edgeless element 



ft t 



Elements 
connected with 

ULTRAFleX 
laser fusion. 



Helical laser 
fusion pattern 
is designed for 
the optimal 
balance of 
strength and 
flexibility. 



Finished stents 
are electro- 
polished and 
pre-mounted on 
a customized 
Uni-Ploy stent 
delivery system. 
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Provides 




AVE 



• 135 cm ■ 



i2F 3.0F 3 OF 

1 — \ — ; t — — ^ 

J — ry^>^ 



Smooth 
Stent-to-Balloon 
Tnmtoon 

i 



25 cm- 



n • J ^ L ^ Coated Hypocube Uni*Ploy PE - 

Rapid Exchange System Baiioon 




Eosy to Use and Saves Time 

Pre-mounted, sheothless design requires no hand 
crimping or sheoth retraaion. 

Secure Stent Attachment 

Securely pre-mounted using a proprietary 
adhesion process. 

Predictable Results 

The Uni-Ploy balloon provides uniform, symmetrical 
stent deployment 

Highly Trackable 

A smooth stent'to-bolloon transition and low proftle 
facilitates navigation of tortuous anatomy 

Accuracy in Positioning 

Radiopaque markers proximal and distal to the 
pre-mounted stent aids in precise positioning 
v/ithin the target vessel. 



r 
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New Highly Flexible, Highly Trackable Long Stent Technology 



VAS0F||RM ULTRAFleX 

■ ' tAS£fi FUSION TECHNOLOGY */ M ■ V ■ 





ength - G FX XL 



ULTRAFlepC helicol laser 
fusion of 2 mm sinusoidal 
elements provides 
unsurpassed flexibility. 


Continuous 
Wall Coverage 


Continuous v^all coverage 
offered by the longer lengths 
eliminates stent gap. 


Conformability ■ 


Atraumatic 


VASOF^RM ellipto-rectangulor 
strut geometry optimizes 
stent apposition. 


Edgeless stent design reduces 
risk of trauma to the vessel 
wall or balloon rupture. 


Visibility ■ 


Ease of Use 


Moderate radiopacity. 


Premounted, sheathless and 
low profile. 


Radial Strength ■ 


Cost Savings 


6 crown, 2 mm elements 
with 12 ellipto-rectangular 
struts delivers strong, 
uniform vessel support 


The long stent lengths 
eliminate the need to 
place multiple stents, thus 
saving time and money. 
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Product Code 


Stent 
Diameter 


Stent 
Length 


Minimum Guiding 
Catheter I.D. 


GFX 3030 


3.0 


mm 


30 


mm 


.064 


in. 


GFX 3040 


3.0 


mm 


40 


mm 


.072 


in. 


GFX 3530 


3.5 


mm 


30 


mm 


.072 


in. 


GFX 3540 


3.5 


mm 


40 


mm 


.072 


in. 


GFX 4030 


4.0 


mm 


30 


mm 


.072 


in. 


GFX 4040 


4.0 


mm 


40 


mm 


.076 


In. 
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f^'J ABSTRACT 
An endovascular stent formed of stainless steel wire of 
0.018 mchtt diameter and arranged in a closed zig.zag 
pattern The stent is compressed into a reduced size 
shape of an outer diameter which is many times smaller 
than Its expanded shape. The stent is positioned in a 
pwsBgcway m the vascular system by means of a sheath 
while the stent is reuined in the compressed reduced 
size shape. A flat^nded catheter is used through the 
sheath to hold the stent in place in the passasewav 
while the sheath is withdrawn from the passageway 
allowing the stent to expand in the passageway into iu 
to hold the passageway open and en. 
larged. Other possible applications of the stent are in the 
respiratory, biliary and urinary tracu to reinforce col- 
lapsing structures. 

10 Oaimt, 10 Drawing Fignres 
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PERCUTANEOUS ENDOVASCULAR STENT AND If- ^ ^ ' 

METHOD FOR IN^TION TOERFOF '^L^ * The 

INSERTION THEREOF sheath is then located with the distal end thereof in a 

BACKGROUND OF THE INVENTION i !!f f.r^""'!! ^ «»'"P««««' ^"W" the distal 

^ , 'ntiNvtNiiON J end of the sheath. The sheath is then removed from the 

1. Field of the Invention passageway while holding the stent in place, whereby 
This invention relates to stents and a method for "»« stress in the stent causes it to expand in the oassaBe- 

m^nmg a stent. way to hold the passageway open and enlargedL 

2. Bnef Descnpiion of the Pnor Art 

It is desirable in various situations that means be pro- «> ^^^^^ DESCRIPTION OF THE DRAWINGS 

vided for expanding a constricted vessel portion or for FIG. I is a side elevation of a preferred embodiment 

maintaining an open passageway through a vessel por- of the present invention. 

w!,h .ht'iUi^ir'i'*"' ?«»Ple..in conjunction FIG. 2 is an end elevation of the structure of FIG. 1. 

To^l^^h «ff^f^ ^""^ artenosclerosis as well as the FIG. 3 is a section through a blood vessel showing a 

growth of a umor so as to restnct or slop flow of blood '5 tumor reducing the size of the blood vessel 

CT ci al.. Transiumi^PlTced Coilsprinl E^<^^ai stenLVvin^/b^"^/:^^ 'I ^1.* ^'^^ 
Tube CfQfa, Invest. lUdioU 1969; 4:329-332<. Rc- 

ccnily. two laboratories reported on the use of a pros- p,i™i?!*' embodimcm of the invention. 

thesis constructed of a thermal shape memory alloy, 25 , ^'V' w ''''T ""I"^ * ^ ^oWmz 

niiinol, which is passed through t catheter. See Doticr t>c>ng Pl*ced in a blood vessel in overlapping 

CT ct al., Transluminal Expandable Nitinol Cot! Stent m accordance with a further embodiment of the 

Crafting, Radiology, April, 1983; 147:259-26<P, and o« the present invention. 

Cragg A. et al, Nonsurgical Placement of Arterial Endth ' " * elevation of a sheath used in the 

prostheses. Radiology, April, 1983; 147:261^263^. Such 30 the present invention. 

stents can be complicated to use, requiring ice water or - sectional view of the proximal end of the 

heated saline for placement. Also they have been found *"e*th showing the stent being placed into the sheath as 

to produce luminal narrowing due to fibrin deposition * ^ method of the present invention, 

on the stent wires. t^*-*.^,*™. * 

Other references which may have relevance to the 35 "^''''^embSdI^^ 
present mvention are the following U.S. patents: SakuiB tMUUUlMENT 
U.S. Pat. No. 4.214,587; Alfidi U.S. Pat No. 3,868,956; the purposes of promoting an understanding of 
and Simon U.S. PaL No. 4.425,908; and the Russian Pat. the principles of the invention, reference wUI now be 
No. 978.821; also the following publications: C. Gian- "**^e to the embodiment illustrated in the drawings and 
turco et al.. A new vena cava filter: experimental animal 40 specific language will be used to describe the same It 
evaluation. Radiology. December. 1980; 137:835-837^ nevertheless be understood that no limitation of the 
and M. Sunon et al., A Vena Cava Filter Using Thermal »cope of the invention U thereby intended, such alter- 
Shape Memory Alloy, Diagnostic Radiology, 125:89-94, »tions and further modifications in the illustrated de- 
October 19775^ StUl another reference publication is D. v<ce. and such further applicaboos of the principles of 
.MaaK ct ii. Radiology follow-up of TronsluminaUy In- 43 the invention as illustrated therein being contemplated 
sened Vascular Endoprostheses: An Experimental Study as would normally occur to one skilled in the an to 
Ustng Expanding Sprials. Radiology. September 1984; which the invention relates. 

nhf^.!^^;*!. Referring now more particularly to the drawings, 

Ubjects of the mvention are to provide a stent which there is iUustrated in FIG, I a side elevation of a orc- 
is easy to place and use that reduces flow defects, lumi- 50 ferred embodiment of the stent 9 of the present inven. 

nal narrowmg and occlusion. tion which include, a length 10 of stainteTs^J w^ 

SUMMARY OF THE INVENTION '^?""^ ' lig-tag configuration. The wire is 

one embodiment of the stem of the present uiventioo squeezed against the ends of the wire to produce the 

^S™t!!ln nH ^"""If " configuration. Referring to FlO. 4. the stent U 

hC ^IT"^ ""^'^ •^^^^ • '"^^"^y compre^ first shipe wherein 

mnt .liu r '"^V '"^^L"'^^ compressible the straight sections 12 ar^ arranged side-by-side and 

mto a smaller first shape wherem the straight sections closely adjacent one another > ana 

^her'l^ilit'^n;.'*' closely adjacent one an- The straight sections U of the stent are joined by 

! " Pw««eway. TTte stent is rcsil- 60 bends 13 which arc relatively sharp. Thus, in one spe- 

L^iSS?*^^' ' "^"^ ^^'^ embodiment of the invendo^ie S n^^a 

O^ Lhr^^^ ^ r V mventioo includes wire 10 which is stainless 

One embodunent of the method of the present invcn- steel of 0.018 inch O.D. -Hie stent is resilientlv 
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shows the end view of the stent in its expanded second 
shipc. As illustrated in FIG. 2. the stent his generally a 
circular configuration or a cylindrical configuration 
when it is in its second expanded shape. 

In order to practice the method of this invention^ the 
stent is compressed into the first shape illustrated in 
FIG. 10 and is placed within a tubular cartridge 15 
(FIG. 10). The canridge 15 is inserted into the recess 16 
in the adapter 17 of the sheath 20. The stent is then 
advanced through the sheath 20 by means of a fht- 
endcd pusher 21. Thus in one specific embodiment of 
the invention, the flat-ended pusher was made of 8 
French polyethylene tubing, although a flat-ended flexi- 
ble metal rod is preferred. When the stent 10 reaches the 
end of the sheath as shown in FIG. 4. the flat-ended 
pusher is held while the sheath is withdrawn as shown 
in FIG. 5. This frees the stent, allowing it to expand and 
hug the vessel wall as shown in FIG. 6. If desired and if 
necessary for the particular situation, further stents can 
be added and can be placed in the blood vessel in the 
same fashion as above described. Thus in FIG. 7, an 
additional two stents are located one longitudinally of 
the first stent in the blood vessel and the other overlap- 
ping the first stent while in FIG. 8. four overlapping 
stents are used. 

In tests of the invention, endovascular stents were 
designed and built in two sizes (5.5 cm long x 4 cm 
diameter fully expanded; 3.0 cm long x 2.5 cm diameter 
fully expanded) from suinless steel wire (0.018 in.) 
formed in a zig-iag pattern. They were placed for vary- 
ing periods of lime in the jugular vein, inferior vena 
cava and abdominal aorta of five dogs (See Table I 
below) and evaluated with regard to ease of use, dilat- 
ing force, migration, patency, thrombogenicity, and 
local vascular changes. 

Five adult, mongrel dogs (18-27 kg) were used in the 
study. They were anesthetized with i.v. sodium pento- 
barbiul (Nembutal; 30 mgAg) and the jugular vein, 
femoral vein, and femoral artery were surgically iso- 
lated. An incision was made in the vessels and a 8 ^ 
French Teflon sheath containing an 8 French Teflon 
catheter with a uper-tip was inserted and under fluoro- 
scopic monitoring advanced just beyond the area of 
interest. The stent was compressed and placed within a 
Teflon cartridge which fits inside the adaptor of the 8 
French sheath. The 8 French catheter was removed, the 
canridge was placed in the sheath adaptor, and the stent 
was advanced through the sheath with flat-ended 8 
French polyethylene tubing. When the stent reached ^ 
the end of the sheath, the polyethylene tubing was held 
while the sheath was withdrawn. This freed the stent 
allowing it to expand and hug the vessel wall. In certain 
cases, stents were placed one inside another and/or one 
after another (Table I). Following placement, angio- 5. 
grams were made immediately, after one week, and 
then at monthly intervals to document stent position 
and vascular anatomy. The dogs were euthanized at the 
end of the study by exsanguination under deep Nembu- 
tal anesthesia, and a complete necropsy was performed. ^ 



TABLE 1 -continued 



Summifv of visculif sunt pUcemeni in five do^i. 



Stem 
Dog Size 

0 (Number 
(Wi) Used) 



Vasculir Placemeni 



Dura- 

uon 



(5) 



335 



25 354 



503 



30 



33 



3.0 
(3) 
3,5 



3.0 
(3) 



3.3 
(2) 



3.3 
(3) 



0) 



abdommmi soru (AA) bridging the 
celac. cruiuJ mesenteric, and right 
renal artches 

Two pUced one iruide (he other in 
superior vena cava (SVQ at level 
of right atrium 

One placed in the infertor vena 
cava (IVQ bridfing both renal veinj 
One placed in right jugular B cm 
above SVC and 

two placed one inside the other in left 

juguJar 8 cm above SVC 

One placed in AA bridging the 

celiac, cranial mcienteric. and 

right renal tneries 

Two placed one inside the other 

in IVC bridging both 

renal veins 

Two placed one inside the other 
in SVC at level of right 
atrium, and one placed 2.3 cm above 
the right atrium 

One placed in A A bridging the 
cranial mesenteric and both 
renal arteries 

One placed in IVC bridging both renal 
veins 

Four placed one after another in AA 
beginning at diaphragm (Tl D and 
ending at L5 

One placed in IVC at levd of 
diaphragm 

One placed imide last long stem 
in AA at level of U-L5 
Two placed one after another in 
rVC between the hepatic and renaJ 



month 



3 

months 



4 

months 



3 

months 



TABLE I 



Summary of v ascular stent placement in five dOM. 
Stent 

. Dog Sixe 
0 (Number 
fWt) UiedT Vascular Placement 



65 



Dun- 
tioa 



416 



5.3 



cm Two placed one inside the other in 



No difficulties were encountered in the placement of 
the endovascular stents. They were easy to use and 
could be placed one inside another and/or one after 
another. The expansile strength of the stenu was found 
to be dependent on stent length, diameter of stent wires, 
the number of folds in the wire of each stent, and the 
number of stents placed one inside another. Specifically, 
expansile force increased with decreased length, in* 
creased stent wire diameter, increased number of wire 
folds, and increased number of stents used. 

Angiograms made of the stentcd vessels showed no 
flow defects, luminal narrowing, or occlusion. Blood 
vesseb bridged by the stenu remained patent and 
showed no indication of narrowing even after six 
months. No migration was noted with 29 of the 30 stents 
placed. One long stent (2.5 cm) placed alone in the 
inferior vena cava migrated approximately 2 cm crani- 
ally during the first week following placement, but no 
further movement occurred and no complications were 
encountered because of this migration. 

Postmortem examinations showed the endothelial 
proliferation occurred around the stents where the 
wires contacted the vessel wall. By four weeks follow- 
ing placement, venous stents were almost completely 
(80%) covered by cell growth while aortic stents were 
just beginning (30%) to be incorporated. By 12 weeks, 
all stents were covered witth endothelium where the 
wires contacted the vessel wall. No growth was noted 
on wire segmenu that bridged side branches even after 
6 months. In addition, no erosion of the vascular walls 
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was noted, and no clot formation was seen on any of the 
stents. ^ 

Pcrcuianeous expandable endovascular stents can be 
made of various diameten and lengths from stainless 
steel wire formed m a zig-zag panern. They arc easy to 
place percutaneously in veins and arteries and do not 
^!jf !»f of.'cc ^atcr or hot saline as do niiinol 
coils (2, 3). The diUting force of the stent can be con- 
trolled by manipulation of wire size, number of wire 
folds, and stent length. Expansion force increases with 
larger wire, but so does the size of the collapsed stent 
which necessitates use of a larger sheath for placement 
Increasing the number of wire folds and decreasing the 
stent length also increase the dilating force. Therefore, 
stainless steel vascular stents can be tailor-made with 
regard to length, diameten and expansion force. 

Multiple stents can be employed depending on the 
circumstance. If the vessel of interest is longer than one 
stent, several stents can be placed one after another with 
slight overlap at the ends. In addition, if the expansion 
strength of one stent is not sufTicicnt, several stents can 50 
be placed one mside another to increase the dilating 
force at a specific point 

Following placement in a blood vessel, the stent 
gradually becomes incorporated into the vascular wall 
by endothelial proliferation around the wires where 
they contacted the wall. This is similar to what has been 
noted m other studies where mcul wire has been placed 
in the vascular system (2. 3, 4). Radiographic studies 
indicated that by one week after placement of the stent, 
sufficient endothelial proliferation had occurred to pre 



10 



15 



mamtam the dUatation of a balloon dilated segment of 
ureter, urethra, or bowel, aortic dissection, aonic aneu- 
rysm, and localization of a chronic puncture site 

While the invention has been illustrated and de- 
scribed in detail m the drawings and foregoing descrip- 
tion, the same is to be considered as illustrative and not 
resinctiye in character, it being understood that only 
the preferred embodiment has been shown and de- 
scribed and that all changes and modifications that 
come within the spirit of the invention are desired to be 
protected. 

I claim: 

1. A stent, comprising: 

a wire formed into a closed zig-zag configuration 
mcludmg: 

an endless series of straight sections; 
a plurality of bends; 

said straight sections joined by said bends to form 
the stent; 

wherein said stem is rcsiliently depressible into a 
smaller first shape wherein said straight sections 
•re arranged side-by-side and closely adjacent one 
another for inscnion into a passageway and said 
bends store stress therein; and. 

wherein said stent is resiliently expandable, by the 
release of the stress stored in said bends, into a 
second shape wherein said straight sections press 
against the wall of the passageway to maintain it 
open. 

2. The structure of claim 1 additionally comprising a 



— ^.v...w..«.i/ii uau uwcurreo 10 pre- ~ , wwui 1 auuiuonauy comprumfi 1 

vent migration, but during thU first week, displacement JO '"bular cartridge having said stem therein, said stent 
was possible although not probable. After being in place being resiliently depressed into said smaller first shape 



tor one month, the venous stenu were approximately 
80% encased by endothelium while the aortic stents 
were only about 30% encased. This difference is proba- 
bly due to the greater fiow and pressure in the aorta. By 33 
three months, all stent wires contacting the vessel wall 
were completely encased in endothelium. This incorpo- 
ration into the vascular wall reduces thrombogenidty 
(3). but no clot was found even on the bare wires after 
6 months. No cell growth was noted on any of the wire 
segments not in contact with the vascular wall e.fi 
where stents bridged side branches. This observation 
corresponds with previous reporu on the use of en- 
dovj^ular stainless steel wires (4). Therefore, the stenu 
can bridge other vessels without occluding them or 
nroducinff luminal nttf^^«»;.» «u. « l * . . . 
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3. The structure of chum 2 additionaDy comprising a 
sheath havmg a lumen therethrough, said sheath having 
an adapter recess arranged coaxiaUy with said lumen 
and enlarged m size relative to said lumen, and a fiexible 
mmber having a closed end and having an outer size 
sufficiently small to fit within said sheath yet sufTi- 
aenUy Urge to push said stent out of said sheath. 

4. The stent of daim 1 wherein said wire is stainless 
steel of O.OI 8 inch O J). »««uc» 

5. The stent of claim 4 wherein said stent in its second 
shape is 5.5. cm long and 4 cm in diameter. 

6. The stent of claim 4 wherein said stent in Its second 
shape 3.0 cm long and 2.5 cm in diameter. 

7. The stent of claim 4 wherein said bends are rela- 



1 ■ , — wvwiuum^ uicm or * w »czii 01 Claim * wnerem said bends are rel*. 



has not been reported for other types of endovascular 
stents (2. 3). Thus it appears that the stainless steel stents 
can be placed anywhere in the vascular system that will 
accomodate them. No luminal narrowing was noted in 
the stenied vessels even after six months. This differs 50 
irom the mtmol endovascular stents which have been 
shown to product liuninal narrowing withm 4 weeks 
due to fibru depodtion on the stent wires (1, 2. 3). 

No clot formation was found on any of the stents at 
the ume they were removed. This is similar to nrevi. 
ously reported results (X 3). No vascular erosion was 
seen probably because the vessels were normal and able 
to expand thus reducing the force of the stent wires 
against the vacular waiL 

Results from this evaluation indicate that these stents 
should find various clinical applicatibns. These may 
mclBde re-establishment of How in veins compressed by 
Neighboring tumor (superior vena cava syndromel 

I!lTiIi^"t?f^ ''^ P*^y percutaneoii 

balloon diUtions, and correction of incomplete, long, 
irregular vascular stenosis. In addition, it may be pota- 
ble to use these stenu in other systems such u the rami, 
ratory. bUiary, and urinary iracu to reinforce coUapsing 
structures from extrinsic compression from neoptSms! 
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8. A method for inserting a stent which comprises: 
compressing a stem including a resOient wire formed 
m a closed zig-zag configuration into a fust shape 
wherein the zig-zag configuration includes side^by- 
side closely adjacent straight sections joined by 
boids with a stress therein; 
niovmg said compressed wire stent into a sheath; 
locating the distal end of the sheath in a passageway 
with the compressed wire within the distal end of 
the sheath; 

removing the sheath from the passageway while 
holding the stent in place whereby the stress in the 
stent causes it to expand in the passageway to hold 
the passageway open and enlarged 

9. The method of claim 8 wherein more than one 
stent IS put in the passageway by said compressing, 
moving, locating and removmg steps, said more than 
one sheath being overlapping. 

10. The method of claim % wherein more than one 
stent IS put in the pasugeway by said compressing, 
moving. locating and removing stepa, said more than 
one stent being spaced longiiudmally of the passage- 
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GIANTURCO EXPANDABLE STENTS 
IN EXPERIMENTAL AND CLINICAL USE 

]. Rbechv J« Putnam, B. Uchlda 

Glanturco expandable stents (GES) were deslgued for percutaneous scenting of 
medium -sized and large vascular aod ductal structures. Tliey were tested la 
animala for application in venous, arterial, portal and blll&ry systems and the 
tracheobronchial tree and successfully used on an experimental basts ^n a few 
patients (1-7). CBS are still In a developmental stage, but there ts a reasonable 
hope fliat they will be available for clinical use in die not-too-distant future* 

GES are constructed of stainless steel wire 0.014-0.020 inch m diameter, 
which is bent la a zigzag pattern with ends joined to form a cylinder. They are 
compressed In a cartridge and intrpduced percutaneously tfirougji a catheter. A 
small diameter stent (5 to lOmm) is introduced through a 9F catheter and large 
stent (IS to 40mm) through a I2F catheter. After being released inside a vessel, 
•GES expand, and their expending fo;:ce is capable of dilating a narrowed vascular 
or ductal lumen. With high degree stenoses, when the expanding force, of the stent 
is not sufficient, a balloon catheter la used to expand the stent to a desirable lumen. 
Continued slight expansion of the stents was observed during a period of time la the 
tracheobronchial tree and venous system (4,7). A monofilament line attached to 
the ends of the stent legs was found to be useful to limit the stent expansion to a 
desirable diameter (6.7). 

GES are 2 to 4 cm long, and the stent length la selected depending on the lesion 
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to he stented. In longer lesions, two or more 2 cm long stents are connected by a 
wire strut or monofilament line to form a stent combination (5, 7), A wire skirt 
attached to one or both ends of the stent was found to be useful to keep a central 
position of the stent end in the vascular lumen {6, 7). The attached skirt also helps 
to prevent stent dlslodgement. Small hooks can be added to the stent or skirt to 
Insure a fixed position of the stent In a large vessel and prevent stent migration- (S,7), 

highly promising for dilating and stcntlng large veins and arteries. In 
experimental stenosis of ihe Inferior vena cava of canines, GES placement resulted 
In a long term (4 months) dllaclon of the stenosis and Improved hemodynamics (5). 
GBS also have a good potential In the treatment of aortic dissection, as was demon- 
strated In vitro on easperlmentally Induced dissections of aortic epeclments (3). 
Intravascular GES exhibit low thrombogcoiclty; placed In the canine vena cava and 
aorta, they stayed widely patent for 5 to 6 months, until the animals were sacrificed 
(1). Celhilar proliferation occurred early around the wires In contact wiih the 
Intima, knd In 4 weeks, the venous stents weire almost completely endothellellzed 
and Incorporated In the venous wall* In arteries this process took about 3 months* 
Blood vessels whose origins were bridged by the stent remained open. Only minimal 
cellular growth was deserved on wire segments bridging the renal veins la canines 
after the^ stents were In place fox 6 months (1). 

GES offer a realistic chance for a transjugulaxly performed Intrahepatic porta- 
caval shunt fbr treatment of massive varlceal bleeding In patients with portal hyper- 
tension (8). Creation of such an experimental shunt using GES was successfully 
achieved to young domestic ewlne without portal hypertension (5). Well-posltlooed 
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stents shuated most of the pottal blood into the IVC clrculatloa and remained patent 
for 4 to 6 weeks. Ingrowth of the liver parenchyma and hyperprolliferatloD of neo- 
intlma In rapidly growing animals gradually decreased shunt patency. The hypo- 
regenerative livers of cirrhotic patients are not expected to react in this way. 

Promising results were also obtained with experimental use of GES In the biliary 
system end tracheobronchial tree In canines. Small diameter stents (5 to 10mm) 
were placed as endoprostheses In the commoo bile duct and large stents (20 to 
40iiim m diameter) In the trachea and bronchus. The stents remained weU dis- 
tended over weeks to months and cansed only mild Inflammatory reaction (2,4).- 

Cllnlcal experience with GES Is very limited but hl^y promising. GES were 
used m a few patients ftor paUlatlon of lesions or syndromes which were difficult or 
impossible to manage by other means. Tracheal and bronchial stents were placed 
With good results and no side effects for palUatlon of severe postsurgical stenoses 
or after surgical failure of tracheal reconstruction (4). Excellent results were 
also achieved with the use of GES for dlUtton of st8n<»es of Inferior and superior 
vena cava, particularly for relief of the SVC eyndirjme (4, S, 7). A large dilating 
baUoon catheter had to be used to ftolly expand the stent In a finn SVC stenosis 
caused by tumor Invasion and postradlatlon fibrosis. Stent placement resulted In 
Immediate relief of symptoms. In our two patients with SVC syndrome recurring 
after maximum tolerance radiation where no other treatment could be used. GES 
placement xrssulted In long term palliation (9 months, until subm isslon of this 
al>stract) of severe SVC syndrome symptoms (7). 
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ABSTRACT 



An c^andable mtraluminal vascular graft is expanded 
within a blood vessel, by an angioplasty balloon associ- 
ated with a catheter to dilate and expand the lumen of a 
blood vesscL The graft may be a wire mesh tube, having 
a biologically inert coating thereon. 

26 Claims. 2 Drawing Sheets 
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1 2. 

EXPANDABLE INITULUMINAL GRAFT, AND SS^ S^J^^^r"'""^ ^^^^ "'"^^ ^ 

^S^iS^A^^^'J^ TORDVIPLANnNG AnSlltcriitive to conventional vascular surgery 

AN EXPANDABLE INTRALUMINAL GRAFT has been percutaneous baDoon dilation of elasticTi^ 

RELATED APPi irAXtriM ^ ^ stenoses, or blockages, through use of a catheter 

lOiLATED APPUCATION mounted angioplasty balloon. In this procedure, the 

This application is a* continuation-in-part of appli* angioplasty balloon is inflated withb the stenosed vcs- 

cant's copcndmg application Ser. No. 796,009 IQed ^ ^ passageway, m order to shear and disrupt 

Nov. 7, 1985, now U^. Fat Na 4,733.665 entitled Ex- ^ ^ components of the vessel to obtain an enlarged 

pandable Intraluminal Graft, and Method and Appara- ^^ol With respect to arterial athcrosclecrotic lesions, 

tus for Implanting an Expandable Intraluminal Graft ^ rdativdy incompressible plaque remains unaltered, 

^ ^„ while the more clastic medial and adventitial lavcn of 

FIELD OF THE DWENTION the body passageway stretch around the ^qu^^ 

The invention relates to an expandable mtralummal ic P"*^ produces dissection, or a splitting and tearing, 

graft for use within a body passageway or duct and, passageway wan layers, wherein the intima, 

more particularly, expandable intraluminal vascular ^ mtcmal surface of the artery or body passageway, 

grafts which are particularly useful for repairing blood fissuring. This dissection forms a "flap** of un- 

vessels narrowed or.ocduded by disease; and a method deriying tissue which may reduce the blood flow 

and apparatus for implanting expandable intrahmiinal 20 ^ lumen, or block the lumen. Typically, the 

grafts. distending intraluminal pressure within the body pas- 

DESCRIKnON OF^E PRIOR ART Sfr^^t^t^^'S 
Intraluminal endovascnhr grafting has been demon- ^°f^ ^ ""^ maintained in place against the expanded 
strated by experimentation to present a possible altena- 23 *^ intimal flap can fold down into the lumen 

live to conventional vascular surgery, bitraluminal en- °^ ^ lumen, or may even become detached 

dovascular grafting involves the peicntaneous insertion passageway. When the mtimal flap 

into a blood vessel of a tubular prosthetic graft and its ^ passageway, immediate surgery is 

delivery via a catheter to the desired location within the accessary to correct this problem, 
vascular system. Advantages of this method over con- 30 Althougfa the balloon dilation procedure is typically 
ventional vacular surgery indude obviating the need «»n«'ncted in the catheterizaition lab of a hospital, be- 
for surgically exposing, incising, nanoving. replacing, f"* foregoing problem, it is always necessary to 
or bypassng die defective blood vesseL '''^ * surgeon on call should the intimal flap block the 

Stnictuics which have previously been used as intra- ^'""^ " passageway. Further, because of 

luminal vascular grafts have included coiled stainless ™e P«>»»'>flity of the intimal flap tearing away from the 
steel springy helically would cofl springs manufactured blocking the lumen, balloon dilations 

from an ejqwndableheat-sensiiive material- and expand- ''^°<*«Pe™nn«l'»pon certain critical body passage- 
ing stainless steel stents formed of stainless steel wirefai J^^J^ »"™ ■« »*»e left main coronary artery, which leads 
a zig-zag pattern. In general, the foregoing structures f^J^ If an mtimal flap formed by a balloon 
have one major disadvantage in common: Insofar as jwooednre abruptly comes down and closes off 

these structures must be delivered to the desired loca- * ^ passageway, such as the left main coto- 

tion withm a given body passageway fai « oollaosed ^'^L^^' ™ surgical 
rtate. in order to pass th.o^tt«b^Hjyp«ZeK^ '"^•^ f!?* ^ • 
there is no effective control over the frnT^Hd ..-.^ disadvantages associated with baUoon 
configuration of each structuie. For example. Seo^ ^Z. rfehatw vascubr stenoses is that many ful 
pension ofapsrticniar coiled spring-type inaftisoreS. ^ *^ *^ stenotic lesion. TTib 

teiiniaedb>-thespringconstant«ndinS5iisofdaX '?°^«*»"^'«toahiaihfi^ 
ityofthe particular material utilized to mannlactiireAe tte lesion and a sometmies due to certafa mechanical 
coiled spring stnictura. TTwsc «uae fMrtonwedrta! be ditoted. Thus. iJthoug^ 

mine the^SKwnt of expansiorof oSSiSiS; * *^^yj»«»8f^y may initially be suocessAiny ex- 
formed ofstunlesssted wire fata zig-zag t^m. P«*edby a baDoon dilation prooedure, iuhsequait. 

case of intnlumiaal grafts, or wtSttirfa^rf^ «riy«««w»ds can occur dne to the recoil of fla body 
heat sensitive materi5^S*^5S^ Sl^.! P-jageway wall which decreases the liie of the prevt 
«nomrt of expantion is fiSlS^d^^S^ £ « S^u^S^ ^"^J^ ^ pas-gewayT For 
heat expaqrioa characteristic. oT^^SdSt ilK " the oaiua |„ 

mOized in the mumfkcture of the btiaChS«^ ^^f^^jf^r^ dlUtion because the 

TT.US. once the foregoing types of htSndSlt. S^^J^^^^^^"^"^"^^ 
a«exp.nd«latthetoSr3lSnwithinS?S2 IS^,^ ^ \'!!^ ^ 
sageway, such as withfa an artery or vS«Mnu5rf« "«™lf>fib^ 

size of ae graft cannot teSS tftiteS^^ " *° ^ ^ ^J"""* 

thcdesiiwSS^^S^X^^ZlSK h«h dihtftag pressures and larger balloon dia^ietoT 
r'^^^^V^^^e^^^t^ difficulties have been observed in angloph«tles 

fliefaitcriorSxrt^boSSi^S ^ tfHf^^ M««stomotic strietnres and postendar- 
lecured thereta It mv S^K^^Vl^ « rtoos^PewtM-ousan^ 
dedredloSvSfflffijSL^ 5^ " - Beuioflhromatori. 2terii 

anoveraixedgraflSutS'^SS^eS^ Sl^J^-'^^'^"'^'^"''"^ 
iheipringforS^^aSiSSS^,^^ g^li behaved due to the fibrotlc n«nre of th«e 
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Accordingly, prior to the development of the present minal graft prevents the body passageway from collaps- 
invcntjoa. there has been no expandable intraluminal iog and decreasing the size of the expanded lumea 
vascular graft, and method and apparatus for expanding A further feature of the present invention is that the 
the lumen of a body passageway, which: prevents re- portion of the catheter in contact with the inttaluminal 
curience of stenosa m the body passageway; can be 5 graft may be collapsed, and the catheter removed from 
utilized for critical body passageways, such as the left the body passageway. A further feature of the present 
mam coronary artery of a patient's heart; prevente re- invention is that a catheter having an expandable, inflat- 
coo of the body passageway wall; and allows the intra- able portion associated therewith may be utilized- and 
lummal graft to be expanded to a variable size to pre- expansion of the intralnminal graft and the portiM of 
vent migrauon of the graft away from the desired loca- 10 the catheter is accomplished by inflatinfi thVexoand- 
tion; and to prevent rupturmg of the body passageway able, inflatable portion of the catheter, 
by the expanded graft. Therefore, the art has sought an A further feature of the present invention is that a 
expandable mtralummal vascular graft, and method and wire mesh tube may be utilized as the tetraluminal graft, 
apparatus for eq>andug the lumen of a body passage- the wire mesh tube having a first predetermmed. col- 
way which: prevents recurrence of stenoses m the body 15 lapsed diameter which permhs the tube to be inserted 
pMMgeway; is believed to be able to be utilized in criti- within the body passageway at and deUvered to the 
cal body passageways, such as the left main coronary desired location. Anotiier feature of tiie present inven- 
artery of tiie heart; prevents recoD of the body passage- tion is that the wire mesh tube may be expanded to a 
way; and can be expanded to a variable size within the second diameter within the bodv passageww the sec- 
body passageway to prevait migration of the graft 20 ond, expanded diameter being variable and determined 
away from tiie desired location; and to prevent rnptur- by the desired expanded internal diameter of tiie body 
mg of tiic body passageway by tiie expanded graft. passageway, whereby die expanded wire mesh tube wiU 

SUMMARY OF THE INVENTION migrate from the desired location witiiin the body 

¥ -xu . ... passageway and the expansion of the intraluminal mft 

In accordance witii tiie mvention the foregomg ad- 25 does not cause a rupture of tht body passageway 
vantages have been achieved tiirough tiie present ex- In accordance wiUi tiie invention; SeforegoL ad- 
pandable i>>trolumin|d vascular graft. The present b- vantages have also been achieved tiirough theTri^nt 
vtttion mcluda a tubular ihaped member having firrt apparatus for intralumimdlyidnforcmgXdypi^e- 
^ S^f* "^Z ^5^The present inventfoa toclSL^Kw? 

tte fint Md seooDd aids, fte waUs surface being 30 tubular sitaped prosthesb having first and en£ 

Itw^?o?S2!^i^^^~^^S«^''*"?""'^ «ndawaIl«»facedi.po,edbetw^tiiefi,stand.e^ 

^J^^^9[^^^^'^?^^nbitasK&ig witii ends, Uie wall surface being formed by a plnrUty of 

fif ^T?'*',,"'^'*'^J?l^.'^ ends of intersecting elongate memb^ uid a ciheiLrhK 

£vSa^:JT* ^ ' tubuhr shaped member an expandable, iSatable ^on associatedS««^th 

havmg a fim dimeter wtoch permits intralmninal de- 35 and including means for hunting and retainmg tiie 

hvery of tiie tubuhff shaped member bto a body pas- expandable tubular shaped prostibLis on tiie exSand^ 

ttgejvay havmg a lumen; and the tnbuhir shaped mem- able, infiatable portion^«by upon inllauW^e 

Mfc^^JL'!5!°v.*^'*^u**^' *P- «P««»«We. infiatable portion of tiie catiieter, tiie pros- 

pbcanon from the mtenor of tiie tubukr shaped mem- thesis is forced radiaUy outuwdly into contiict with tiie 

^ ^i^''', '^.'^y «t«iding foroe, which 40 body passageway. A fimher feaiure of Uie present fa- 

-l^nable and dependent upon flie vention fa ti«t tiie mounting and retaming means may 

fh^K^P'^ ^ "^^^ «"»P^ « disposedtn tiie cati«; 

to S^^^ ^1^'*' '^^ ^ "^"^ ^ expandable, inflatable^rtion ««1 «lj. 

X^^f T passageway. cent each end of tiie expandable, tubukr shaped pros- 

A fiirtiier feature of tiie present invention is that the 45 tiieas. »- «^ pi«»- 

ll^^Ji^ft^^ ^ ' ''•"^'y expandable mtmlummal vucular graft, metiiod ■ 

^ *° f** expanding tiie lumen of • body pas^g^T^d 

JS^S^^'"*^^*^*'?''?^*^-'^ app^tusforfatadmnhailyieinfoiiijab^^^ 
SSSr^.frf« » ^^^^ » that tiie way of the present toveition. wtocomSiidM^Si 

C£^i^C^!^r^'*''»''r^°^*^ » previously proposed prior arttatrdumimd^.^ 
baiB winch wfiMdly secured to one anotiier where flie ods for implanting fliem. and baDoon dflati«^ 

«iV«havett«XSof:prJ^SSn^f 

Ztte^ . ^hSSL ^ J5^ P«sagew.5r«ch a. b ^ ZSS^ 
^SS^^i^!^^^^''"^'^^ 55 nary artery of tiie heart: prevents recoil of ti« body 

b1^m3!«f^^i.^^ passageway, and permits expansiai of the graft to a 

J^^^^^i^^t^ "SnS^ foregomg ad- variable size dependent upSToondhions S» Uie 

vMteges have also be««iieved tiirough tiie piwent body passagewayT ons w«nm we 

mefliod for expanding tiie Inaen of a body passageway. v^^y- 

The metiiod of tiie present bvention comprises tiie tO BRIEF DESCRIPnON OP THE DRAWINGS 

stq^otlnsertog in btralnmlnal graft, disposed tvonn In tiie drawings: 

SS'a^SSKiS^S&^ ^ FIG; lAisaperspective viewof^iexpandablebtra. 

•ajaceni a aesuM location wiflan the body passageway; bmbal vasottiarEraft.orDr<Mthe*:ifnratvvivn.M...I. 

P««gew.y ha. been exp«ided. whereby tiie faS ^.SerSflr; fij? ^^^^''^^ 
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FIG. 2A is a pcispectivc view of another cmbodi- first and second ends 72, 73 and a waU surface 74 dis- 
mcot of an cxpandaUe intraJuminaJ vascular graft, or posed between the first and second end 72, 73. Prcfcra- 
prosthesis for a body passageway, having a fim diame- bly, the wall surftcc 74 is formed by a plurality of mtcr- 
ter which permits intraluminal delivery of the graft, or secting elongate members 75, 76 with at least some of 
^^^^ * passageway; 3 the elongate members 75, 76 mtersectmg with one an- 

FIG. 2B IS a perspective view of the graft, or prosthc- other faitermediate the first and second cads 72, 73 of the 
sis, of FIG. 2A, shown in its expanded configuration tubular shaped member 71, such as shown at intcrsec- 
whcn disposed within a body passageway; tion points 77. Tubular shaped member 71 has 1 fint 

FIG- 3 is a cross-sectional view of an apparatus for diameter, d, which, to be hereinafter described m 
intralummally reinforcing a body passageway, or for 10 greater detail, permits intraluminal deU very of the tubu- 
expandmg the lumen of a body passageway, iUustrating lar shaped member 71 into a body passageway 80 hav- 
a prosthesis, or intraluminal vascular graft, m the con- mg a lumen 81 (FIO. 3). With reference to FIG. IB 
^^'^"i'.^®^ °* lA and 2A; rjpon the appUcation from the interior of the tubula^ 

. 2' ' CTWs-sectional view of the apparatus for shaped member 71 of a radiaDy, outwardly extending 
intrahmunally remforcmg a body passageway, or for 15 force, to be heremaftcr described in greater detail tubu- 
expandmg the lumen of a body passageway, with the lar shaped member 71 has a second, expanded diameter 
or prosthesis, m the configurations shown in d'. which second diameter d' is variable in aize and 
Sr^c c"^i ' dependent upon the amount of force applied to the 

FIGS, 5 and 6 are perspective views of prostheses for tubular shaped member 71. 
a body passageway, with the grafts, or prostheses, hav- 20 With reference to HGS. lA and IB, elongate mem- 

bers 75, 76^ which fonn wall surface 74 of tubuUr 
While the mvcntOD will be described m connection shaped member 71, may be any suitable material which 
with the preferred embodmient, it will be understood is compatible with the human body and the bodily fluids 
^t It IS not mtended to Ihnit the mvcntion to that em- (not shown) with which the vascular graft, or prosthe- 
bodiment On the contrary, it is mtended to cover all 25 sis, 70 may comne into contact Elongate members 75, 
altcrnaavcs, modifications, and equivalents, as may be 76 must also be made of a material which has the requi- 
mdudcd wi&m the spxm and scope of the invention as site ttzength and elasticity characteristics to permit the 
defined by the appended damis. tubular shaped member 71 to be expanded from the 

DETAILED DESCRIPTION OF THE configuration shown hi FIO. lA to the configuration 

INVENTION ^ shown ilhistrated in FIO, IB and further to permit the 

i« Rinc iA J J V, . , . • tubular shaped member 71 to retahi its expanded config- 

in FIGS. lA and 2A. an expandable mtralummal. uration with the enlarged diameter d' shown in FIG 
vascular ^ w expandable prosthesis for a body pas- IB. Suitable materials for the fabrication of tubuto 
sageway, 70 is iDustoatcd. It should be understood that shaped member 71 would include sflvcr, tantalum, stain- 
the terms expandd)lc mtialuminal vascular graft" and 35 less steel gold, titanium or any suitable phstic material 
expandable piosthCTs" are mtcrchangeably used to having the requisite characteristics previously de- 
some ext<^t m describmg the present invention, insofer scribed. Pteferably, elongate members 75, 76 are fabri- 
as the method, apparatu^ and structures of the present cated from stamless steeL Preferably, the elongate mem- 
mvention may be utihzed not only m connection with bers 75, 76 iOustrated k FIOS. lA and IB are small 
an ttpMdablcmtialnminal vascular graft for expandmg 40 diameter stainless steel wires havmg a cylindrical cross, 
partially occluded segments of a blood vessel, or body section It should of course be understood that each 
passageway, but may also be utilized for may other elongate member 75, 76, could have other cross-sec 
purposa as an expandable prostheds for many other tional configurations, such as triangukr, square, rcctan- 
type of body passageways. For example, expandable gular. hexagonal, etc Further, it is preferable that the 
^'^^^^'^y'^^^^^\^V^in>o^ 45 plurality of elongate members 75. 76 are fixedly secure 
s^Wortive ffrsSt placement withm blocked arteries to one another where the elongate members 75, 76 htcr- 
SSft I^^rtS? ^l^'^^^t sect with one another, such as at the hitenection pohits 

HLdytocoD^hitheabs^ 77. Elongate memben 75, 76 cottW be fixedly secwcd to 

««milarusefonowmg^^ one anoSa b any con^tiomd mamier, suST^ 

^ ^""^ "^Id"^ or glubg. «ich as whh a suitabk 
S^^Z^^SL!L^.^2? CTtttttJ hmahepatic com- epoxy glue; however, it is preferred that the mtersection 
S^n^^ ^» P*- point. 77 «e «>ldered wiS, diver. By fix«£rt2^ 

totosuffcrmgfi^ ^ ^to^ one «notho.^ub32 

puft^lao«Qcnt of narrowing of the esophagus, the member 71 is provided a relatively high r^ri^ 
mttttm^ Ae ureters, the urethra; and (5) supportive 55 to radial ooU^Jse, and the tubular shi«dnSba^ 
^L^t^T^^.:^^ hastheabi^^retrfnftsenlargS^S^^ 
•tn^d Me ducts. According, i»e and the term shown in FIO. IB. Preferably. tulSilar shaped ienJber 
>wtbeB^enco^^ the foregohig usages whhm 711smadeofoontinnow,stdn{essstod vdr^w 
^^Sl^tL^^ «d the use of the crisscrossed tubular pSanSm^^ 
term-^tralttnunal vascular graft- eacOT "cgencr 

e^andk^^ Further,fai When fabricating tubular shaped member, or wire 

^ "^^^ST^^ encompasses mesh tube, 71. it aSbe iaitiaUyffis^Sk^^ 

^y^S^iS^J^^^ urt^cm shown in naiA^ih diameter, 

StSS^hn^™^,^^^' '''"^ f"^^' fabricated with a diameter which is 

^^SK^£^^^S??f 5^ » l»^«tJ^faiWaldlameterd«ndaftcrfabrication.m^^ 

1^ 1 ^> ™' ^ the cxp anria Tbe intra* to shaped member 71 could be carefiiDv iMnaB^M tft 

generally comprise a tubular shaped member 71 having faig of tubular shaped member, or wireoish tubTS 
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care most be taken to insure that overlapping of t4ja- downwardly away from t^ 87 of catheter 83. to insure 
cent dongate member 75, 7« is avoided. It should of easy removal of catheter 83 ftom body passageway 80 

Murse be understood that upon expansion of tubular After e]q>8ndable intxaluminal graft, or prothesis. 70 has 

shaped member, or wire mesh tube, 71 into the confign- been disposed upon catheter 83. in the manner previ- 

ratwn shovmm FIG. IB, the distance between first and 5 ously described, the graft, or prosthesis. 70 and catheter 

second en^ 72 and 73 wiU of course decrease. 83 are inserted within a body passageway 80 by cathe- 

With reference now to HOS. 2A and 2B. another terization of the body passagew^yTo in a conventional 

emboduieot of expaadable mtraluminal vascular graft, maimer. 

or prosthesis. 70, is illustrated. The same reference nu- In a conventionai manner, the catheter 83 and araft 

metab are utflized and are applicable tot elements pre- 10 or prosthesis, 70 are delivered to the desired locatioii 

viously described mnGS.lA and IB. TTie intraluminal within the body passageway 80. whereat it is desired to 

vascular graft, or prosthesis, 70 of FIGS. 2A and 2B expand the lumen 81 of body passageway 80 via intralu- 

tfX^^t^ r^^'i^ connection minal graft 70. or where it is desired to implant prostbe- 

with FIGS. lA and IB. m that the pliuality of elongate- sis 70. Fluoroscopy, and/or other convational tech- 
tnembei8 75 anil76 areaplmality ofthinbars78,79 15 niques may be utilized to insure that the catheter 83 and 

which are pntmbW fixedly seeded to one another graft, or prosthesis, 70 are delivered to the desired loca- 

where the ban 78, 79 mtersect with one another. Ban tkm within the body passageway. Prosthesis, or graft. 

78, 79 prd^erably have a thin, r«aangular cross<ec- 70 are then expanded by expanding the «^panS 

bona] configurauon. and may be jom«l to one another inflatable portion 84 of cathelirWrthereby\h« pr^ 

m any conventiomd manner, such as by welding, brax- 20 thesis, or graft, 70 is forced radially, outwardly into 

"!L*°^7°*'m" ^ with one an- contact with the body passageway 80. m shoWin na 

^t^l^'- V**"^ ^ '^•^y tbe^dMi inflateble poSon of 

L^^'^fi T^f^ "ft***' 83 my be a ^ventiomd angiopkst'?baUo«» 

between the mtenectmg ban 78 and 79 are formed by a 88. After the desired- expansion of pri^ or graft 

^^^^^^w^tr^.^''^ 1 «J«='««°«*^ 25 70 has been «x5omplish.rf. angiophSty Sn 88^ 
cal «» hiser rtdung, wben*y the resultant structure is a be ooUapsed. or deOated. and the caUieter 83 may 

^ SSSTlr""^* ^4^'°^*^ ."^ "^^"^ » • conventional manner from bodV p^^ 

S^rlTrST^^pS «?>bo«liment of way 80. If derired. as seen in FIG. 3, catheter 

S^,^5S^^!2.Sir "^TSf^'^"*™' «^ *^ prosthesis 70 disposed thereon, may be init^ 

aneipandrfcw^gurationasshowntaPlG.ffi encased in a conventioSlTtnon to sheai 89 which 

previottdy described m connection with FIO. IB. upon is pnUed away from prosthes£ ™g«? 70 pife7S 

the «PPl>«bon from the mterior of the tubular shaped expansion of 4e prostteds. ^giS, m ^ 
l^^^^°Lt J^^^y «t««li«>g force. It StiU with reference to FIG& 3 and 4, it should be 

should be further understood that the embodiment of noted that the tubuhir shaped member 71 of proX^ 

vascular graft, or prosthesis. 70 of PIGS. 2A and 2B, 35 or graft. 70 InitiaDy has ^ ^^^dei^S.^ 

fi.^' "OS. lAand2A,moidertopermittheinscrtionofthe 

and apparatus of the present mvention wiD be described wire mesh tube, or tubuhir sha^memto M toto th^ 
m greater detail Once agam. it should be undentood body paasagewy 80 m pre^rfS <te^W Wh^iTk 

™ ^ expandmg the himen of a body way 80 for the purposes previously described. 

gawgeway, such as an artery, vein, or blood vessel of mesh tube, or pr^is 70, is S^^^Ae 

^^S^^^^"^,".*^ ««netimeoontrolledexpiSS.StSS?jSm 
wrSiMofStS^M^ the expandable inftatable whereby vascular gr^ft70p«v«nt. the body 

S^SSS Lj^eSS ^ J^decreasiag the ri^TSTg 

inuSS^S^^fTi^^S^T^'^^ «, l«evio|^y«pandedhmien81.0nceieain.U^ 
bhr m^inPioi .^^^^^ ™- f«f"»- «> expanded diameter d' of btraluminal vascular graft 70. 

fS^^S^ catL^^'Z Tf^ ^ « ahown in FIO. 4, fa variable «Kl detennhiedSy S 

•lopes upwaitUy end away frZauLto A. OTfa!^ ^ WdaMe faitimlumina] graft 70 will not 

tOOTterfandi^ o«ftV^^X^^^^ ""Jgnite away from fibe desired location within the body 
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way 80 at the location of graft 70, graft 70 wiD insure 
that such an intimal (lap wQl not be able to fold in- 
wardly into body passageway 80, nor tear loose and 
flow thxongh body passageway 80. In the sitoation of 
utilizing graft 70 in the manner previously described to 
expand the lumen of a portion of the left main artery, it 
k believed that the intimal flap will be unable to enter 
the heart and cause the death of the patient 
Because it is only necessary to inflate angioplasty 



10 



expanding a portion of the catheter associated with 
the prosthesis to force the prosthesis radially out- 
wardly into contact with the body passageway, by 
deforming a portion of the prosthesis with a force 
in excess of the elastic limit of the portion of the 
prosthesis, to implant the prosthesis within the 
body passageway. 
2. The method of claim 1« including the step of: utiliz- 
ing a wire mesh tube as the prosthesis, the wire mesh 



~ ' — u«e o vrus ui»u iUUC lu UiC piUSUlCSIS, UlC WITC mCSU 

MIoon 88 one tmie In order to expand graft 70, U is 10 tube having a 5nt predetermined collapsed diameter 



— ^ rw, M M 

believed that a greater amount of endothelium, or inner 
layer of the mtima, or inner surface of the body passage- 
way, wiU be preserved, insofar as the extent of endothe- 
lial denudation during transluminal angioplasty is pro- 
portional to the balloon inflation time. Fmther, in the* 
ory, the amount of preserved endothelium should be 
large because m the e]q>anded configuration of graft 70, 
potentially 80% of the endothelium b exposed through 
openings 82 of graft 70. If is fivther believed that intact 



which permits the tube to be disposed upon the catheter 
and inserted into the body passageway. 

3. The method of claim 2, wherein the biologically 
compatible coating is provided on the outer surface of 

15 the wire mesh tube. 

4. The method of claim 3, wherein the coating is 
. provided with a means for anchoring the prosthesb to 

the body passageway. 

5. The method of claim 4, wherein the means for 



. J iT^*. r , — — w. ijic WCU.UU ut Claim wsercm tnc means tor 

^^^^fj^e^*^. between the elongate members 20 anchoring is the coating being provided with a plurality 



75, 76, 78, 79 of graft 70 may result in a rapid, multiceo- 
tric endothelializadon pattern as shown by experimental 
studies. 

With reference now to FIGS. 5 and 6, prostheses, or 



of radially, outwardly extending projections for en- 
gagement with the body passageway. 

6. The method of claim 3, wherein the coating is 
provided with a plurality of openings, to allow commu- 



ft. -n , . — : ' r ' T — ^* *i*y^*ucu wiui B piuTBuiy oi opcnmgs io auow commu- 

^^J^/^.*^ described m connection 25 nication between the body passageway and the interior 

with FIGS. 1A mH 5A af* ehnum 4ti« -**i„ ...i . ^ ' * ' "Wiunwiui 



with FIGS. lA and 2A are shown, and the tubular 
shaped members 71 of grafts, or prostheses, 70 have a 
biologically inert coating 90 placed upon wall surfeces 
74 of tubular shaped members 71. Examples of a suitable 
biological]y inert cxxatiiig would be porous polynrv- 30 
t hane , Teflon tm » or other conventional biologically 
inert plastic materials. The coating 90 should be thin 
and highly elastic so as not to interfere with the desired 
expansion of prosthesis, or graft, 70. Coating 90 may be 
forther provided with a means for anchoring 91 (FIG. 
6) the tubular shaped member 71 to the body passage- 
way 80. Anchoring means 91 may be comprised of a 
plurality of radially, outwardly extending piojectiona 
92 formed on the coating 90. As seen in FIG. 6, the 
radially outwardly extendmg projections 92 could com- 
prise a pluraUty of ridges 93, or other types of radially, 
outwardly extending projections. Further, it may be 
desirable to have a plurality of openings 94 formed m 
coating 90, as shown in FIG. 5, whereby the fluid con- 
taincd in body passageway 80 can be in direct contact 45 
with the dilated, or expanded, body passageway area. 

It is to be tmdcTBtdod that the mvention is not limited 
to the exact details of construction, operati<m, exact 
materials or embodiment shown and des^ibed, as obvi- 
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of the wire mesh tube. 

7. A method for expanding the lumen of a body pas* 
sageway comprismg the steps of: 

inserting an intraluminal graft, having a biologically 
compatible coating on the outer surface of the 
intraluminal graft, disposing upon a catheter, into 
the body passageway untfl it is disposed adjacent a 
desired location within the body passageway; and 

expanding a portion of the catheter to provide oon- 
.trollable expansion of the intraluminal graft radi- 

• ally, outwardly into contact with the body passage- 
way, by deforming a portion of the intraluminal 
graft with a force in excess of the elastic limit of the 
intraluminal graft, until the lumen of the body pas- 
sageway at the desired location in the body pas- 
sageway has been expanded, whereby the intralu- 
minal graft prevents the body passageway from 
collapsing and decreasing the size of the expanded 
lumen, and the intraluminal graft remains in the 
passageway. 

8. The method of claim 7. inelnHmg the step of: utiliz- 
ing a t;ire mesh tube as the btraluminal graft, the wire 
mec?i tube having a first predetermined, collapsed diam- 
eter which perTnhs the tube to inserted within the 



one sldUed in the art For example, the m'Him for ^x- 
pandiqg the prosthens or gnft could be a plurality of 
hydraulicany actuated rigid members disposed on a 
catheter, or a plurality of angioplasty balloons could be 



ntns»-^i«-;-LZiX' ^f-r»~*'-~*/ wuia DC lu. ine metnod of clatm 9, wherein the coatins is 



9. The method of daun 8, wherein the bidogicaUy 
compatible coating is provided on the outer surface of 
the wire mesh tube. 

10. The method of claim 9, whereb the coating is 



the mvcntloa is tiierefore to be limited only by the scope 
of the appended claims. 
Idaim: 

1. A method for faxq)lanthig a prosthesis within a body 
passageway oonq)riang the 8tq» of: 



provid^ a biologically compatible ooatmg on the 

outdf surface of the prosthesis 
dispmig the prosthesis upon a catheter; 
insertkg the prosthesis and catheter withhi the body 
passageway by catheterization of said body pas- 65 
sageway; and 

providing contrcdlahle expansion of the prosthe^ at 
a dedred location within the body passageway by 



the body passageway. 

IL The method claim 10, wherein the means for 
anchoring is the coating being provided with a plurality 
of radially outwardly extending projections for cngage- 
60 ment with the body passageway. 



12. The method of dahn 9, wbereb the coating b 
provided with a plurality of opening to allow communi- 
cation between the body passageway and the interior of 
the wire mesh mbe. 

13. An expandable intralnmina] vascular graft, oom- 
prisiuga 

a tubular shaped member having first and second 
ends and a wall aorliioe dispcued between tht first 
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and second ends, the w«n surface being fonned by the tubular shaped member havina a fust dum,ef«- 
a plurality of mtetsectiiig elongate members, at which penniltotS^Sf rj oHhe ^uS 

s orL^LS^inSSL."s:*s:tis:s ,tsHr^ - .^i^ 

theTS'^^^-S?;^^^ diameter 'oS^^SS^r^Jk^iS^^- 
,jfa^perm.tt mlralumnud delivery of the tubular is variable and SS^by^e ^^t o^oiS 

j^m«nberm.oabodypassagc>vayhavinga .0 appUed to the tubular shapcS^LS^STle^tl^ 

^^or^diS '^'^ having a second. «- ^^yll^^^^ot^Zt^ 

^^^TJlZT^^i"^ ofSa^i8'r''^'^i'"^«^.'°" body passageway 
sageway and remJhi therein. *""""'»^yP^ of dam 18. wher«a the anchoimg mean^ 

14. Tl.e expandable int«l^ vascular gndt of I'SS.""*"^'' °" 
dami 13. wherein the coating includes a means for an- 25 M Ti..f,™.-j.i.f • , 

choring the tubular shapedicmber to Aetody of2;bn^7 

sageway. w lo mc oooy pas- of claun 17, wherem the coatug lias a plurality of open- 

15. The entandable intialmninal vascuW «.ft «f ^ ^"f ^. «>™"»««tio«» between the body 
cWml4.w^,heL^S£;^tlfS«S5jS P^^^V^l the interior of the hAular shaped mem- 
«di^«,.wardly extending projection, formed on 30 kite method of dahn 2. wherem tantalum is ud- 

16. The expandable intralumimd vascular graft of M v • 
claiml3.whe«in.hecoadngha,apl„rS)So?^^ » 

S^^y'an^tTel^SiSrtSrJ^S 3. dSF^*^^^"»^ ^ 

rJl^J? 0?tS;Sg"2SirS^^'^ ^ ' P-i^ of Calm IT. wherein 

"-^""l-.^'-P^' n.emSl'^'. biologically 45 Z£^^'^'"'^^-^"'^«^^P^^iry ot^n 
compatible coatmg on the waU surface; » » . , ^ 
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' H-n36-P 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

GrouD Aa UniT 336 ^ 
Ex'r Michael H. Thaler 



In the Patent Application of 
5 Applicant: Michael D. Boneau 
Serial No: 07/398.180 
failing Date: 08/24/89 

^^^'^^^'l^^'-^h^^^^ I 30 Marc. 1992 ^^CEIVED 

^ JUN 101992 

13 Washtngton. D.C. 20231 

Dear Sir: DEPUTY ASST COMM. 

20 CERTIFICAT F OF MAII IMt^ 

I hereby certify that this correspondence .s being deoosited w.th ^ne 
Un.ted States Postal Service as first Cass ma,l in an envelope addresseo :o: 
Commissioner of Patents and Trademarks. Washington 0 C 20231 on 

30 March 1992 
APPLICANT'S APPEAL BRIFP 
Aopeilani herewith appeals from the Final Rejection dated 11 Feoruary 
30 1991, bv wnich pending ca.ms 1 and 4-14 were finally rejected. Claims 2 anc 
3 have been canceled based on a reauirement for restriction. Cla.ms 1 and 4-14 
are included in this appeal. Appendix A sets forth these claims. 

Status of A mendment^ 

A proposed amendment after final rejection was filed, but was not entered 
35 by the Examiner. 

Summary nf th o Invention 
The present invent.on is a mechanical endoprosthetic dev.ce 'or 
preventing chron.c restenosis of human blood vessels, and particularly coronary 
aneries. during and after percutaneous transluminal (coronary) angioplasty, more 
40 commonly referred to as PTCA or angioplasty. Said more s.mply. les.ons »n :r.e 
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blooa vessels of some oatients can be ooened bv angiooiastv. out then close 
down, or restenose. snortly after removal of the aogioolasty dev,ce. Sucn 
oatients would, absent some mechanical assistance to Keeo such blooo vessels 
open, often be required to under ooen heart surgery or other procedures. That 
5 mechanical ass.stance can be provided by a stent. However, pr.or art stents - 
including .parT,cu.arlv those cited by the Examiner in this case - have aii fallen 
shoa of the mark and many - again including the prior applied by tne Exam.ner 
here - have been abandoned as ineffective or harmful. The present .nvention 
resolves most, if not all. of the difficulties with the pnor art. ano appears to 
10 provide the first truly workable stem usable in angioplasty. 

As defined by the claims, the present invention is a catheter-oelivered. 
expandable stent for use in ang.op.asty, i.e.. for ,mp,antat,on w.thin a numan 
body. The stent 10 comprises a wire-like member configured to form a plurality 
Of upper and lower peaks 12 and 14 connected by a plurality of substantially 
15 straight, non-overlapping segments 16. The stent must be capable of be.no 
compressed onto a catheter, such as a balloon catheter 100. positioned w.thin 
an affected vessel, and then forcibly expanded to maintain the affected area of 
a vessel at a diameter larger than if the support device were not implanted. 
Additional Claims, which must be considered separately! reouire that tne 
20 device be formed from bending, o, that it be made of surgical stainless steei. or 
that it be coated with platinum. Other claims specifically limit the number of 
peaks. 

THE REJFrrinM 

Claims 1, ^. 6. 8.11 and 13 have been rejected under §102(al as 

25 antieipated by Palmar U.S Patent 4. 77fi -x-xf tk u x 

u.o. raient 776,337. The basts for the Examiner-s 

rejection is stated to oe: 

-The Figure 2B embodiment of Palmar shows a plurality of non- 
overlapping segments which form upper and lower peaks at the Extreme 
top of and bottom of the stent (claim 1) and which comprises a piuraLty 
30 of straight segments connected as claimed in claims 8 ano 13 .:-ie 
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uDpermost segments meet tne terms of these c.'aimsi." 
Cla.ms 7. 12 and 14 have oeen rejected unoer 5103 as Se.no 
unpatentaole over Palmaz. The t>asis for the Exam.ner's rejection is stated to be: 
-Claims 7, 12 and 14 are rejected under 35 U.S.C. 5103 as Oe.ng 
5 unpatentable over Palmaz. Using conventual (sici platinum piat.ng for the 

Palmaz stent in order to, for example (sicl improve its compatibilitv of 
[sicl the body would have been obvious." 

Additionally, claims 1 0-1 2 have been re.ected unoer 5 1 1 2. The Examiner 
States in the rejection: 

10 "Claim 10 merely describes the method of manufacture Of the stent. Yet 

the Claim is an apparatus claim, making the scope of the claim uncear." 
importantly, no basis has been given for rejecting claim 5. aithougn „ .s 
stated as rejected on the cover sheet for the Office Action. 

ISSUES TO RF nprincn 

15 1. Whether Claims 1.4. 6. 8-1 land 14 are anticipated by Palmaz US 

Patent No. 4.776,337. and particularly by the embodiment of Figure 2B of tne 
'337 patent. 

2. Whether cairns 7. 1 2 ano 1 4 are made obvious by Palmaz U.S. .Patent 
No. 4.776.337. 

20 3. Whether claim 5 fairly can be deemed rejected where no basis for a 

rejection nas been given. 

*. Most fundamentally, whether an Examiner is permitted to apply a 
portion of a prior art reference while ignoring the remainder of that reference 
which clearly teaches away from the claimed invention. 

GROUPiNf! OP ri AII.HS 
For purposes of this appeal, claims 1. 8 and 13 are independent. Claim 
1 varies sufficiently from claims 8 and 13 as to require separate cons.derat.on 
Claims 4-7 depend from claim 1 ; claims 9- 1 2 depend from claim 8. and claim , 4 
depends from claim 13. Claims 8 and 13 are sufficiently similar that they may 
30 be grouped, with claim 13 being slightly narrower than claim 8. 
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ARGUMFIMT 
The §-102 Rejc«';i>Nn^ 

Claim 1 requires an endovascular suppor; device compns.ng a ur,,:a,v 
member of w.re-like material configured to prov.de a plurality of non-overlapp.ng 
5 segments connected to form a plurality of upper and lower peaks. The un.rary 
member must Pe capable of bemg comoressed onto a catheter for delivery ,o an 
affected area, and then forcibly expanded to maintain the affected area of the 
vessel at a diameter larger than if the unitary rT,ember was not implanted. 

Claim 1 has been rejected solely over the Palmar '337 patent ano 
1 0 particularly over the embodiment shown in Figure 2B of that patent. While -337 
admittedly teaches a balloon expandable stent, any fair reading of the "337 
patent shows that to be tne end of al. similarities between the Figure 2B stent 
and The present invemion. 

As noted before, the language used by the Examiner .n the Office Action 



15 is: 



-The Figure 2B embodiment of Palmaz snows a plurality of non- 
overlapping segments which form upper and lower peaks at the Extreme 
top of and bottom of the stent (cla.m 1 , and which comprises a plurality 
Of Straight segments connected as claimed in claims 8 and 13 ithe 
20 uppermost segments meet the terms of these claims). " 

The Examiner's statement that the uppermost segments meet the terms of the 
Claims is an admission that he cannot read the entirety of the device on claim i 
Thus, the Examiner's position is. apparently, that he can dissect the Pa.maz 
stent Shown in Figure 28 by cutting off al. but the end portion of the stent - 
25 despite the fact that Palmaz nowhere suggests making such a device - ano tnen : 
read ,ust that portion on the claims. ,f ever a case of hindsight can be found 



this is it! 



What Palmar fairly teaches .s a stent constructed of a tube of metal 
mesh, .n which many overlapping segments exist but no upper and lower oeaks 
30 ex.st. With the entire mesh stent - and not just an end portion thereof - be.no 
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inserted into the patient's vessel. The entire mesn stent .s then oailoon- 
expanded to prevent the vessel from restenosing. imoortantlv, :he dev.ce of 
Figure 2B is nothing more than the device of Figure 2A after expansion; see 
column 7, lines 28-30. The Examiner has not even suggested that the oevice 
5 of Figure 2A reads on the claims of the present application. Nothing in Palmaz 
teaches that the end portion Is sufficient for catheter delivery, nothing teaches 
that the end portion is adequate to maintain a vessel in an expanded condition, 
and nothing in Palmaz teaches that one should cut off a portion of the Palmaz 
stent to make a much better stem having upper and lower peaks. 
10 To take the position of the Examiner flies in the face of the specific 

teachings of Palmaz in describing his own invention. Palmaz himself describes 
his invention as a "wire mesn tube" (column 7. line 36|. Likewise. Palmaz 
describes his "elongate members" as extending the full length of his tube 
[column 7, lines 11-151. Palmaz also describes the points of overlap between 
15 the various elongated members as "intersections" (column 7. lines 17. 24 271. 
not as peaks. It could not be clearer that Palmaz never intenoed his 
intersections to be considered peaks, and it also could not be clearer that he 
intended his device to have overlapping segments. The Examiner's position - 
that Palmaz somehow teaches taking only an end of his tube - tortures the 
20 Palmaz disclosure beyond reason. Such a tortured reading of the prior art is 
impermissible. Under In rg Imperf^Th. the reasonable teachings of a pnor ar, 
reference must be the basis for the rejection. The Examiner Is not permitted, m 
hindsight, to excise from the reference all of the material not supporting his 
position, leaving only the shell that might be helpful to him. 
25 Claim 1 clearly claims different subject matter than that taught by Palmaz 

in his '337 patent, and claim 1 is not anticipated by the '337 patent. 

Claim 4, which depends from claim 1. requires that the unitary member 
of cii n 1 be made of surgical stainless steel. While surgical stainless steei .s 
known in general, it is not known in a stent of the sort claimed in claim 1. 
30 Again, the Palmaz '337 reference clearly does not anticipate claim A. 
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Claims 6 funher specifies how many peaks xne stent should have. This 
has been found significant in the critical issue of thromdogemcitv - the lenaencv 
to create thrombosis, or cloning, m the blood vessel - vA/hich fundamentailv 
affects whether a device saves lives, or takes them. Nothing m Patmaz '337 
5 teaches such information, in large measure because Palmaz does not nave oeaks 
of the sort required by claims 1 and 6. 

Claims 8 and 13, which may be grouoed for purposes of this appeal, are 
both independent and require a stent having a plurality of N substantially straight 
segments of wire-like material, each segment having a first and second ends 

10 wherein the first end of a first segment is connected to the first end of a second 
segment, the second end of the second segment is connected to the second end 
of the third segment, the first end of tne third segment is connected to the first 
end of the fourth segment, and so on until the second end of the Nth segment 
is connected to the second end of the first segment, with no segment 

15 overlapping any other segment. The invention of claim 8 also requires the stent 
to be compressible onto a catheter and expanded to maintain the vessel in a 
diameter greater than the vessel would be if the stent had not been implanted. 
Claim 13 adds the requirement that the number of segments oe between six and 
twenty. 

20 Claims 8 and 1 3. like claim 1 . have been reiected as anticipated by Palmaz 

'337, and particularly the embodiment of Figure 2B. However, nothing in Figure 
2B of Palmaz '337 can reasonably be said to comprise a plurality of substantially 
straight segments which connect end to end but do not overlap. Again, the 
Examiner has resorted to excising the pans he finds helpful, and ignoring the 

25 rest. Fairly read. Figure 28 of Palmaz is simply a mesh tube -- not a series of " 
straight segments. Claims 8 and 13 clearly are patentably distinct from Palmaz 
'337, and neither is anticipated by it. 

Claim 9 depends from claim 8. and requires the number of peaks N to be 
between six and twenty, it is patentable for the same reasons discussed m 

30 connection with ciaim 6. 
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Claim 10 modifies and deoenos from claim 9 by reouinng me suosiant.aliv 
straight segments to be made as a single unit. w,th the peaKs formed by 
bending. Claim 10 has again been rejected as anticipated by Palmaz -337 - 
even though nothing in Palmaz teaches a unitary construction with peaks ano 
5 no overlap, let aione peaks formed by bending. Claim 10 s.mply bears no 
relation to Palmaz '337 and Is not am.cipated. Claim 10 is patentably dist.nc: 
from Palmaz and should have been allowed. 

Claim 11 depends from claim 10 and requires that the stent be coated 
w.th platinum. Claim 11 is the last of the claims rejected as anticipated bv 
10 Palmaz "337. Nothing in Palmaz teaches the stent required by claim n. The 
claim should have oeen allowed. 

The Ohvinii«;n ess Reiectinny 
Turning next to the claims rejected under 5103. which are Claims 7. 12 
and 14. each has been rejected solely over Palniaz '337. In the words of tne 
15 Examiner. "Using conventional platinum plating for the Palmaz stent ... would 
have been obvious." However, claim 7 has nothing to do w.th platinum p.ating. 
and instead limits the number of peaks to four. Claim 7 clearly is not made 
obvious by a reference to platinum plating, and should have been allowed. 

Claims 12 and 14 do require platinum plating; however, claim 7 depends 
20 from Claim 1. and claim 14 depends from claim 13. Each of claims 1 ano 13 
have been snown to include patentable subject matter. Moreover, nothing m 
Palmaz teaches the use of platinum ,n a stent. At the least a citation .s 
appropriate. Claims 7 and 12 should have been allowed. 

The S1 12 ReiecTiony 

25 Claims 10-12 have been rejected under §112 as unclear. Claim 10 is ' 

alleged to be unclear in that it reouires the product to be formed in a particular 
way .. specifically, by bending. No citation of authority for the Examiner s 
position was given. Claims 11 and 12 have apparently been rejected because 
they depend from claim 10. The limitation is clearly structural, in that it recuires 

30 bending to form the oeaks. These claims are believed to satisfy 5112 as 
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One additional point is part-cuiarly i.-r^portant for ,ntracorporeal dev.ces 
such as stents. Stents, as with other devices irr^p-anted in the oody ,n some 
ways reserr^nie chemical inventions in that very suotle changes .n design -eao ,o 
5 s.gn,ficant breakthroughs that greatly benefit human,ty. it .as long Peen 
recognized in the cherT,ical arts that patentab.hty can ex-st cesp.te such 
apparently small changes ma.n.y because the mechan.sms oy wnich chem.cais 
react -s not well understood. The reaction of the human body to foreign obiects 
'S. -f anything, less well understood. For this reason, .t is particularly important 
10 that prior art be lim.ted to what u reasonably teaches, and to prohibit Exam.ners 
from taking expansive readings of what the prior art teacher m.gnt have meant 
had he had the current invention m mind. 

Claim 5 

No basis for the rejection of claim 5 was g.ven by the Examiner, and when 
1 5 this was raised with the Exam.ner by telephone, no corrective act.on was taken 
Under these circumstances, it .s clear that claim 5 should be allowable. 

Conclu^inn 

The most important issue ra.sed by this appeal involves the Section 
102(a) and Sect.on ,03 rejections of Ca.ms V a-n . 1 2 and 13 over the Palmaz 
20 337 patent. That issue .s: .s ,t a sound basis for a reject,on to literally cut off 
a portion of the dev.ce taught by the prior art. an. attempt to read that cut-off 
Port-on on the pending claims while ignoring the remaining clear teach.ngs of the 
patent which would teach away from the cited basis for rejection? ,f so 
unexpurgated hindsight has become the accepted approach to obv,ousness If 
25 not. the rejections of claims 1. 4-11. 12 and 13 cannot stand. 

Fairly read. Pa.maz teaches a metal mesh tube; ,t does not teach non- 
overlapping segments, it does not teach peaks, and it does not t-ach 
substantially straight segments. Yet these elements are all required by all of the 
re/ected claims. There was no legitimate bas.s for reject.on over Palmaz 337 
30 and these claims should have been allowed. 
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The rejecfons of the Examiner sMould be reversea. 

Additionanv, the 51 12 reiect.ons of cla.ms 10-12 should be reversed 
ill advised. 

REQUFST PnP ORAI HPARIM/^ 

5 AN ORAL HEARING IS REQUESTED. 

Respectfully suomitted 

30 March 1992 — =^l^C-(.<LaAw 

James E. Eakin 

10 Law Offices of James E Eakin '^0-27.874 
1 700 S. El Camino Heal. Ste. 405 
San Mateo, CA 94402-3083 
(415)571-7500 "'^ ""'^"■^ 
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THE CLAIM S ON APPCAi 

1- An endovascular supoort aevice ^nirahio 

Saranjs connect ,o ,„,™ 3 p,„,a.,v o, ^...r l^Z^'^ZT"- 

:r'' "™ ■ - 

6. The enaovascular support dev.ce of claim i where.n rhP n r^. 
peaks is between 3 and 10. '^^"^^ °' 

7. The endovascular support devicp of i u 

peaks is four, ^ '^'^^^^'^ """^fer of 

20 8; A stent for implantation within a vessel within ,k k 

=rs:=— 7— 
- - end Of r:h:;%— rnrd-irr r;^^^^^^^^ 

leTnTenTor t:er:rr - ~ = 

segment and the plur ! Of seo^ T "° ^^"'^""'"^ ^"^ 

a catheter for delivtr o an a f ' ""'"^ °* "^'"^ "'""'"-^ 

30 to r.a.nta-n the e e, are ? °' ^ "P-aed 
device were not l";;!:" " ' 

twenty'' °' ' — °' - between s.x ano ^ . 

35 ^ateriJ^are't'd'aT I' silf "'"""'^ °' °' -"-^e 

segments. " '° '"^ P'^^antv of 

Of surg- a. sTa' ^ stl:.'"" ^'"^"'^ °' '°-o 

40 with pllt-num' °' """-'"V Of segments are o.atec 
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•3. A stent for .noiantation m a vesse. w.tnin tne -^.uman aoov 
ccmpnsing a un.ary w.e-li.e ccuiar .ember .er,t :o form a o.^rZ o N 
ftr;:": ■'-^ -^--^ wr,ere.. ea^ segr^er^^. s a 

5 to tr,e frst en, of the secor,d segment, the seconc eno of tne secono segm nt 
.s connected to tne secon. en. of tne tn.d segment, the first eno c "e Z 
egment ,s connect to tne first end of the fourth segment, ana so on unti e 

e m °' " - """'^ eno of the iTs 

segment, the stent be,ng compressed onto a catheter for delivery to an Iffecte 

TseTat aTlet T '"""^ """" '° "^^'"'^^ ^'^"^ ^ °^ 

vl ue nt w K K " '""""^ '-°'anted. the 

value of N being between six and twenty. 

■^'^e stent of Claim 13 therein tne stent is formed of surq.cal 
stainless steel and plated w.th Diat.num ^ 

15 
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For: ENDOVASCULAR SUPPORT 
DEVICE AND METHOD 

Hon Commissioner of Patents & Trademarks 
Washington, D.C. 20231 
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Group Art Unit 336 
Ex'r Michael H. Thaler 
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20 CERTIFICATF OF MAII IMI ^ 

I hereby certify that this correspondence is being deposited with the 
United States Postal Service as first class mail In an envelope addressed to: 
Commissioner of Patents and Trademarks, Washington, D.C. 20231 on 
16 August 1992 

25 

Janet Kaiser Castaneda 

16 August 1992 
APPLICANT'S RFPI Y BRIFF anrt Rrn.jEST FOR ORiM »pad.k.>^ 
Appellant herewith replies to the Examiner's Answer stamped "Received 
30 Jul 16 1992 Group 3300". For claims not specifically treated herein, applicant 
relies on the points rr.ade in Applicant's Appeal Brief. Absence of discussion of 
any claim, or any argument made by the Examiner, is not an acknowledgement 
that the Examiner is correct. 

The crux of the disagreement between applicant and the Examiner in this : 
35 case boils down, as it often does, to what a reference can reasonably be said 
to teach. 

The only meaningful reference cited by the Examiner is Palmaz U.S. Patent 
4.776.337. and it serves as the basis for all rejections of the claims on art. 

Palmaz teaches two embodiments. The first is shown in Figures 1 A and 
40 IB; the second in Figures 2A and 28. 
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The Examiner acknowledges that the embodiment of Palmaz' Figure 1A 
does not meet the present claims. However, he contends (numbered paragraph 
1 1 J that Palmaz' Figure 2A-2B (and particularly Figure 2B) anticipates the claims. 
The Examiner gives two reasons for his position: first, he asserts that 
5 applicant's claims "do not preclude the existence of all but the end portion of the 
stent"; second, he asserts that Palmaz teaches "the claimed elements, as well 
as additional elements," 

We believe both of the Examiner's reasons to be flawed. First, applicant 
proposed. In The Proposed Amendment after Final Rejection filed 1 1 June 1 991 , 
10 to limit the claims to exclude any additional segments; the Examiner refused to 
enter the amendment. To now assert that these additional elements as a valid 
reason for rejection is inconsistent and should not be countenanced by this 
Board. 

Moreover, even without entry of the proposed amendment, the present 
15 claims are believed to exclude the particular additional elements taught by 
Palmaz. Applicant's claims require "a plurality of upper and lower peaks". 
Webster's Third New /nrernationa/ D/cTionary defines "peak" as "the very top"; 
in the context of the present invention, peak must mean "the very top and the 
very bottom." But if that is so - and it is certainly what was intended by the 
20 claim - then where does the Examiner propose to add Palmaz' additional 
elements? They cannot be added to the top, because then applicant's upper 
peak would no longer be "the very top". Nor can these proposed additional 
elements be added to the very bottom because, again, "lower peaks" would 
cease to exist. A fair reading of applicant's claims clearly excludes such 
25 additional elements. 

To anticipate, a single reference must disclose every element of the 
claimed invention. Moreover, "It is incumbent upon the examiner to identify 
wherein each and every facet of the claimed invention is disclosed in the applied 
reference". Ex pgr^g levy, 1 7 USPQ 2d 1461, 1462(1990). The Lfivy decision 
30 reversed a $102 rejection because the cited reference did not disclose the 
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biaxially oriented angioplasty balloon of the claimed invention even though the 
referenced specification disclosed the use of a biaxially oriented starting material 
to form a non-biaxially oriented balloon. 

In the instant case. Applicant's claims are drawn to a stent having "a 
5 plurality of non-overlapDinQ segments connected to form a plurality of upper and 
iQwgr pg9ks". The elongated segments of Applicant's stent do not intersect, 
overlap, interconnect or join with one another in the central or middle portion of 
the stent. Applicant's elongated segments connect with each other only in the 
area of the peaks a: the top and the bottom of the stent. 
10 With regard to the Examiner's second argument, applicant submits that 

Palmaz not only does not teach "the claimed elements, as well as additional 
elements/ but actually teaches away from applicant's claimed invention. 

Palmaz teaches {column 1, line 36) that his invention - not one 
embodiment or another, but his invention - is a wire mesh tube. Palmaz 
1 5 likewise describes at length the "intersections" of his elongate members (column 
7, lines 17 and 24-27.) Figs. 2A and 2B of Palmaz disclose a stent having 
elongate bars secured or joined to Par h other at a too, a hnnnm and a mid 
BfiOiiin of the stent. Palmaz further describes his elongate members -- both for 
the embodiment of Figure 1A-1B and the embodiment of Figure 2A-2B - as 
20 extending the full length of his wire mesh tube (column 7, lines 11-15.1 

Into this, the Examiner asserts that Palmaz teaches segments which go 
only from the peak (or "very top") to the first intersection. More specifically, the 
Examiner contends that he can identify in Palmaz "short, straight segments" 
which read on applicant's upper and lower peaks. Of course, as noted above, 
25 the intersections of these shoa, straight segments are not "peaks" as defined ' 
by Webster's and required by the claims. 

Moreover, Palmaz never identifies these "short, straight segments" 
independently of his elongate members; the flnly person to so describe these 
elements is the Examiner. The clear reason for Palmaz' lack of separate 
30 description is that Palmaz did not consider them separate elements; instead, they 
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were simply the result of the expansion of the stent of Figure 2A. If Palmaz 
never mentioned these "short, straight segments", and referred to them only as 
the -elongate members" which formed part of his "wire mesh tube", exactly 
how would a person of ordinary skill in the art, looking at Palmaz flnly 
5 (remember, the rejection is §102,) make the logical leap to cut off most of 
Palmaz- stent? The simple answer is: He wouldn't, without having applicant's 
invention before him. Such hindsight analysis by an Examiner should not be 
permitted. 

The Examiner cannot identify in Palmaz a plurality of upper and lower 
10 EfiakS connected by non-pvgrlapping segments. Instead, the Examiner 
dissected the reference and relied on only one expanded view of the Fig. 2A 
stent to avoid the joined bars in the mid portion of the Palmaz stent, and to 
avoid interconnection sections as opposed to Applicant's peaks. 

The Examiner's dissection of the Palmaz device to find anticipation should 
15 not be permitted under the reasoning in Lindem;,nn M^^chinenfahrii hmrm „ 
American Hoi>fT«.nPrrirk , 22 1 USPQ 48 1 ,486 (Fed. Cir. 1 984), where the court 
Stated that the reference claims used to support an anticipation rejection had 
wrongly been treated "as mere catalogs of separate parts, in disregard of the 
part-to-part relationships set forth in the claims and that give the claims their 
20 meaning". Like the Examiner in Lindemann, the Examiner in the instant case has 
used sections of the Palmaz stent while disregarding the clear teaching in Palmaz 
of a mesh stent. 

The Undgmgnn court went on to state that anticipation was not shown 
because, had the prior art device come later in time, it would not have literally 
25 infringed. In the instant appeal, the Palmaz device would not infringe applicant's 
claims because it does not include peaks and non-overlapping segments: 
therefore, it cannot be found to anticipate applicant's claims. 

With regard to claim 7, the Examiner's reference to cost reduction 
completely misses the point of limiting the number of peaks. As the 
30 Specification teaches, fewer peaks are desirable to keep mass down. One of the 
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reasons the stent at issue here is believed to be successful is that it reduces 
mass in the body, which is believed to help prevent rejection of the foreign 
matter, while at the same time it is strong enough to keep vessels from 
restenosing, or re-collapsing. Cost reduction has absolutely nothing to do with 



The bottorn line issue in this case is: What does Palmaz teach? To reach 
the Examiner's view, this Board must ignore Palmaz' own teachings of what his 
invention is. That has never been a permitted methodology for analysis, and it 
should not bs allowed here. The Exa.miner's rejections should be reversed and 
this case passed to allowance. Applicant respectfully requests a favorable 



5 it. 



decision. 



REQUEST FOR ORAL HgARIMf? 



An oral hearing is requested. 



Respectfully submitted. 
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BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Ex partq Michael D. Boneau 



Application for Patent filed August 24, 1989 Serial 
NO. 07/398.180. Endovascular Support Device And Method. 



James E. Eakin for appellant. 



Primary Examiner - Michael H. Thaler 



Before McCandlish, Meister and Abrams, Examiners-in-Chief . 
Meister, Examiner-in-Chief. 



This is an appeal from the final rejection of claims l 
and 4-14, the only claims remaining in the application. 

The appellant's invention pertains to an endovascular 
support device for implantation within a coronary or other vessel 
in the human body, claim 1 is further illustrative of the 
appealed subject matter and a copy thereof, as it appears in the 
appendix to the appellant's brief, is appended to this opinion. 
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The reference of record relied on by the examiner are: 
^^^"^^^ 4,776,337 Oct. 11, 1988 

Claims 10-12 stand rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which the appellant 
regards as his invention. 

Claims 1, 4, 6, 8-11 and 13 stand rejected under 35 
U.S.C. 102(a) as being anticipated by Palmaz. 

Claims 5, 7, 12 and 14 stand rejected under 35 U.S.C. 
103 as being unpatentable over Palmaz, 

Rather than reiterate the examiner's statement of the 
above rejections and the conflicting viewpoints advanced by the 
examiner and the appellant in support of their respective posi- 
tions, we refer to the answer, the brief and the reply brief for 
the full exposition thereof. 

OPINION 

Considering first the rejection of claims 10-12 under 
35 U.S.C. 112, second paragraph, the examiner has taken the 
position that 

claim 10 merely describes the method of manu- 
facture of the stent. Yet the claim is an 
apparatus claim, making the scope of the 
claim unclear. (see answer, page 2) 

We cannot support this position. The examiner identifies no 

particular language in these claims which is indefinite and we 
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find none. Claim 10 recites that the "plurality of segments of 
wire-like material are formed as a single unit and then bent to 
form the plurality of segments" and depends from claims 8 and 9, 
both of which are directed to structural features of the stent 
per se. Apparently the examiner believes that the inclusion of 
"product-by-process" language in a claim directed to an article 
automatically violates the second paragraph of S112. This is 
incorrect. There is nothing inherently wrong with including 
"product-by-process" language in article claims. See, for 
example. Ex parte Hartman. 186 USPQ 366 (BdApp 1974). According- 
ly, we will not sustain the examiner's rejection of claims 10-12 
under 35 U.S.C. 112, second paragraph. 

Turning next to the rejection of claims 1, 4 and 6 
under 35 U.S.C. 102 Ca), it is the appellant's contention 

[t)he examiner acknowledges that the embodi- 
ment of Palmaz' Figure lA does not meet the 
present claims. However, he contends ...that 
Palmaz' Figure 2A-2B (and particularly Figure 
2B) anticipates the claims. The Examiner 
gives two reasons for his position: first, 
he asserts that the applicant's claims "do 
not preclude the existence of all but the end 
fv^'^^S",*'^ stent"; second, he asserts 

that Palmaz teaches "the claimed elements, as 
well as additional elements. ".. .Applicant's 
claims require "a plurality of upper and 
lower peaks". Webster's Third New Interna- 
tional Dictionary defines "peak" as "the very 
top"; in the context of the present inven- 
tion, peak must mean "the very top and the 
very bottom." But if that is so -- and it is 
certainly what was intended by the claim ~ 
then where does the Examiner propose to add 
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Palmaz' additional elements? They cannot ho 
added to the top. because then appUcaSt^ 
upper peak would no longer be "?hl very ton" 
addpH*? "^r^ proposed -dditiona? eHmLtf b; 

^° "^""^ because, again 

"lower peaks" would cease to exist A fair 
reading of applicant's claims ^llarly 
};'"ieTpa1f ^^^-'^ elements/^U 

we are at a loss to understand such an argument inas- 
much as we are unable to find where the- examiner has proposed 

any -additional elements" to which the appellant refers 
It quxte Clear from the examiner's answer that he is not propos- 
ing to ^ elements as the appellant argues but, instead, merely 
stated that the claims da..,^^.^^^ .^e existence of elements 
xn addition to those which the appellant has claimed. m any 
event, we see no need of resort to any "additional elements- for 
the structure of Palmaz to anticipate the subject matter defined 
by these Claims. The law of anticipation does not require that 
the reference teach -what the appellant is claiming, but only that 
the Claims on appeal "read on" something disclosed in the refer- 
ence, i.e., an limitations of the claim are found in the refer- 
ence, see caiman v. KiM>erlyci^, corp., 713 F.2d 760, 2i8 USPQ 
'81 (Fed. cir. 1983). Here, Palmaz in Fig. 2Z discloses an 
endoyascular support deyice comprising a unitary member of wire- 
lake (see column 6, line ex) mesh haying a plurality of lower 
peaks defined by the members ,6 on the lowermost portion of the 
deyice and a plurality of upper peaks (defined by the unnumbered 
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members which correspond to the aeabers 76) on the uppermost 
portion of the device. Since these members are on the very top 
and bottom of the device, they satisfy the appellant's above- 
noted definition of "peaks." it should be noted that there are 
no overlapping members whatsoever in the embodiment of Fig. 2B. 
With regard to claim 4, Palmaz discloses stainless steel in lines 
34 and 35 of column 6. With regard to claim 6, Palmaz clearly 
illustrates six peaks in Fig. 2B. 

It is also the appellant's contention that the "elon- 
gated segments of Applicant's stent do not intersect, overlap, 
interconnect or join with one another in the central or middle 
portion of the stent." This argument is not commensurate with 
the scope of the claims since there is no claimed limitation 
which would preclude the interconnection or joining of the 
segments in the central or middle portion of the stent as in the 
case of the embodiment of Fig. .2B of Palmaz. We further add that 
there is no claimed limitation which requires the segments to be 
straight. It is well settled that features not claimed may not 
be relied upon in support of patentability. See In re Self, 671 
F.2d 1344, 2X3 USPQ 1 (CCPA 1982). 

We also believe these claims are so broad as to read 
upon the structure illustrated by Palmaz in Figs. lA and IB. It 
should be noted that independent claim 1 recites "(ajn endovas- 
cular support. ..caEEtisiDS" (emphasis ours) and, therefore may 
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include additional elements (e.g. additional "segments") . Thus, 
claim 1 only requires those segments which actually form a 
"plurality of upper and lower peaks" to be "non-overlapping." 
Viewing Figs. lA and IB of Palmaz it is evident that only three 
straight segments are necessary to form two upper and two lower 
peaks and the limitations of the claim are satisfied if none of 
these three straight segments overlap each other. While it is 
clear that additional segments overlap the three straight seg- 
ments in the embodiment of Figs. lA and IB of Palmaz, the claim 
language simply does not preclude such an arrangement. 

In view of the foregoing, we will sustain the 
examiner's rejection of claims 1, 4 and 6 under 35 U.S.C. 102(a) 
as being anticipated by Palmaz. 

We consider next the examiner's rejection of claims 5 
and 7 under 35 U.S.C. 103 as being unpatentable over Palmaz. 
With respect to claim 5, the appellant does not deny the 
examiner's assertion that platinum plating is "conventional" and 
Palmaz in line 54 of column 3 states his stent "may have a 
biological inert coating on its wall surface." Noting that 
artisans must be presumed to know something about the art apart 
from what the references disclose (see In re Jacoby, 309 F-2d 
513, 135 USPQ 317 (CCPA 1962}) and the conclusion of obviousness 
may be made from "common knowledge and common sense" of the 
person of ordinary skill in the art (see In re Bozek, 416 F.2d 
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1385, 163 USPQ 545 (CCPA 1969)), we are of the opinion that it 
would have been obvious to one of ordinary skill in the art 
Palmaz to use as his biological inert coating a conventional 
coating material such as platinum for this purpose. As to the 
rejection of claim 7 the appellant argues that the provision of 
four peaks is "significant"; however, contrary to the establish- 
ment of any criticality for the provision of four peaks, the 
specification states (page 9, line 22) that the number may vary 
from two to ten. Therefore, the provision of four peaks vis-d- 
vis the six peaks shown by Palmaz in Fig. 2B solves no stated 
problem insofar as the record is concerned and therefore leads us 
to conclude that such a provision is merely a matter of engineer- 
ing design choice. See In re Kuhle, 526 F.2d 553, 188 USPQ 7 
(CCPA 1975). Accordingly, we will sustain the examiner's rejec- 
tion of claims 5 and 7 under 35 U.S.C. 103 as being unpatentable 
over Palmaz. 

Considering last the rejections of claims 8-11 and 13 
under 35 U.S.C. 102(a) as being anticipated by Palmaz and claims 
12 and 14 under 35 U.S.C. 103 as being unpatentable over Palmaz, 
the examiner has taken the position in each of these rejections " 



that 



the claims in question do not preclude the 
existence of all but the end portion of the 
stent. Claims 8 and 13 each define "A stent 
comprising...". Palmaz shows a stent in fig. 
2B comprising the claimed elements, as well 
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as additional elements. The word "compris- 
ing" in these claims does not preclude the 
additional elements. ... it is submitted that 
fig. 2B shows segments which are slanted or 
sloped towards each other and terminate in 
short end segments. 

Each of these short end segments is 
located at the summit or peak of .a pair of 
sloped segments, (see answer, pages 3 and 4) 

We do not believe that the reference to Palmaz can be fairly 
construed in such a manner. It is well settled that claim 
language should be read in light of the specification as it would 
be interpreted by one of ordinary skill in the art. See In re 
Johnson, 558 F,2d 1008, 194 USPQ 187 (CCPA 1977), Viewing the 
stent shown by Palmaz in Fig. 2b as a whole, it is readily 
apparent that what is depicted is a series of peaks and valleys 
on ?ag^) en0. We can think of no circumstances under which the 
artisan, consistent with the appellant's specification, would 
call the valleys on one end "peaks" and ignore the remaining 
structure of Palmaz as the examiner apparently proposes to do. 
Therefore, we will not sustain the examiner's rejections of 
claims 8-11 and 13 under 35 U.S.C. 102(a) as being anticipated by 
Palmaz and claims 12 and 14 under 35 U.S.C, 103 as being unpat- 
entable over Palmaz. 

In summary: 

The examiner's rejection of claims 1, 4 and 6 under 35 
U.S.C. 102(a) as being anticipated by Palmaz is affirmed, 
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The examiner's rejection of claims 5 and 7 under 3 5 
U.S.c* 103 as being unpatentable over Palmar is affirmed. 

The examiner's rejection of claims 8-11 and 13 under 35 
U.S.C. 102(a) as being anticipated by Palmaz is reversed. 

The examiner's rejection of claims 12 and 14 under 35 
U.S.C. 103 as being unpatentable over Palmaz is reversed. 

No time period for taking any subsequent action in 
connection with this appeal may be extended under 37 CFR 1.136 
(a). See the final rule notice, 54 F.R. 29548 (July 13, 1989), 
1105 O.G. 5 (August 1, 1989). 
AFFIRMED-TW-PAT^T 
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H-n36-P 



1. An enflovascular support device suitable for impiantaiion within a 
5 coronary or other vessel within the human body comprising a unitary member 
of wire-like material configured to provide a plurality of non-overlapping 
segments connected to form a plurality of upper and lower peaks, the unitary 
member being capable of being compressed onto a catheter for delivery to an 
affected area of a vessel and then forcibly exoanaed to maintain the affected 
10 area of a vessel at a diameter larger than if the support device were not 
implanted. 
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Enclosed for your review and comment is a proposed Protective Order for use in these cases 
In this draft, we have attempted to narrow the previously-communicated differences between 
the parties. We ask that you review the draft with that objective in mind. 

From a logistical standpoint, it probably makes the most sense for you to provide your 
objections/comments to me, with a copy to the other parties' counsel. That way I can generate 
a red-lmed version if there are changes that we can agree to. Additionally, after the parties' 
written comments have been received by me, I will schedule a conference call so that we can 
attempt to resolve issues. 

In order to speed up the review process, we are providing this draft prior to our client's review 
and approval. AVE's willingness to agree to this draft is subject to that approval. 
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